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Preface
Obviously, technological advancement has facilitated the production and reproduction of intellectual properties. Equally, it has made such works to be more vulnerable to violations. Modern states of our time have believed in the importance of protection of works of the human intellect. The thing is taken up at international level and it is has been made the concern of international organizations, mainly the World Intellectual Property Office and the World Trade Organization. Despite the diversified efforts that have been made to curb the problems faced in the use and protection of intellectual properties, the area faces both legal and extra-legal problems. The legal problem refers to as the absence laws in the field, gaps in the existing ones, and the divorce of the laws and the current realities. The extra-legal problems are multi-faceted. They may be generally categorized into: institutional (lack of the relevant institution), social (awareness), technological (as advancement in the field of technology has made the reproduction so easy) and enforcement-related problems. 
This material focuses on the Ethiopian intellectual property laws, in particular the copy right, patent and trade mark laws. It is divided in four parts, which comprise ten chapters. The first part provides general back grounds that will serve as stepping stone for the subsequent studies of the pertinent laws. The second part is dedicated to give a detailed commentary of the Ethiopian copyright law. In the third part issues of patent rights are in order. And, finally the fourth part is concerned with the Ethiopian trademark regime.
Works of intellect are products of contribution of more than one mind. This work is not an exception to this huge fact. The author wants to say ‘thanks’ for all those who deserve it.  But he cannot help to mention the few. The university deserves many thanks for facilitating the making of the work. A friend, who has made me to realize what is in me, a mind I can consult, a price for my existence in the unfair and irrational environment, ye‘mama’ lij,…if at all words can represent my special thanks, once again, here you have them!!! Your contribution of ideas, service as an editor-in-chief of the bumpy version of my intellectual works and the clerical helps are of a paramount importance. It is also my pleasure to have Daniel Weldegebriel and Zelalem Yibrah as my official editors. Aman Assefa and Biniam Asmare I owe you...  
Thank you all.
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PART ONE
GENERAL CONSIDERATIONS
Even if there can be no definite hierarchical order of rights, property right may be taken as the basis of the other rights. This is mainly because of the huge fact that a community whose property right is not secured may not be concerned with its other rights. Property right, which is directly attached with self preservation of the individual, affects the overall actions of citizens of a country. This fact is vividly reflected through the difference of human right records in the developed and developing countries. Individuals in a society where property rights are adequately protected are found very much sensitive for their each and every piece of rights. No doubt, this is the manifestation of their economic security which entails guarantee of their self preservation. To the contrary, in developing countries, as countries which cannot afford a strong economic power for their individual citizens, individuals are busy in taking care of their means of self preservation.  In other words, their major concern will be accumulating economic power which is a hefty input of self preservation. That seems why they usually remain passive when their basic rights which have got constitutional sanctity are violated. This sorrow fact reflects the significance of property right protection for a better human rights protection records.

Property right is wide in its scope. And, you know that there are various classes of properties. Law of property, as you have noted it, provides different means of acquisition, transfer, mode of proof of entitlement, and manner of extinction depending on the type of the property involved. However, a detailed commentary of the law of property is not the purpose of this material. Rather, intellectual property, a type of property, is the focus of this work.

 In the upcoming two chapters, basic notions and concepts will be provided to serve as a stepping stone for our subsequent studies.

Chapter one

Intellectual property as a type of property
1.1 Introduction
As any other legal notion, the term ‘property’ has its own definition. Unfortunately, however, controversies and differences of options with respect to the definitions are unavoidable. A definition which satisfies every one, at all time and in every corner, may be unthinkable. Nonetheless, it is possible to come to common terms with respect to the essence of the term. As a result, the author prefers to point out some of the definitions forwarded and indicate the essential natures of properties leaving the definition behind for mental acrobat of his readers. Indeed, this is not without specifying how we use the term throughout this material.  
 In principle, property right implies an owner thereof. Therefore, some part of this chapter is dedicated to identify owners of a property. Obviously, as the acquisition of the status of ownership entails bundles of rights for the right holder, the rights and contents of rights of ownership are to be focused at. That is why they are in order. 
Moreover, the main concern of this material, intellectual property, is a wide domain in its own territory and comprises different items recognized to be independent subject matters. Thus, it will be of a paramount importance to distinguish them all. With this in mind, few papers are dedicated to describe the type, nature, content and extent of protection accorded for the various fruits of the human intellect. 

At the end of this chapter the student will 

· Identify the general natures of property 

· explain about the inherent rights of ownership 
· Distinguish the various types of intellectual property 

· Discuss the natures of intellectual properties 

· Identify the water shade as between the specific subject matters of intellectual properties 
1.2 Property and property rights 

As it is implied by the phrase ‘intellectual property’ intellectual property is just one type of property. Therefore, to fully grasp the nature of intellectual in general, and to appreciate laws that protect products of human intellect, it is indispensable to begin with the notion of property. Directly moving to discuss about ‘intellectual property’, without having a good understanding of the notion of property means building a house without a firm foundation. As a result, it would be sympathetic if readers are made well acquired with the notion of property at this very outset. 

Equally important, since rights claimed via intellectual property rights laws are ownership rights, at this juncture there is a need to make oneself familiar with the inherent rights of ownership. Thus, in order to exploit them as stepping stones, they are taken up in what follows. 
1.2.1 What is property? 
Dear learner, allow me to take you back and ask you to tell your colleagues about ‘property’, from the knowledge that you have accumulated while you were taking the course entitled ‘law of property’. What is property?
When we think of property, things that usually come in to our mind are tangible things that are susceptible of physical control or actual possession. Most of the time, in our day to day language, we represent the term ‘property’ for items which are observable and touchable. In other words, it is not unusual to reserve the application of the work to corporeal things-movables and immovable. 
In its broader sense, however, it is not confined to tangible physical things. Many rights that do not concern specific things but consist of claims against third persons, which, since they may be enforced by action, if law permits, may be assigned for a price, all of value and thus entitled to be termed property in the broader sense. Accordingly the word property encompasses both things that have physical existence and intangible objects. This line of thinking recognizes both corporeal and incorporeal items as properties based on their social and economic value. 

Some argue that the property is the object, that is, the item itself. For these people the property is the car, the building, the table, the cattle, the land, and so on. According to this view, the property is the object of the law upon which, subject to the law, individuals can exercise their legitimate rights. This line of thinking risks the difficulty of representing incorporeal property. For instance, what can be mentioned as a property for a copyright? Is that the book? Definitely no! As it will be noted at a later stage, copyright is distinct from the material object in which the work is embodied. An owner of copyright of a specific work is not the owner of the books he published and has it enter the market. The purchaser of a copy of a novel becomes the owner of the copy he purchased, but not of the copyright therein. So, in such a case we have two owners owning two distinct items. It is submitted that copyright is a property right. In light of this, what can represent copyright if we are to take property as a physical object? 

In an attempt to rectify the aforementioned problem, others contend that ‘property’ means not the thing itself, but the right which inheres in it. Thus according to the followers of this line of thinking, property refers to the legally protected interests of a person on a thing, regardless of the nature of the thing. This includes the right to use and transfer it for free or for consideration. What is implied by this view is that property is nothing but just the legally protected relationship as between individuals and something of an economic and social value. 
This second line of thinking is broader in ambit and covers both the tangible and the intangible ones. However, it cannot escape from becoming an item of discussion in the lips of the academics. The critics of this view argue that it deviates from the nature of law. In fact, law naturally regulates the relationship between subjects of law either natural or judicial persons. And it is submitted that properly is just an object of the law. If so, they say, how can possibly law regulate relationship between a subject of law (the individual) and the object of law (the property). Obviously, objects of the law cannot be holders of rights by themselves, nor can sue and be sued in their own name. In general, they do not have legal personality. Consequently, how can legal relationships be established as between these two things which are not on a par is a point of discusiion. 

In spite of this criticism, in various legal documents and legislations, there is an inclination towards taking property as a right or bundles of rights. The famous law dictionary-Black’s law Dictionary-states as follows:- 

“In strict legal sense, however, it [property] is understood as an aggregate of rights which are guaranteed and protected by the government”.

What we learn from this definition is that the property is the privilege enjoyed by individuals who acquired a certain status with respect to the thing or the object involved. Moreover, the word is derived from that Latin word ‘proprious’, which etiologically means one’s own. The thing or object may or may not have material existence. And, the concern of property laws is to regulate the complex jural relationships between persons with respect to things or objects.

Dear learner, which line of thinking best fits to your personal opinion? Throughout this teaching material, we will be using the term in its second sense which has won the attention of the various law makers and researches in the field. 

1.2.2. Nature of Property rights 
The basic feature of property right is its exclusiveness. This means, once it is recognized that a certain item belongs to a certain individual, everyone, including the government, is excluded from the enjoyment of that item or the fruits thereof. The individual owner is entitled to use, enjoy, collect the fruits, or dispose of it, in a manner he thinks fit subject to legal limitations, to the exclusion of anyone else. Any use made by third persons without the consent of the owner thereof and/or blessing of the law may be taken as violation, and thus, entitle the victim the right to claim for compensation. The state ensures the enjoyment by persons of their property right and protects them from intervention. In this regard, Aubrey and Raw stated that:

When we say that a person has a right to enjoy certain property, we mean that the person claiming such enjoyment in conformity with the law may have recourse to the power of the state against anybody who interferes with its enjoyment or changes the property in any other manner. 

Therefore, exclusiveness is the essence of property right. Simply put, property right is an exclusive right. However, this by no means implies that property right is an absolute right. Property right is not an exception to the imposition of limitations which carry public interest. For various reasons an owner of a property may be subjected to legal restrictions. For instance, the right of disposal of an owner extends up to the right to destroy his own personal property. And, therefore, you may rupture the pen, which you are using now. However, this right may not stand upright in all circumstances. Especially, in a situation where the distraction causes social ills, the individual owner may be stopped from exercising his extreme right of alienation. For example, assume that the property involved is a huge apartment which has been giving a rental service for a large number of people. The destruction of such a building in a community where the supply of such buildings cannot satisfy the demand thereof, will definitely entails the displacement of the many. This will, directly affects the interest of the public. As a result, in the given circumstances the owner cannot be set free to use his right in full on the said property. Similarly, as it will be noted at a later stage in this material, the protection accorded for intellectual properties is time bounded. This is a unique limitation imposed on the right of ownership of an owner of an intellectual property. There are also various forms of restrictions on the owners of such property which either take away the entire legal protection or reduce the right of ownership into the right of compensation.
Based on the nature of properties, we may classify them into various classes. The specific type of the property involved may warrant a specific legal treatment. It is good to note, that not all legal provisions concerned with property interests are relevant and applicable to all types of properties. A legal provision which is relevant with respect to movables may be totally irrelevant when it comes to immovable. The appropriateness of the means of acquisition of a status, transfer of the entitlement, proof of status, extinction of the entitlement, the nature and extent of the limitation to be imposed, etc. is highly condition the type of the property concerned. 
Broadly, properties are categorized in two wide categories-corporeal and incorporeal. This classification traces its base to the physical nature of properties. Items which do have material existence belong to the domain of corporeal, whereas, those which lack physical existence are commonly termed as incorporeal. Considering the mobility or immobility nature of items with material existence corporeal are further categorized into movables and immovable. Similarly, it is not uncommon to categorize incorporeal into two other relatively broad categories: intellectual properties and other intangible properties. 
As boldly indicated by the title of our course, our focus will be restricted to intellectual properties. Indeed, it is wise to acknowledge that intellectual properties, as a type of properties, share various features with other types of properties. However it is equally important to recognize the existence. This is manifested by, at least, the existence of a specific category of property which employs the term “intellectual properties” that is why the next sup-topic is dedicated to the specific features of intellectual properties.

1.3. Intellectual properties
As we emphasised here-in-before, intellectual property rights are property rights. By the same token, we noted that intellectual property is just a domain, of properties. As the employment of the word “intellectual” implies, this domain is composed of the fruits of human intellect. This means, intellectual property Laws are there to protect intellectual creativity. In this regards W.R. Cornish in his book entitled “intellectual property: patents, copyrights, Trade Marks, and Allied Rights” has stated what follows:

….. at its most serious, it is a branch of Law, which protects some of the fined manifestations of human achievements. 

In view of the extent of the required magnitude of “intellectual labour” instead of “physical labour” in the production of intellectual properties, we may have the courage to designate intellectual properties as the finest properties which deserve the best protection.

This view may also be backed up by the impact of prosperity of art and invention not just on the personal life of the authors and creators, but also on the fate of the flourishment of the community at large. There is no need to explain how technological advancements affect the development of a community. Similarly, it is so easy to grasp how literary works stir the preservation and maintenance of cultures, including democratic culture.

The subject matters of intellectual properties are also categorized in to various specific classes. Discussing with those types of intellectual properties is the concern of the following sub-topic.

1.3.1. Types of intellectual properties 

Intellectual property, in itself, is classified in to two classes: industrial property and copyrights. Both classes of property are creations of human intellect, hence the employment of the term “intellectual property.” Though they have many things in common, their subject matters and natures are different.
Industrial property concerns the protection of inventions and includes patents, trademarks, industrial designs and the restraints of unlawful competition. Copyrights, on the other hand, protects literary and artistic works such as books, music, works of fine arts such as sculptures and paintings, and technology based works such as computer programmes and electronic data basis.

1.3.2. Distinguishing features of intellectual properties 

As noted above, the essence of property right is the ‘power to exclude’. The owner of a building, for instance, has the power to exclude others from entering it. Similarly, an owner of land may build a fence around it and exclude others from entering or using it. Intellectual property operates under much the same principles. The creator or author of an intellectual property enjoys rights inhere in his work to the exclusion of anybody else.
None the less, even if the exclusionary aspect is common to all types of property, including intellectual property, the latter has its own unique features. This is basically because of its incorporeal or intangible nature. Its essence lies in the creative expression, symbol or information, and therefore no physical boundaries can endorse or restrain it. Simply put, since the subject matter of intellectual property is not susceptible to physical control, its owner can not fence or guard it unlike the owner of a corporeal item. Therefore, ‘possession in fact’ is naturally impossible in case of intellectual properties. This lies on the absence of one of the only two elements of possession, which is the corpus element or the physical control. In general, intangibility is one of the features of intellectual properties.

The other distinctive aspect of intellectual property is its susceptibility to fragmentation. Here, several persons may have legally protected interests evolved from a single original work without affecting the interest of other right holders on that same item. What is good to notice is that this divisibility or involvement of different persons with different status does not create inconvenience in the enjoyment of right of ownership of each owner in his own domain. 
In general, it is possible for the owner of property substantially to control the use and enjoyment of the subject matter by holding an accumulation of right in the property, as indeed, the owner usually does. The interest of ownership of any corporeal property, as a rule, is vested in the single owner of the property, or the joint owners with identical rights. The direct use of such properties by the owner hampers or reduces the chance of use of that same   property at a time by others. In case of intellectual properties however, interests in a single work, in most case exist in a fragmented form. Simply put, interests on intellectual properties are divisible. This may be best understood by way of exemplification. This is taken up in what follows. 
For instance, take a literary work and imagine all those different persons who may take part at different levels from the moment of creation of the work to its distribution in various ways. The author of the book, as a creator of an original work, has a copyright in his work. No one can publish, adopt, translate, reproduce, distribute, and import, etc the work with out his permission. He may authorize a publisher or an enterprise to publish his work in return for remuneration. This establishes rights for the publisher. The said publisher may claim rights since it has economic interest from the act of publication. In fact, he will not be a copyright owner of the published work as of right. Nevertheless, he will have a right to prevent publication of families of his edition so far as the editions which the publisher has the right to issue are not out of print. In this regard let us see what is provided in our civil code which partly regulates contracts of publications:
2654. Rights transferred to the publisher 

(1). So long as the editions which the publisher has the right to issue are not out of print, the author may not dispose of the work or any part thereof to the publisher’s prejudice.

(2). Contributions to a collective work, or articles, may not be republished by the author before the expiration of three years from the date when the fires publication was completed 
2685. Conflict between two publishers 
(1) Where the author, having assigned his rights to a publisher, assigns the same rights to another publisher, the contract concluded with the latter shall be valid unless he knew of the first contract 
(2) The author shall make good the damage done to each publisher.

The essence of these two legal provisions is that even if the publishing contract cannot make the publisher an owner of the work he published, his involvement entails for him legally protected rights. That published work may be subjected to adaptation without the violation of right of the author and the publisher thereof, where adaptation of the work to theatre, cinematography or television, etc, is made upon the authorization of the author. In such a case, copyright will be attached to the adopted work. Adaptations, though they are derivative works, are protected as works by virtue of Art 4(1) (a) of the copy right proclamation. This is mainly because the adaptation process itself demands some creative efforts. Thus, the person who made the adaptation enjoys a right of ownership with respect to the adapted work. Once the adaptation is conducted with the consent of the author, or in line with compulsory license given by the concerned office, the author (the owner of the original work) cannot claim right of ownership on the adopted work.

Similarly, if translation into another language is made by another person, having satisfied the requirements of the Law, the translator enjoys copyrights on the translated work as per Art 4(1) (a) of the copyright proclamation. His copyright, like the right of an adaptor, is independent from the copyright of the author.

That published, adopted, and then translated work may be published by another publisher up on the satisfaction of the demands of the relevant legal provisions. Just like the publisher of the original work, the publisher of this derivate work is also entitled to his own independent legal rights. The thing may not end there. The said work may be performed by performers in a stage or in a film studio. These performers or actors may acquire legally protected but derivative rights which evolve from the same single work.

In fact, as it will be best explained at a later stage the right of these persons is not a copyright; rather it is a right which is neighbour to copyrights. No matter how different it may be, the hard fact is those persons who perform the work of another establish their own independent right 

The work which is published, translated, adopted and then performed may be broadcasted to the public by broadcasting agencies. In such a case, an independent and separate right is said to be established for the organization that has broadcasted the work. With regard to the exclusive rights of broad casting organization let us see what the proclamation says.

          Art 31. Acts requiring authorization of broadcasting organization 
(1). A broadcasting organization shall have the exclusive right to carry out or authorize; 
                   a. Rebroadcast of its broadcasts:

                   b. Fixation of its broadcasts: 

                   c. Reproduction of a fixation of its broadcast 
(2). The rights under this article shall be protected from the moment the broadcast takes place until the expiry of twenty years following the year in which the broadcast took place. 

This chain may keep on moving further by introducing new comers as independent right holders. And thereby, enumerable persons may have legally valid claims on the said single item which is subjected do various processes. All these show that a single original work may give rise to separate interests to several persons. From this, we may safely conclude that intellectual property rights, almost invariably, exist in a fragmented form. In other words, they are divisible in the sense that more than one person may establish legally protected right or bundle of rights in the publication of an original work. What is unique here is the involvements of those several persons do not essentially erode the right of the various owners in the circle.
As it is clearly shown by the above mentioned exemplification, another distinctive aspect of intellectual properties is their potential divisibility without essentially hampering the right of one another. Because of their nature of divisibility, intellectual properties are recognized to be one of the few ‘inexhaustible-resources’.

Another nature of intellectual properties is their vulnerability to the deep embodiment of public policy. As it will be noted at latter stages in this material, there are various types of limitations imposed up on owners of intellectual properties. Intellectual property laws, almost always, attempt to preserve and find adequate reconciliation between two competing interests. On the one hand, they strive to safeguard the interest of the authors or their transferees. While, on the other hand, dedicate themselves for the protection of the interest of the consumers of intellectual properties. 

The intellectual property right holders pray for, interalia, adequate remuneration form their work as a reward for their creative efforts. The consumers, on the other extreme, want to consume the works without much inconvenience; that means, they desire to get information, creative thoughts and performances by having the dissemination o f such works as widely and cheaply as possible. This is where the conflict lies.

Setting up of the balance is one of the major challenges faced by policy makers and crafters of laws in the field. We observe, in all intellectual property rights laws limitations eroding, to different extents, the right of proprietors of intellectual properties.
 In this realm, what one may logically ask is ‘are limitations unique to intellectual properties?’ We have to confess that there are always limitations on the exercise of the right of ownership on the basis of which is nothing but public policy. In other words, to an extent it is true to say that every property is subject to limitation on its exploitation imposed on the ground of public interest. However, when it comes to intellectual properties, we usually notice several unique set of rules that put restriction on the interest of unique of rules that put restriction on the interest of the proprietors. This is overtly done to achieve the interest to the public to a reasonable extent. Therefore, what is unique here is that public interest is given a particularly high profile and is deeply embodied in intellectual property right laws. 
This distinguishing feature of intellectual properties forces the concerned policy framers and law makers to open their eyes wide enough so that they do not risk the entire purpose of  intellectual property rights laws by taking either of two extremis. The stringent safeguard of the interest of the owners of intellectual properties, without considering public interests, is equally dangerous to its reveres position. Therefore, in view of compromising the antagonistic interests to an extent possible it is common to find out provisions dedicated to limit the exclusive nature of the proprietors of intellectual properties. As we will be explaining it at a later stage in this work, the legal recognition of the performance of some acts without the consent of and payment to the right holder as non-infringing acts; the provision of compulsory licence which reduce the right of ownership to the claim of compensation; the time bound on the protection of intellectual properties; and the exclusion of some works from the ambit of intellectual property rights laws are the limitations imposed on the interest of right holders to serve the interest of the public at large.  
Another important fact that must be realized at this juncture is the dichotomy between the intellectual property right and the material object in which the work is embodied. 
As we have noted here-in-before, we need to distinguish the manner of creative expression, from the item into which the creative expression is materially reduced. Obviously, intellectual property right is owned independently of the article, which is not the object of intellectual property rights laws. The purchaser of a machine becomes the owner of the machine that he purchased, but not the patent rights therein. Accordingly, the acquisition of right of ownership on the physical object which embodies the protected manner of creative expression, does not entitle the purchaser to any right of patent or authorship. The intellectual property rights shall remain with the author or his assignees until the moment it joins the public domain.
It is also wise to note that ideas per se, generally speaking, are not legally protected by intellectual property rights laws. As it will be explained latter, in principle, the intellectual property is not the idea disclosed or revealed by an author or inventor, rather it is the creative expression of the idea.

In support of this view, a young Ethiopian legal scholar Takele Seboka expounded in his research work entitled “infringements of copyright and Remedies available under Ethiopian Laws” in the following manner:

“…. The expression of the idea is the only part up on which [intellectual property right] can be hung.”

Therefore, where, for instance, a certain copyrightable literary work conveys information, readers of that work may use the information in their own work of authorship provided, however, that expressions and treatments are distinctly of their own and not merely resulting from the former work. This is basically because of the rationale of denial of monopoly of ideas.

Dear learner, have you grasped the main distinguishing features of intellectual properties? 
In sum, intangibility, divisibility, the susceptibility to the wide range of public interest, and the necessary dichotomy as between the work and the material object in which it is embodied and also with the idea which is converged by the work are basic unique aspects of intellectual properties.

1.3.3. Intellectual Properties right fully called properties
Art 1204 of the Ethiopian civil code in its defective attempt to define ownership tries to state what ownership is. The said provision is framed in the following manner:- 
Art 1204- Definition
Ownership is the widest right that may be had on a corporeal thing. Such rights may neither be divided nor restricted except in accordance with the law. 

This article seems to imply that property right is confined to tangible or corporeal things. Accordingly, the provision evacuates, seemingly, at least, incorporeal items from the ambit of property laws. And, obviously, this truck out rightly excludes intellectual properties, member of the incorporeal domain, from the items on which \status of intellectual properties as a property. Consequently, how can intellectual properties be rightfully called properties?

Dear learner, we have repeatedly stated that intellectual property is a species of property, though incorporeal. It is submitted that it is difficult for an ordinary man to grasp the concept of patent right and copyright, and hence he is in difficulty to treat such rights as analogous to land, or a movable property. The incorporeal dimension of intellectual property may be one of the sources of the debates as to whether intellectual property right are really property rights. This dimension of intellectual properties makes the analogy with the ordinary tangible property more difficult to sustain.

We have also emphasized that we usually think of property as an object that have material existence and from which others can be physically excluded. The concept, to intellectual property, as we noted, is, however, not something that exists in some solid form. Logically, such conception is, no doubt, the result of misunderstanding of the legal sense of the term “property” in its legal sense. It is said that, property means not the “thing itself”, rather it is the legally preserved privileges or the rights inhere in it. Consequently, if a person enjoys exclusive rights of economic nature on something, whether corporeal or incorporeal, we can say that he holds a property right. In this logical view, no doubt, intellectual property rights are property rights.

In addition to the nature the properties under consideration the manner and extent the implementation of the legally safeguarded right has also been found another source of the confusion. This idea is best expounded by Ronald Miller in his book entitled ‘copyright protection, use and Responsibility’ he stated that:- 

“…. The enforcement of rights on [intellectual properties] against others is another area where the analogy between intellectual properties and non corporeal property ends up being futile.”

Obviously, the nature of intellectual properties forbids the possibility of existence of actual possession on them. This, as we noted, is because of the non-fulfilment of the corpus element which is necessary in our legal frame work for the establishment and maintenance of the status of a possessor. Noticing the fact that possession is one of the factual relationships that can be established on a property, it may seem logical to ask whether intellectual property rights are really property rights. Similarly, as we indicated before, various and huge limitations are uniquely imposed on the exclusive enjoyment of intellectual property rights. Considering the magnitude of the limitations on the proprietors of the fruits of the human intellect it could be questioned that ‘if intellectual property is just a form of property, why the right of the owners of such items should be subjected to the limitations?’

The brief and logical answer for such a question may be the recognition of the fact that limitations are not unique to intellectual property rights. Every right is subject to limitations at least in a certain circumstances. Therefore, limitations cannot out rightly exclude intellectual properties from the domain of property.

The economic transferability of intellectual property rights by their proprietor, as he can sell it, hire it, license it, and have it attached, makes intellectual properties to be easily regarded as a form of a property. In support of this view Roland Miller has stated what follows:- 

‘… the concept of [intellectual property] as a form of property is given colour by the fact that it can be brought, sold, or licensed.’

Now days, it may be safe to say that intellectual property has got that recognition in all jurisdictions. Copinger and Skone James in their helpful book entitled ‘copinger and Skone James on copyright’, stressing the fact that intellectual properties are properties, stated as follows:-

“Nothing can be with greater prosperity be called man’s property than the fruits of his labour. The property in any article or reason of his own mechanical labour is never denied him; the labour of his mind in no less worth of the protection of the law”

This idea enriches what we have stated here in before. As we noted before, in view of the manner of their productions, importance, it would be sympathetic to say that intellectual properties are the finest properties which deserve the best legal protection. Moreover, Book III of our civil code which apparently denies intellectual properties of their status of being a form of property under title VII particularly in Art 1204 affirms their nature of property its title XI.

Dear colleague, in order to avoid the contradiction of the provisions of our civil code and there by remain logical and consistent, we have to evacuate the unwarranted question as to whether intellectual properties are really properties, in fact, along with its source. Beyond the shadow of doubt, intellectual properties are properties. In fact, as we said it well, they are the finest properties which deserve the best legal protection
Chapter Two

Distinctions, purpose and Historical Developments of Intellectual Property Laws

2.1 Introductions

Intellectual properties are of different types. These various items though they have many things to share, each manifest its own unique feature. To identify which specific law regulates a case, we need to determine the type of the property involved as each area of law specifies its own subject matter. 

Intellectual property laws have goals to attain. The interpretation of these laws demands a good understanding of the rationale behind each piece of law. To facilitate this opportunity, few pages are dedicated in this chapter.

 By the same token, a focus on the historical development of intellectual property laws contributes to the better understanding of the issues at hand. That is definitely why they are in order in the chapter at hand. 

              In this chapter the students will

· distinguish the various types of intellectual properties

· learn about the basis for the distinction of the specific subject matters of the different domains of intellectual properties

· identify the purposes for which intellectual property laws clam to be dedicated

· grasp the historical development of laws related to the protection of intellectual property laws

2.2 Distinctions as between the various types of          intellectual properties
We have noted that the domain of intellectual properties is further classified into copy rights and industrial properties which basically comprise patents and trademarks. For the purpose of this course, we focus on copyrights, patents and trademark, through the scope of intellectual properties are not limited to copyrights and patents. It mainly includes patents, copyrights, trademarks, trade secrets and right of publicity. 

Briefly, a patent grants the inventor(or his assignee) of a new product or process exclusive rights for a defined period to manufacture, use or sale of that invention Copyrights are the exclusive legal rights of authors, composers, playwrights, artists, and publishers to publish and disperse their work as they see fit. Trade mark law protects works and symbols that serve to identify different brands of goods and serves in the market place. Trade secret law protects confidential information that belongs to a business and gives that business a competitive advantage. For example, the formula for making the soft drink Pepsi is a trade secret protected by intellectual property laws. Right of publicity law protects the right to use one’s own name or likeness for commercial purposes.  For example, a famous athlete may profit by using his or her name to endorse a given product.

In distinguishing intellectual properties, we will be targeting on copyrights, patent rights and trademark, of course not without considering at least one of the other types of intellectual properties for a comparison purpose. 

At this juncture, it is safe to make the general declaration that though the various sub fields of intellectual properties share many features in common, each have its own historical origin and development, philosophical background, and legal doctrine, as well. Moreover, the various aspects of each subject matter differ in purpose and in detail rule. However, it is also rational not to ignore the plain fact that each domain grants certain exclusive rights to the respective proprietors, and sanction unauthorized act or use of others with this in mind, let us proceed to point out the major water shades as between copy rights, patents and trademarks.

2.2.1 Subject matters 
The first point of departure is the subject matter they protect. Actually, we sometimes come across with overlaps in the protection, and boundaries are far from sharply defined. Nevertheless, each field protects a distinct class of intellectual property. 

Patents, for instance, protect technological inventions. It covers products, process, composition of matter and their improvements. On the other hand, trade mark covers commercial symbols that are used by their respective owners to indicate the origin of goods. Thus, trademark is just a distinctive sign. Copyright, on the other hand, gives rights on manners of expressions in literary and artistic works. In here, unlike the case of patent, the emphasis is not on the technological contribution of the work. Similarly, it does not protect short phrases or words contrary to trade mark laws. As it will be identified at a later stage in this work, copyright laws do not look in to the content or merit of the work. The protection subsists in any work of authorship, where the work is expressed in an original manner.

2.2.2 Strength of Protection 

The other point where the various aspects of intellectual property rights differ from one another is the strength of protection they provide for their respective subject matter.

 We may approach this issue from two perspectives. First from the vantage of the duration protection fixed by the laws, and second, from the perspective of the scope of the rights accorded for the respective right holders of the works.

As will be discussed later, patent laws provide a relatively shorter duration of protection. In principle, the protection lasts for a period of fifteen years which is to be counted as of the date of application for patent. Considering the inventions wide domestic application, this period may be extended for further five years up on the request of the patent right holder.

 On the other extreme, the protection of a trade mark is not time bounded. It may stay for an indefinite time. It is protected so long as it continues to be employed in trade. This fact is reflected in the relevant laws of various countries. The duration of copyright protection has taken a mild position in between these two extremes.

Copyright protection is neither eternal nor fixed by a specific term. In copyright laws of almost all countries, the author is legally protected throughout his life, no matter how long or short it may be, and his heirs will keep on enjoying the rights for another fifty years. These facts show the differentiated treatments of the various intellectual properties laws for their respective subject matters.

Now, we turn to the scope of protection as another water shade as between the various types of intellectual properties. The protection accorded by trademark laws is, relatively, very much weaker as compared to the other fields of intellectual property. In this regard Jay Dartler in his book entitled “intellectual property law; commercial and industrial property” stated what follows:- 

 “[It] covers only those of similar use of a similar mark or feature that are likely to confuse the relevant public”. 

This is to mean that uses which are not potentially confusing to the customers of a company which has been using the mark are not penalized, irrespective of their similarities. 

Dear learner, I hope you very well know the fact that Coca Cola is a registered trade mark of a soft drink company. Obviously, in principle, it will be an infringement of the right of this company to use this same mark for a soft drink produced by another company. However, one may use the trade mark Coca Cola to indicate his products like shoes, dress, electronics or etc, but not products similar to the production of the Coca Cola Company. To state it differently, a similar trade mark may be used by various business enterprises so long as it does not let enterprises to swallow fruits of good will created by other enterprises.

On the polar opposite, we find patents providing the strongest protection. During the patent term, as it will be explained at a later stage, even a person who latter makes the same invention independently, without copying or even being aware of the first inventor’s work, must obtain authorization before he can exploit it. In other words, patent laws go to the extent of prohibiting an independent creative effort once a patent right is granted for a former patentee. What is prohibited here is not just the right to use the invention; rather it is the right to invent. 

As usual, copyright has taken the middle ground in between these two extremes. Without ignoring the justified limitation to be imposes on the copyright holder, copyright laws safeguard both the moral and economic right of the proprietor. Unlike patent laws, copyright laws promote independent creative efforts. Two similar but independent works will be accorded copyright law protection. As it will be further explained in a subsequent subtopic of this material, what is prohibited in copyright laws is copying. 
2.2.4 Substantive Requirements 
Each field of intellectual property puts its own requirements for the subsistence of legal protection on its respective subject matter. As it will be noted at a latter stage, the mere fact that a certain work belongs to one of these domains does not qualify the work for the legal protection. Let us briefly see what is provided in the relevant laws.

Trademark laws, in order to accord protection, demand that the symbol to be distinctive and non functional in an identical business. Patent laws put forward a bit harder requirements. Usually, in order to qualify for patent protection the invention must be useful, novel, non obvious and patentable. In contrast to such arrangements, the requirements of copyright laws is not that much stringent, copy right laws protect works of authorship the moment they are reduced in to certain tangible medium.

2.2.5 Procedural requirements 
In addition to the substantive requirements, the various fields of intellectual properties have their own peculiar procedure to grant legal procedure in their own territory. Almost invariably, patent rights are granted by a competent government authority. The would be patentee will make an application and the concerned office examines the application to check the satisfaction of both the substantive and procedural requirements. If the applicant meets the legal requirements to the satisfaction of the office, the latter grants the bundles of rights to be accorded for a patent right holder.

Similarly, trademark laws require registration for a perfect protection. Here again the involvement of a relevant government authority is necessary for the subsistence of the legal protection. 

The situation is quite different in the case of copyright protection. As noted above, the subsistence of copyright protection is automatic up on fixation of an original work. An author is not required to secure the blessing of a government authority to claim for legal protections, nor is he expected to have his work being registered in a registrar of a government office. 

Dear colleague, what can we induct from the aforementioned features of the various fields of intellectual property? Or how can we inter relate these features and make a general conclusion?

I hope you have noticed that the stronger the protection, the harder it is to obtain, and vice versa. In line to this view Jay Dartler in the above cited book has stated:- 

 In general, it can be said that the protection that casts for a specific term of years is stronger in providing exclusive rights than the protection that lasts for an unlimited time. 

That is why patent law, which accords the shortest protection in terms of time, requires the satisfaction of stringent requirements. On the other extreme, trade mark law will not take too much, as it does not give too much. And, copyright law takes the middle ground with its moderate safe guard.

So far, we have been dealing with the basic features of intellectual properties looking at them from different perspectives. Here, one may ask what the compelling reasons for the protection of intellectual properties are. This will be the next point of discussion. 

2.3 The purpose of intellectual property rights laws
In this subtopic, we shall discuss the issue “why intellectual property is important and should anybody except the experts and the right holders be concerned at all?”

The ultimate purpose of intellectual property rights laws, which policy makers and or the legislative in the field should always put in mind while framing policies or enacting laws that regulate fruits of the human intellect, is to strike a balance as between the competing interest of the right holders and the consumer. This being the basic purpose, other grounds in favor of intellectual properties will be discussed as follows. 

It is argued that the system of intellectual properties rights associates the author or the inventor with the economic exploitation of the work of his intellect. In support of this sense Endward Willem Polaman and L. Clarks Hamilton in their book entitled ‘copyright; intellectual property in the information age’ as said :- 

 In an economic sense, therefore, Intellectual property right can be seen as a method for regulation of the trade and commerce.

Obviously, the author or inventor has spent his priceless mind and time, and also invested his capital to create an original or a new work. And, therefore, no one but he himself or his assignees, should be the direct beneficiary of the fruits thereof. Simply put, the author or inventor is entitled to fair remuneration or to exploit his work’s commercial potentialities. Therefore, the existence of adequate intellectual property rights laws enables the system to secure the author’s or the inventor’s economic interest. 

Mostly, for various reasons, the author creates the work, and the publisher makes it available to the public. Similarly, an inventor comes up with new invention, and companies will take the “trouble” of production and marketing the newly invented item. This, no doubt demands a considerable investment. The publishers and the commercial enterprises will not take the commercial risk unless they are protected by law. This is mainly because such entities are profit oriented and not charity organizations. By insuring the existence and enforceability of rights, the said publishers and companies will be encouraged to invest in the creation and distribution of the work as widely as possible. In the words of Jay Datler; 

... In order to make a profit from producing a new, and creative work, a publisher must recover cost of writing, editing, type writing and printing it.

In clear terms, the economic interest of business entities that take part in the development and distribution of a creative work urges the existence of intellectual property rights laws. 

Moreover, it is a plain fact that the protection of intellectual property rights laws fosters human creativity. If the author is protected from pirates, and the patentee is safeguarded from infringers, and thereby the publisher is willing to publish the work and also the business enterprise is made to be courageous enough to produce the patented item, no doubt, the author and the inventor will be encouraged to create more. Giving men of intellect incentives in the form of remuneration and fair economic rewards, increases their activities, outputs, and often enhance the results. In general terms, the protection accorded for intellectual property rights encourages intellectual creation by rewarding the author and inventor a fair remuneration. 

Besides, some jurists justify the very existence of intellectual property rights laws on moral grounds. As we noted here in before, the work is the personal expression of the author’s or the inventor’s thoughts, so he should be given the right to decide when and how his work may be produced or performed in  public, and the right to prevent mutilations and changes. Here, the central idea is that intellectual property rights laws are to be there to protect the author’s or the inventor’s manifestation his personality. This is also backed by the need for the safeguarding of the individual’s freedom of expression. 

Other jurists have looked the purpose of intellectual property rights laws from somehow different angle- from the perspective of national interest. It is submitted that such laws intend to promote a progress of science and useful intellectual works. According to the strict followers of this view, the financial reward afforded to the author is secondary. In this regard the United States code service lawyers’ edition in its Title 17 provides what follows:- 

“... though it is right that the author should be encouraged to produce literary and artistic works, especially at the present time when the demand for such work is vast, nevertheless such encouragement is not the truest basis for the recognition of author’s right.”

Dear learner, if the economic reward for the author and those who take commercial risks is just secondary purpose of intellectual property rights laws, what can be its primary objective? 
That primary basis, it may be thought, is to secure to the society about its obtaining of the largest benefit from intellectual work of the authors inventors. This will be achieved by facilitating the wide and easy dissemination of knowledge, information or culture. In other words, intellectual property rights laws, according to this view, primarily help to increase access to the work of the human intellect.

 In support of this Edward Wilheem polman and L-clarks Hamilton forwarded:-

“......... it is agreed that without protection, the cultural heritage of a country would not be meager and arts would not flourish.” 

The whole point is that rewarding creativity contributes to the national culture, technological advancement, and dissemination of knowledge. Therefore, the real purpose of intellectual property rights laws, in line with this line of thinking, is just to secure the reasonably easy access to such works. 

Furthermore, intellectual property rights laws safeguard the financial interest of the government, which is claimed to be the representative of the public at large.

 Dear colleague, I think you are in a position to be introduced to the plain fact that collection of tax is one of the inherent rights of a government of any type. Had intellectual property rights laws not been there to protect the right holders who at the same time are tax payers, it would have entailed both the reduction of the income of the tax payers and the fattening of the pockets of the violators who do not appear to pay taxes. Thus, in other words, governmental protection of intellectual property rights has the financial interest of the government as one of the purposes it strives to achieve. 

We have also noted that intellectual property rights laws, apart from securing the right of the author, the inventor and their assignees, usually, put limitations on such rights. Simply put, as intellectual property rights laws prevent full monopoly, such laws are, further, justified by another public interest. This is to mean that the existence of intellectual property rights laws is further justified by the need to preserve the interest of the public by providing limitations on the rights of the claimants of the rights 

Dear learner, have you ever questioned the express justification for the private ownership of intellectual properties within the legal frame work of our country? 

The cumulative reading of Article 40 with Article 13 of the F.D.R.E constitution along with Article 27 of UDHR, dictate us that intellectual properties rights are protected on the ground that they are recognized as one of the natural rights. Besides, the cultural policy of the country justifies it, from its own vantage, based on promotion of culture.

In sum, the purpose of intellectual property rights laws, in essence, is to set up a balance between the mentioned competing interests. On top of this, the absence of the legal protection threatens the very existence of creative work, which is seriously detrimental both to the creator and the society. Intellectual property rights protection is a property, personal right occupied the legal system of the world, and its importance needs no emphasis.

2.4 Origin and Development of Copyright 

It is really wise to realize that protection of intellectual property rights had not been a common phenomenon at the early stage of the history of mankind in our planet. It may even be safe and logical to say that necessity of such protections is relatively recognized recently. Depending on its own unique feature, each field of intellectual property has its own origin, and development. The full understanding of the essence of intellectual property rights laws warrants, at least the indication of their historical development. And, that is why they are in order herein under.

Many assent to the view that the introduction of the notion of copyright to legal systems followed the invention of the printing press. M.A New city clearly expounded this view in his book entitled ‘copyright law in the soviet union’ in the following very brief terms:

                    The concept of copyright is a child of the printing press
Some analysis, however contend that the rights of authors had already been recognized in the classical Greek Culture, at around 6th century before Christ. This view is also propagated by Arnold Hauster as it is expressed in his book entitled ‘the social history of art’.

              Dear learner, which view has won your support?

 It may be rational to propagate that the recognition of copy right alleged to exist in those earlier times, if at all it had really existed, could not really give benefit to the authors as we know it today. It is logical to say that they had not been actionable, rights when infringed, and hence a relationship of judicial nature one that creates a proprietary interest to the author did not exist between authors and others in those old times. If anything, the existence or otherwise of something resembling copyright during the early Greek times might be an item for academic discussion, and at its extreme, a ground for individual or group condemnation.

This is basically because, it is only after the introduction of the printing press that serious questions as to copyright could be expected. In support of this view Edward Wilhelm Polman and L. Clarks Hamilton stated t hat:- 

          “... Without the means to produce copies, there could be no right to copy.” 

In fact it is so elementary to understand that prior to the invention of the printing machine, the making manuscript copies would involve such an amount of manual labor and their distribution, at a large scale, faced great practical impossibility.

Expectedly, technological advancement dramatically increased the number of the books published and their publishers, as well. The advancement managed to spread its tentacles very quickly throughout Europe. This is one of the best technological achievements of mankind. Unfortunately, however, it has equally made copyrightable works vulnerable to piracy or unauthorized copying. This shows that publishing and copyright violations appeared almost simultaneously. Edward Wilhelm Polman and L. Clarks Hamilton expressed this historical incidence in the following manner:- 
...Very quickly, the stationers [the forefathers of the modern publishers] had to face competition in the form of unauthorized copying of their books. 

At earlier times most of the business of the printing press has been carried out by the stationers, at it is currently done by publishers. Almost invariably, authors, due to, inter alia, financial constraint and administrative facilities do not publish their creative work by their own. The stationers, just like our contemporary publishers, used to acquire the work from its author and organize its printing and sale. The author, unless a contrary stipulation which affects his intellect is provided, would be out of the picture once he sold the manuscript. As a result, the stationers requested private guarantees from their respective governments. 

In his book, entitled ‘Intellectual Property; Patents, Copyrights, Trademarks And Allied Rights’, W.R Cornish reaffirms the fact that stationers were chief proponents of exclusive right against copies. The commercial risk they used to take or the economic interest which would normally be developed because of their involvement, no doubt, had made the prime movers of the establishment of copyrights. Thus, in a way this implies the close knit tie of the protection of the right and economic interests. 

As the expansion of the printing machine made the multiplication of copies rapid and cheap, it is not hard to imagine to what extent the then governments would be urged to react to the voices of the stationers. In his book entitled ‘the origin and development of literary property concept’, Dock indicated the reaction of the governments in the following manner. 
 .... The governments began to grant to a publisher, for a specific work, individual privileges, which contained prohibition on anyone other than the beneficiary in printing or selling the privileged work. 

The Privileges were, on their face, just industrial safeguard institutions designed to compensate publishers for their publication cost and the commercial risk involved. However, it is submitted that it was just a pretext. The safeguards were not there to encourage further creations rewarding the authors. In support of this view, Frank H. Foster and Robert L. Shook provided in their book entitled ‘patent, copyright and Trade mark’ what follows:- 

The governments wanted to regulate the printing industry in order to maintain a strong grip (censorship) on what was written, for fear that it would wrongly influence the public with dangerous political and religious ideas.

Therefore, originally copyrights were commercial monopolies granted printers and apparently for encouraging the printing industry by eliminating competition and thereby making it more profitable. 

The exclusive right to copy granted to stationers had created a situation in which the author can do nothing but to sell his creative work to a publisher. The latter, once he bought the manuscript, enjoyed unlimited or undefined rights. That was the root for employment of the term ‘copyright’ instead of the term ‘authors right’.

Expectedly, the grant of perpetual monopoly privileges for the publishers paved the way for the abuse of their rights. Edward Wilhelm Polman and L. Clarks Hamilton in their aforementioned work indicated how this could happen in the following terms:

  .... in particular, high prices were charged because the book sellers were to control the number of copies to be printed of a particular work.

This challenge, coupled with John Locke’s argument in favor of a free press, is claimed to force the English parliament to refuse renewal of stationer’s company’s privileges. As a result, once the legally specified short period expired, the stationeries could not claim protection as they had been doing before. This, expectedly, had made the business unregulated. And therefore, the pirates had got excellent opportunity to exploit, with no or little cost, the products of creative efforts of others. 

Then, the stationeries began, once again, to pray for protection. To their dismay, unfortunately, the prevailing theory postulated by John Lock and widely expounded by European jurists was that copyright is a personal right growing out of natural law. Its whole idea was that since works of human intellect are expressions of the personality of their respective originator, the author, and nobody else, could be the holder of the rights. That is what nature grants for the originator of the work, they contend. This line of thinking must have convinced and influenced the English parliament in the words of Jay Darter:- 
The parliament being alarmed and urged by the chaotic situation in the publishing industry, and in response to the stationers perfection but also accepting the view up hold by John Lock, adapted the status of Queen Anne in 1709 which has been proclaimed as the first law on the authors’ right in the modern sense of the word. 

It was this statute which established, for the first time in the history of mankind, the rights of the author in his work for a prescribed period of time. The statute gave the publishers the first fourteen years to recoup their costs. It also gave the author a further term of fourteen years, making the duration of the protection restricted to twenty eight years in whole. In fact, the author will benefit from his efforts only if he  happen to be alive at the end of the first fourteen years. 

In sum, the concept of copy right originated in Europe following the relevant technological advancement. And, its development is triggered by commercial prosperities. We just noted that copyright was first concerned with protecting the interest of the publishers by putting sanctions on unauthorized copiers. It can also be said that, originally copyright protected only literary works, but, through time it has extended its subject-matter, and now, it includes creative works of an artistic nature and also computer programs. Moreover, now a day, as it will be noted later, it is not just restricted to the exclusive right of multiplying copies. On top of this, as we have noted a shift in the subjects of copyright laws, from publishers to authors, has been effected though we still employ the term ‘copyright’ and not ‘authors’ right.
PART TWO
COPYRIGHTS AND RELATED RIGHTS
Dear learner, in the previous chapters we have noted basic concepts related to property in general and intellectual property in particular. I firmly believe that those notions, especially the distinguishing features, the purposes of intellectual property rights laws, and their historical developments will give you the light of understanding the essences of the relevant laws that we are going to deal with here-in-after. 

In this second part, a detailed commentary will be given on the pertinent legal provisions of copyright law by raising issues which deserve entertainment in such a work. This part incorporates four chapters. In view of primary importance, the subject matter of copyright laws is dealt with the third chapter. Which types of “works” do you think deserve the legal protection? Do you think by the mere fact that a certain work belongs to a domain which is copyrightable is protectable?
 Obviously, every law determines its subjects, and copyright law is not an exception to this principle. This implies the need to identify and deliberate on the legally provided requirements for the subsistence of copyright protection. On these grounds we have given due attention for these and other related issues.
Copyright, as any other right, has its own scope. Fourth chapter is dedicated to explain the contents and limitations imposed up on copyrights. As we indicated here-in-before, existence of a property, in principle, implies existence of an owner. And this warrants the discussion as to who the owner of copyright is or should be. Similarly, copyright owners, just as an owner of any property, may transfer or alienate their property in accordance with the law. These latter issues are addressed under the fifth chapter. 

Undeniably, the mere existence of a law, no matter how strong prohibitions it may have, does not guarantee the protection intended to be accorded. This implies the need for provision of remedies in case of violations. The infringement of copyright and the legally available remedies are discussed under the sixth chapter. 

A person may have contribution either in the process of production or dissemination of the work to the public. And, unfortunately, this person may be found to be out side the ambit of copyright protection. However, realizing the contribution of such persons rights which related to copyrights are recognized. The nature and extent of the rights of these persons are dealt with the seventh chapter. 
Chapter three

Copyrightable works and the prerequisites

2.1 Introduction

     Dear colleague, so far we have noted that intellectual properties are just a type of property and copyright belongs to this domain having its own subject matter. To identify “where” and “when” we apply the provisions of the copyright law we need to distinguish which works are copyrightable and which are not. In this regard we will begin by indicating the particular subject matters of copyright and then move on to point out what qualifies such works for legal protection. This must, however, be preceded by the definition of copyright.

Finally, a deserved attention will be given for those works which are out rightly excluded from the protection of copyright law irrespective of the fact that they belong to the domains which copyright law claims to protect and also satisfy the legal requirements. 

After reading this chapter the student will
· Identify the proper subject matters of copyright law 

· Distinguish the legal requirements 

· Determine the fate of works published outside Ethiopia  

· Identify the excluded works 

3.2 Copyright Defined 

The starting point of any inquiry in to the nature of any phenomenon must begin with at an attempt to define the phenomenon being analyzed. That is exactly what we will be doing in this section, though the definition we will be arriving at may be defective for one reason or another. In this futile process of attempting to define “copyright”, however, we hope we shall gain sufficient insight into the nature and basic characteristics of the subject matter at hand.

The question which says, “What is copyright?” is one of the most popular questions on the lips of the academic. To properly appreciate how controversial this task of defining copyright, let us take time to sample through a few of the innumerable definitions of expositions and determine the drawback they suffer.
Jurists from Anglo-Saxon legal system define copyright, as the exclusive right of printing or otherwise multiplying copies of an intellectual production, and of publishing and vending the same. The drawback of this definition is that it confines itself to the economic right aspect of copyright. Moreover, from among the common economic rights it mentions part only.
 Title 17 of the United States code system defines copyright as a “property right which subsists in the following works: literary, dramatic, musical or artistic works…etc.” it is submitted that such expression is not a definition in strict sense of the term, rather it is an enumeration of the works on which copyright laws are applicable. 

Whale defines copyright as “the exclusive rights conferred up on authors… in respect of their literary, musical, dramatic…etc works to the exclusion of others.” What about his heirs’ or assignee’s right? Cannot we call it copyright? Similarly, other authors, like New City and Polman in defining copyright concentrate on the part only of the economic rights of the author and give title or no attention to the personal rights of the author. 

It has also been defined as “exclusive right to multiply copies of an original work or composition, and consequently preventing others from so doing. But what about the author’s right to do or authorize translation, adoption, performance, recitation, representation delivery in public, to make records, to object derogatory treatment etc.?

As we can see, many of the aforementioned definitions represent different ways of looking at the same thing. Admittedly, copyright is more about the author’s or his assignees exclusive right to dispose of a work in return for remuneration. Nevertheless, it is not all about granting legally protected economic interests up on the proprietor. The special nature of the property urges the law to go further and grant other rights. Particularly, copyright laws accorded personal rights to the author, since the fruit of his mental labour is considered as the expression of his personality. 

Furthermore, the fruit of the human intellect, as noted above, is one type of property. Accordingly, copyright, in essence, is a form or concept of property law that is, in fact, asserted by the conferral of the property right, which he holds. This implies that although the essential concept of copyright is positive, copyright law is in many ways negative. The owner thereof prevents acts not blessed by him. 

For the purpose of things material, copyright may be defined as ‘the bundle of rights, comprising both economical and moral rights which rest in the author of every original literary or artistic work, or his assignees, and enable the proprietor to prevent any unauthorized act against his interest’. Several aspects of this definition call of further comment.
In the first place, it will be noted that a work of ‘authorship’ can be copyrightable if it is an original work. This requirement will be dealt with in detail at a later stage. At present let it suffice to say that a work is ‘original’ where it is not copied from another work.
Secondly, we learn from the definition that copyright subsists in two classes of works only, namely, literary and artistic works. In fact works which are not, in strict sense of terms, literary or artistic, may be objects of copyright. 
Thirdly, it shows that the proprietor of copyright may not necessarily be the author himself. The author may assign his right by contract, or it may be transferred through the operation of law (succession), or judicial decisions. 

Furthermore, it appears from the definition that copyright grants two classes of rights- economic and moral rights. The latter, as will be noted latter, are personal to the author and unique to copyright. 

Finally, the definition dictates us that copyright, as said before, is a negative right. The right, as Copinger and a Scone James expounded, is not so much a right to do something as a right to restrict the doing of acts by another.

3.3 Copyrightable works 

In this sub-topic we will be focusing at the particular subject matters of copyright law in view of identifying the scope of protection. However, prior to indicating those particular copyrightable works it is very important to emphasis on some general points which will definitely serve as a stepping stones. 

At this very outset we have to re-emphasis that copyright protection is not extended to an idea enshrined in a certain copyrightable work. An idea may be expressed in a literature, musical work, film, paintings or etc…The originator of such expressions cannot legally claim monopoly rights on the idea he has emitted in his creative work. Therefore, what the concern of copyright law is the manner of expression and not what is contained in it. For instance, a writer may publish his work on “the virtues of democracy”. In this case, his right of ownership pertains not to the idea of democracy, rather it is limited to his expression of the concept. Therefore, innumerable persons may write, song or make a film on that same idea-the virtues of democracy. They, however, are expected to use their own manner of expression. In any way, he may not stop them from thinking about the said concept and express their thought in their own way. 

Related to this, we have to note that the copyright law protection is not there for the words. Dear learner, I hope you very well know that the words belong to the community; individuals cannot claim private property ownership on them. That is why we do not have words recognized to belong privately to an individual. Apart from the use of words found in a work by others in their own works, copyright laws provide the right to quotation (that is, part of the expression) without the consent of the former owner to the extent the quotation is reasonable in the circumstances. 

When we turn to the specific subject matter provided in our law, we find Art 2(30) defining “work” by way of illustration. It states:- 

“Work” means a production in literary, scientific and artistic fields. It includes in particular 
(a) books, booklets, articles in reviews, and news paper, computer programs 

(b) Speeches, lectures, addresses, sermons, and other oral works;
(c) Dramatic, dramatic-musical works, pantomimes, choreographic works, and other works created for stage  production; 
(d) Musical composition;

(e) Audiovisual works;
(f) Works of architecture; 
(g) Works of drawing, painting, sculpture, engraving, lithography, tapestry, and other works of fine arts;

(h) Photographic works;

(i) Illustration, maps, plans, sketches, and three dimensional works related to geography, topography, architecture or science.

As can be seen from the above list of the legal provision, copyright law’s protection is manly extended for literary works, musical works, films, photographs, and oral works, as well. Computer program is also recognized as a literary work. Though we consume each works in almost our day to day life, because of their scope and nature literary works and computer programmes deserve a special treatment.
In the general category of literary works, various types of works are included. The main components of this domain are books, booklets, newsletters, pamphlets, lectures, speeches and sermons. However, it is good to note that these are not the only items which belong to that big domain. 

A work may also be pre-empted by another work. This means, a certain work may trace its base on a previous work. We call such works derivative works. When such works are produced in accordance with the law and without violating the right of the owner of the former work, the law treats them in the same way it treats the former work. This provided under Article 4 of the copyright proclamation. 

4. Derivative work 

1) The following shall be protected as works: 
a) Translation, adaptation, arrangements and other transformations or modifications of works
b) Collection of works such as encyclopaedia or anthologies or data bases whether in machine readable or other form provided that such collections are original by reason of the selection or arrangement of their contents. 

2) The provision of any work referred in sub Article (1) of this Article shall be without prejudice to any protection of a pre-existing work incorporated in or utilized for making of such a work.
The above mentioned derivate works are put on a par with the primary works. This arrangement of the law entitles a person to publish, for instance, musical works of different persons in a collection form, of course without prejudicing their legitimate interest. In the protection of such works, the law demands some sort of creativity which may be expressed by the selection or arrangement of such works. In the aforementioned legal provision “data base” is made to refer to an aggregate of information, articles, numerical or diagrams which is systematically construed so that such information can be searched for with the aid of a computer. Here again, as implied by the phrase “… systematically construed…” in order to qualify for copyright protection, such works should reflect mental labour and skill in the choice and arrangement of the information, articles, numerical or diagrams. 

As we noted here-in-before, the ambit of copyright protection is not confined to works expressed in written form. Our copyright law goes beyond protecting works produced in written form and extends its protection to various types of oral works. Lectures, speeches and sermons are no less ‘works’ in the sense the term is used through out the proclamation. 

At this juncture, it is important to note that the law does not exhaustively enumerate the proper subject matters. The phrase, “… it includes in particular…” makes the point that the category of works protected is never closed. In other words, it is safe to say that the boundaries of copyright protection, in subject matter wise, are not fixed by the law, therefore, ‘works’ that are not named in the list, or new forms of works derived from new technological advancements will be fully protected if they satisfy the general criteria set by law. 

Before closing this sub-topic, it is important to re-emphasis the fact copyright protection goes along with technological advancement. This may be best explained by the protection accorded to computer programmes. Such works were not recognized as copyrightable works during the promulgation of the civil code and its contemporaries. But, nowadays, it has got a very wide acceptance that computer programs have sufficient originality and are work of authorship to be copyrightable. 

Dear learner, don’t you think that computer programs have more proximity to ‘technological invention’ than they have to literary and artistic works? And, of that is so, why the protection is not accorded by the patent law instead of copyright law? 

Despite the contest with respect to the belongingness of computer programs, framers of international conventions and domestic law makers, including ours, are convinced that such works best fit to the domain of literary works. This view has also managed to win the support of some writers in the field. To mention, but one, let us see what Alan Latman and Robert A-Gorman have provided in their book entitled “copyright for the eighties”:- 
Computer programs are a form of writing… the institution that make up a program may be read, understood, and followed by a human being.
In view of their importance, some form of protection is necessary to encourage the creation and broad distribution of such works. Due to their nature, therefore, copyright law is found to be more suitable.
As noted before, every piece of work which belongs to the aforementioned domains is not eligible for the legal protection. A work must be qualified enough to deserve the legal protection. When can we say that a work is eligible for copyright protection? This is discussed in what follows. 

3.4 The prerequisites for the subsistence of copyright protection 

We said that, the mere fact that a work falls in the categories mentioned above, does not, in itself, mean that the work is qualified for the subsistence of copyright protection. And, therefore, not every ‘author’ is entitled to the rights granted by copyright laws. Copyright, being a statutory grant may be obtained up on fulfilment of the terms and conditions envisaged by the law. That being the case, we now turn to the hurdles that a given work of authorship must get over to successfully claim copyright protection under the Ethiopian copyright law. Art 6 of our copyright law provides what follows;

            6. Requirements for protection 
1) The author of a work shall, irrespective of the quality of the work and the purpose for which the work may have been created, be entitled to protection, for his work without any formality and up on creation where it is
   a. original, and 
    b. fixed 
 2) Photographic works, in addition to the requirements laid down in sub-article(1) of this Article, shall be protected where they;
    a. form part of a collection or are published in a book for or; 
     b. bear the name and address of the author or his agent. 
3) The protection afforded by sub-Article (1) of this Article to the author of a work shall not be affected by any right accruing to a sound producer or broadcaster or a performer under this proclamation.
These are the qualifications directly claimed by the copyright law for the exertion of its safeguard. Let us break down the elements and try to see what in them.

3.4.1 Originality 
What is to be an original? No doubt, it is not the idea. We have emphasized that it is the bedrock principle of copyright law that it protects not ideas but the expression of thought in which the works is clothed. It means, and naturally follows, that a work is protected not because it contains new ideas but because of its new form of expression. At any rate, the novelty of the idea is to be disregarded. 

Moreover, we have note that the requirement of originality does not mean creation of the expression for the first time. It is submitted that the criterion of creation does not balance with the principle of originality and novelty. In relation to this, Jermy Philips, Jurie, and Irn Kares in their book entitled ‘Whale on copyright’ stated what follows:- 

                  “In creating a given work, one starts by formulating a concept. Then goes on to select the modes of presentation, the arrangement or what is commonly referred to as plan, finally, he chooses the   words, phrases, which would express his desires, feelings and objectives. 

One thing extracting from this is that for a work to be a ‘creation’ the idea must come for the first time (see the underlined phrases). This would, all in all, defeat the purpose of copyright law as it brings the concept of novelty of ideas. As we indicated it for the purpose of copyright, a work is original in that originality pertains to the manner of expression. For, this approach is much simpler and in line with the rationale of copyright. 
                      What counts as original?
Title 17 of United States code service lawyers’ edition responds for this question in the following manner; 

 A work, in order to be copyrightable, must be original in the sense that the author has created it by his own skill, labour and judgment, without directly copying or evasively emitting the work of another.
As will be noted at a later stage, the copyright owner is bestowed with the bundles of exclusive rights. That much protection cannot be accorded to someone for a work on the making of which he has not sweated, simply a copyist. 

Dear learner, the above mentioned explanation, should not mislead you to rush to the conclusion that physical labouring is what originality comprises. Such generalization is an outcome of a hasty understanding. To be an original work, it must unite or reflect with it the personality of the author. One statement says it all: 

                            “Originality is absence of copying” 
Squeezed from this statement is, if two works, though practically it is hardly possible, however identical, developed by two authors, one absolutely unaware of the existence of the other, both will successfully acquire copyright. Even where the second author is aware of the existence of the first work and had the access to the work of the first author, he may escape liability where he can successfully show that he has not copied it from the pre-existing work. This means that originality means, in many cases, not more that the author can truthfully say, “this is all my own work”. Alan T. Dworkin, in his admitting similarity is only natural, points out: 

“… Similarity might result from the fact that two works deal the same subject matter or have the same common source, but if each product is independently developed neither will be denied a valid copyright. 

Since copyright law promotes independent efforts, similarity as between two works cannot take away the protection of the work, which is later in time. This basic notion of copyright laws has been well understood by the Ethiopian judges as reflected in the judgment given in those few cases that our courts have entertained. In the case between Alemayehu Fanta and Alemayehu Eshete & others, the learned judge, declaring two similar works copyrightable, went on to say that both had their source (base) from traditional sources. This implies that two authors may use similar information or be inspired by same source and produce almost identical works. 

It does not matter if ideas are identical under any circumstance, nor does it matter if expressions are identical fortuitously. In other words, moment of publication is not an element for the subsistence of copyright protection. 
Dear learner, what do you think the rationale behind this stand? Why should not we discourage concentration of works on a single topic? Once a person produced a certain work why do not we stop any latter comers? 

A given work, because it come out earlier, cannot claim preference over a latter work as Peter J. Groves nicely wrote in his book entitled “intellectual property law” as follows;
If an author for the purpose of copyright must not draw on the stock of knowledge which is common to himself and others who are students of the same branch of learning, only those historians who discovered fresh historical facts could acquire copyright for their works. 

Since freedom of thought and expressions are constitutionally guaranteed rights of individuals, it should be fair and logical not to recognize individuals claims for monopoly right on ideas and manners of expression. In other words, the tolerance for similarities has constitutional backups. 
Dear learner, having said this much, what can we stipulate in the form of conclusion?

Undeniably, we can say that the “originality” required of a given work is only minimal. The law does not want to see an original thought, nor original findings of a research. For, as noted before, originality does not mean complete novelty of the ideas. Equally important, it is good to realize that for a work to be legible for copyright protection there should not be a mere trivial alteration of words that did not reflect creative thinking, if originality is sought. As to how to decide whether two similar works both trigger protection, the determination on variation is so much so that noticeable by an ordinary attentive reader or observer and in some serious instances expert testimony may be demanded.           

You have to note also that the criterion of originality is common to the entire copyrightable works and its essence remains unchanged although its manifestation fluctuates with the type of the intellectual property involved. Moreover, as it is clearly stipulated under Art 6(2) (a) & (b), photographic works, in addition to originality, to qualify for legal protection must appear either in a collection form or bear the name and address of the author or his agent.

Now, it is time to consider how originality is appreciated in our courts as manifested by in certain court litigation. (Translation ours)
Date 16/8/65 

R/ID No 350/64 

Judges: Ato Abebe Werkie

             Ato Demese Yadeta 

             Ato Kesete Zera

Plaintiff: Ato Alemayehu Fanta

Defendants: (1) Ato Alemayehu Esheta

                    (2) Ato Ameha Esheta

                                                         Ruling 
In a statement of claim dated 1/2/64 the plaintiff propounded his plaint as ‘I, on my pastime, wrote the lyrics and composed the music of my song “Addis Ababa Betua “–literally, Addis Ababa her home-and made it heard and seen by the public via TV and radio broadcast, also, I have also staged it at many occasions of public gatherings. The lyric was awarded a pass over visa after it was testified of fulfilling the provisions of the censorship division of the MOF of the Ethiopian kingdom. I toiled a lot of effort on the song: Wrote the lyrics, polished the melody, and composed the music-with instruments such as drum, ‘Masinko’  ‘Kirar’ and ‘Washint’. The song is an original work of my intellect and in recognition to that the NSRE remunerated me a commission and broadcasted the song on its program to public listening. With my own approval, ETV welcomed it for public display.

‘However, my incorporeal right on the song was infringed by the defendants, the 1st by playing the song and the second by disc recording and selling the public the reproduction of the song. In doing so, the defendants undeservedly benefited a birr amount of 6000 as per the rulings of the customs authority estimate and also I here by claimed a restitution amount of birr 1000 over the defendants for the moral damage they made me suffer! For the undeserved benefit they amassed and for the reputation I would not lose, if it were not for their action.

Thereto the plaintiff, through his attorney, demanded the defendants:- 

1. To redeem him with the money amount of restitution he hinted out above  

2. to abstain from infringing his copyright 

3. To refund him for losses and expenses incurred for court proceedings.  

The plaintiff pointed out Art 1447-48, 1652-53, and 2121 of the Civil Code with the presumption to support his cause.

The trial held on 15/8/65 was presented the defence of the 1st defendant. He, confessing his not playing of and getting money thereof from the alleged song, said, ‘where as the song in question is entitled “Addis Ababa Betua”- literally, Addis Ababa her home- I have a song of my own known as “Addis Ababa Bete” literally, Addis Ababa my home- whose melody quite different, and the lyrics written solely by myself. As to the plaintiff’s song, save the verses, its melody is not the plaintiff’s work of intellect; in fact, the melody is none unknown to earth as it is edifice on the grounds of the cultural style “Ado Keberaw.” The “Ado keberaw” is just its ancestor; even the music was composed by a person otherthan the plaintiff. To make it clearer, there is a difference however between the two songs, mine and his. That even if both are combed and rooted in the cultural “Ado keberaw” rhythm, the former is an improvise version modern stuff, where as the latter knows no nonsense of that; it is an identical twin of the “Ado Keberaw” with no compromise with modernity.

‘If it were about fulfilling the provisions under Art 1647 of Civil Code, then the plaintiff would not dare claiming an incorporeal right on the song; if any alright claim is to be made by the plaintiff, it is perhaps what he has by Art 1649 of the  Civil Code which, in fact, is not infringed by the defendant.’ In conclusion, the 1st defendant suggested for the cancellation of the application by appealing to the evidences he counted. And for the court’s otherwise ruling, if any to be declared, he called on to the court to provide  necessary evidences of his accusation so that he would debate on the amount of restitution 

Pleading of his recording, reproducing and selling of the song, the 2nd defendant but ascribed his doing of so to the agreement he reached with the 1st defendant and Ato Girma Beyene both of whom he called in to bearing testimony.

Decision on the responsibility of the 2nd defendant was suspended until later for our consideration of it amounted to the truthfulness of the plaintiff’s claiming it would be evaluated if and only if the complaint of the prosecutor is obtained aright; if not no.

There in after we examined the 1st defendant’s answer in order for seeing whether the accused infringed the plaintiff’s incorporeal right by playing the latter’s song, we primarily referred to the Civil Code Art 1648/1/ which shows the works that are copyrightable. As provided under Art 1647/1/ of the same code the ownership right for an artistic work is recognized. 

And thereto the person in question is required to bring necessary evidences in favor of his claim as implied by Art. 1666. 

To begin with, the 1st prerequisite for proclaiming the claim as appropriate is what is prescribed under Art 1647/1/: Is the first releaser of  “Addis Ababa Bete”, the song played by Ato Alemayehu Eshete, the plaintiff? We proceeded into inquiring whether this is true in Ato Alemayehu Fanta’s case. As was explained in the foregoing section “Addis Ababa Bete” is the label of Ato Alemayehu Esheta’s song (lyrics) while “Addis Ababa Betua” in their chorus, even in whose case differences are conspicuous, possessed nothing in common. As to their what about, both lyricist are  consumed with ‘love’ affairs, albeit the former is obsessed with ‘aspirations’ and ‘wishes;’ on the other hand, the plaintiff’s seemed to be sentimental of ‘nostalgic’ feelings.

Concerning the words “Bete” and Betua” both words are very common place and ordinary, hence, they cannot be trusted to find in them who the lyricist. The ideas conveyed by the two songs are found to shard nothing in common.

The defendant, on the other hand, admitted the evidence counted by the plaintiff regarding the melody of the song, and demanded ruling as per that. The plaintiff’s evidence regarding the melody was the testimonial given by an enterprise’s music department head and other music experts.

The 1st testimonial set forth by Ato Tsegaye Debalka read ‘the plaintiff’s song is rooted and propagated in the traditional melody style and got a monotonously streaming rhythm; the music of which is concerned with home instruments. On the counter wise, the defendant’s song, apart from the cultural mix, got two anew melody tones.’

The other opinion given by experts judged Ato Alemayehu Fanta’s song as a kind of cultural play with a single, mutinously flowing moldy; and Ato Alemayehu 
Eshete’s was evaluated as having the same cultural root as Ato Alemayehu Fanta’s but an upgraded modern style, whose deliverance more delicate, and passing unique opening, separating, and concluding rhythms mixed with the cultural mode.

Both sides accepted the opinions of the experts without defiance about their expertise. Therefore, their testimonials would be taken in to account in trying the case: that of the first expert’s opinion appraised Ato Alemayehu Fanta’s song as a unique one-beat melody and Ato Alemayehu Esheta’s one mixed with cultural style which is adorned with a due of modern beats. The other experts spelled Ato Alemayehu Fanta’s song out as one with unique deliverance and tune in additions to a nonbearing melody style.

It was not able to say, owing to the aforementioned reasons, the lyrics of “Addis Ababa Bete” were written by Ato Alemayehu Fanta. And its melody, even if mixed with the same cultural style as Ato alemayehu Fanta’s song, was transformed in to a modern facet whereby it set itself as different and apart from the plaintiff’s song. Then it can’t be argued that the literary work played by the defendant is Ato Alemayehu Fanta’s work of intellect. 

Copyright ownership, emanating from Art 1648 of the Civil Code, in order to be granted to a releaser of literary work, the person in question is expected to satisfy the provisions stated under Art 1647 of the same. Ato Alemayehu Fanta did not come to that expectation and so they cannot be said pirated of his work by the defendant. Ato Alemayehu Eshete’s song was neither released nor authored by the plaintiff. 

If we concede, just for the consumption of debate, that Ato Alemayehu Fanta released the song on account of his delivering of the play to public through different mediums, we might thereby provoke exacerbated debate. Yet ruling would be enacted based exclusively on the preceding points that we back rather quit this last scenario.
Dear learner, what have you grasped from this court case? Discuss on the rulings of the court with your colleagues
3.4.2 Fixation

As can be seen from Art 6(2) of the copyright protection, a copyrightable work in order to be eligible for the subsistence of the legal protection, in addition to originality, it must be reduced in some tangible form. That is what we call fixation or tangibility. In general, the requirement that a work must exist in a tangible or an objective form means that the work may be perceived and reproduced by third parties. Consequently, the literary work must exist in written form, the musical work recorded, the film captured, etc.

 Some people, however, forward strong arguments against this requirement. Similarly, the world is not in agreement with respect to this legal prerequisite. In our globe, different counties follow different approaches.
 In all Anglo-Saxon jurisdictions fixation or Tangibility is crucial. It is good to note that fixation is not a requirement in most continental European jurisdictions. I hope you very well know that we belong to the continental legal system. From this it follows that even if everything is not expected to be identical in all countries which belong to this domain, the countries have many things in common, than differences. That is what made them to belong to a single domain. Therefore, any deviation from the norm of the category is, logically, expected to be backed by a strong rationality.
 Dear colleague, can you see any rationality which justifies the deviation made by our law? Or do you think that we need to have the requirement in our law? Before taking a look in to what is provided here-in-under, you are kindly requested to be honest to discuss the matter with your colleagues? Does it now, please!

Undeniably, as emphasized before, copyright is a protection against deliberate copying. So a work in mind is not object of copyright law. How can a work in mind be carbon copied? Therefore, it will not be logical to say that a manner of expression which is still in the mind of its author deserves legal protection. This, however, by no means imply that a work of authorship is complete only when fixed on a material thing. In this regard, M.A khan said what follows;
A work can be complete whilst on the mind of the author--- a poet may recite his poetry without having written anything down before hand. The work is an intellectual creation not a material thing. 

This implies that external work of a person may resemble work of another person in mind, i.e. a work that is not fixed in a material form. This is mainly because of the plain fact that a work in mind, that is performed orally, is no less susceptible to copyright violation. Especially, in our country, where there is an old aged tradition of oral recitation of a poem by the name “menebaneb”, a work may be produced prior to its fixation. Such works are vulnerable enough to trigger legal protection. A pirate does not always want to see words on a paper.

What we have to emphasise is that the gist of the copyright protection is the “creativity” enshrined in the material object (the book, or cassettes) and not for the material object itself. This makes the logicality of the requirement questionable. If at all the copyright law is there to encourage creativity, and protect the same, works that are not reduced to tangible form, but made vulnerable to copyright violation because of their being performed at public, do deserve legal protection.

Moreover, as we indicated here-in-before, Art 2(30) (b) recognizes speeches, lectures, addresses, sermons and other oral works as copyrightable works. Such works are, definitely, presented to the public not in a written form. This means that in Ethiopia a lecture given without script is no less a “work”. What makes such works different from an ordinary literary work is their content or the purpose why they are created for. If that is so, do not you think that this will contradict with the proviso of Art 6(1) which says ;

“… the author of a work shall, irrespective of the quality of the  work and the purpose for which the work may have been created, be entitled to protection, for his work without any formality and upon creation…..”. 
The contradiction tightens when we look in to the Amharic version of the aforementioned legal provision which provides what follows;
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Therefore, unless we award the legal protection at the very moment such works are made vulnerable to violation; we are introducing “content” of the work as a requirement which is against the spirit and clear terms of our copyright law. And also, as will be noted at a later stage, it paves the way for erosion of the constitutional freedom of expression by introducing censorship. 

During the deliberations on the draft copyright proclamation of ours, as the writer of this module managed to witness, there had been hot debates about the logicality of this requirements. The justification forwarded for the incorporation of this requirement is that it creates difficulty in the production of evidence to identify who the author really is. And this, according to the supporter of this view, adds the burdens of the court. Dear distance learner, do you think this is a sound argument?
 As you and I know, introducing evidences and there by satisfying the court is a task left for contesting parties, and not for the court. It is a deep rooted evidence law rule that a person who claims the existence of a fact or a legally established right is expected to prove it to the satisfaction of the court. If a person can produce proof of his authorship upon the work concerned, do you see any earthly reason to deprive him of the exclusive right to an author? Why don’t we give a chance for the person, say, for instance who recited his poem orally with the burden of proof? 

In general, as copyright law is an intellectual property law, its concern is the ‘work of the intellect’, and not the material object. On top of this we just said that the work may be complete while it is in the mind of its author. This being the case, why we wait for the moment of the materialization to come?

Moreover, though copyright violators do not have a direct access to the mind of the author, nothing will stop them once the work is dispatched. For various reasons, works may be performed at public places, before the moment they get the blessing of being reduced in some tangible form. This makes them no less susceptible to piracy. And, therefore, if we have to discourage pirates and promote authors, moment of vulnerability to violation should be the water shade between the protection and its denial on prematurity. 

Nonetheless, though we raised the issue as an item of academic discussion, we have to use it as a requirement since it is an overt request of the law. Therefore, we have to implement it as it is, in fact, waiting for the moment of its amendment to come. What do you think dear distance learner?
3.4.3 Contents of the Work   
It is natural to ask whether factors like “immorality” or “illegality” of the contents of the work have material impact on the subsistence of copyright protection. Dear distance learner, do you think that a certain work, in order to qualify for the legal safeguard, should have some “positive” contribution to the public at large? What if the work instigates the public for violations of peace and order? Or what if it contradicts with the society’s moral values? Or what if insults the constitution? Or what if it discredits a certain religion or ethnic group? Or what if it ridicules a higher public official?

Dear colleague, as the words of Art 6(1), a work cannot be denied copyright protection simply because it features immorality or illegality. This is implied, as we noted, by the term the phrase”… irrespective the quality of the work and the purpose for which the work may have been created…” Therefore, no matter how immoral or illegal its content may be, a work is protected up on the satisfaction of the other legal requirements. 
In other words, a work that has a tendency to corrupt moral or even a work the contents of which militate against the clear terms of valid laws of the country are objects of copyright laws. That means they are within the ambit of the copyright protection. What do you think the rationale behind this stand of our law?

One of the main reasons which backed up this position is attached to the natural right which accords the freedom of thought and expression. If the content of a work is to be examined, it is submitted that it erodes the aforementioned paradigms of human right. To take content of the work as a material factor in the protection works of authorship, apart from limiting the scope of creativity, will restrains individuals from expressing what they really feel about some sensitive concerns of the society. And it will, unavoidably, re-introduce the notion of censorship. In such a case, the most determinant factor for the flourshiment of creativity is not the author rather it would be the examining individual or group. Dear learner, you and I know that such arrangement is undesirable, to a great extent, in democratic countries which claim to be committed for the preservation of, among other things, freedom of though and expression. Thus, it is unthinkable to have it in such jurisdictions. 
The other ground traces its base on the nature of the criterion itself. The measurability of values like morality and importance are extremely subjective. Thus, no common ground may be upheld on a single work. If at all content of the work is to be examined issues like “who should evaluate it?” and “on what standards should it be evaluated?” will remain unresolved. For instance a work which is immoral in the eyes of one examiner may be found to be morally perfect for the others. Such subjective decisions are highly influenced by the examiners background, personal exposure, level of understanding, perception of morality, personal philosophy, ideology, political inclination, religion and other related factors which affect personal judgments on values. 

Moreover, such values are not static; rather they are ever changing, of course, through time. For instance, a work which satisfies the requirements of the law and morality may at a certain future time, contradict with either or both of the two values. In contrary, what is immoral and illegal for the current generation, may not be so to the coming generation. Therefore, a person who had considered a type of works as a morally perfect work may, as time passes, treat that same work as a morally wrong one.

 Equally true, as morality is greatly attached to the cultural views and philosophy of the place where it is questioned, the place where content of the work is determined is also going to be another decisive factor if content is to be taken into account for copyright protection’s subsistence. This is more so in Ethiopia where we have various nations and nationality which basically differ in their cultural views. Obviously, an expression which is normal and commonly used in the Eastern part of the country may be found to be an extremely condemned taboo in the North. 

Generally, if content of the work were provided as a requirement to quality for copyright protection, a common stand which will satisfy all of us, in all moments and at all times would hardly possible to exist. That is why it is ousted from our copyright law. 

The other point that must be re-emphasised at this stage is that copyright protection is extended just for the manner in which the author expressed his ideas or the information he wants to disseminate or communicate, and not for the ideas or information’s themselves. Undeniably, content has everything to do with the idea or information that the work embodies. That is, partly, why content is not the concern of the copyright law’s protection. 

Nonetheless, even if the copyright law awards protection even for a person who produced and distributes indecent or obscene works, the criminal law penalizes anyone who makes, distributes or circulates or offers for sale of indecent or obscene materials. Such penalty may even be extended to the forfeiture and destruction of the incriminating material. This erodes the practical implementation of the avoidance of content as a prerequisite for protection. In other words, the author of such works will be incriminated because of his creative involvement. 

Dear colleague, can there be any explanation imply the consistency of protection disregarding content of a work and incrimination based on content? 

As noted before, copyright, as a property right is an exclusive right to its holder. The opposite of it implies that others can duplicate and sale a work without liability of any kind. This is not the case with immoral or illegal works; we cannot say that such works are not copyrightable in the sense that it belongs to the public domain or a work which belongs to no individual person. 

As will be noted at a later stage in this material, after the expiry of the duration of copyright protection, it will no more be a personal property with its exclusive sense. The beneficiary of the copyright protection, in such cases cannot stop others from using or exploiting the work. The situation in case of immoral or indecent works is quite different in that such works are no less copyrightable. However, practically speaking it is hard to imagine the exercise of the right of ownership with respect to these sorts of works. 
By its very nature, copyright is not a right the existence and preservation of which is claimed in the form of recognition; rather it is a negative right, which is, raised in moments of violations praying for protection. And, since the making, distributing… of such work is illegal in itself, no one is, logically, expected to appear before courts in moments of violations claiming for legal remedies against the infringing acts. You know why? Primarily, since such acts are being made criminal acts, appearing before a court room will be exposing oneself for the public prosecutor where the latter has not yet have the author apprehended for his criminal act.
 Even where the author is courageous enough to face what such appearances costs him in the face of the public prosecutor, the stand taken by the criminal law may totally take away the potential benefits that may accrue for the author. This is mainly because the court which is requested to stop the alleged violation, should not lend its hand for ‘criminals’ by allowing them to benefit from their ‘wrongful’ acts. This goes in line with the principle which says “no one should benefit from his wrong doing”. In the case at hand what is wrong is to be against the criminal law. The court, a responsible organ for the observance of laws may even order the destruction of copies of such works and also send the authors to jail. In such a case, destruction of the works will be a total blanket against all potential benefits that the author may come across.
 All told, although the copyright law protects such works, the author will not take his case to court, for fear that he would be imprisoned and the work will be totally destroyed. However, at such expenses, if an author dares to institute his actions to a court the most he can secure is that he can stop others from swallowing benefits that accrue from his work.

To sum up, at least theoretically, content of the work does not count for the legal protection. This is because, as we said it before, it contradicts with the gist of copyright law’s protection, constitutional principles, and the subjective nature of the criterion which erodes its amicability for a uniform assessment. The avoidance of content from being a material factor is however being eroded from the ambit of its practical implementation because of the punishment enshrined in the penal code. 

Before winding up of this section, it is good to note that, as it will be best explained at a later stage in this material, official texts of legal nature are excluded from the ambit of copyright protection. The main reason for this is, obviously, the content of such works. They are denied of the protection because of their merit or purpose. This situation takes us to the conclusion that even if its content is not a prerequisite for copyright’s legal protection, it may be a ground for exclusion from the excluded domain. 
3.4.4 Publication     

Dear learner, allow me to ask you a question. It is overt that in your law school stay you have been submitting to the faculty written works both in a form of assignments and exams. Pardon me to assume that you have never published any of them. This is to mean that you have never reproduced it and distribute it to the public in reasonable extent. Do you think you are entitled to claim copyright ownership on such works of yours which are not blessed for publication? Do you think it would be an infringing act if the instructor to whom you submitted your work published your work in itself or along with other works in his own name but without your prior consent?

 If your answers for the above questions are in the affirmative, you are well acquainted with the content and spirit of the law.
 In almost all countries, including ours, the principle is that publication is not a requirement for qualification of copyright protection. The main reason behind this stand of copyright laws traces its base on practical realities. An author may postpone the date of publication of his work with the view of having further improvements on it. Experience has dictated us that in the mean time the work may get the hand of violators and be published by the latter against the interest of the author. Had the date of publication been another base for copyright protection, the originator of the work would have no remedy and the trespasser would have a chance to swallow the fruit of the author’s intellectual labour. Thanks to our law that the latter would be liable for his act unless he can show an assailable right. In fact, happily, it is not suspiring to see a law, which claims to promote creativity, avoiding publication from being a requirement for copyright protection. This is mainly because of the fact that the work need not to wait for its moment of publication, to become a complete creative work. 

However, it is wise to note that this is just the principle. Therefore, as the many principles, it has its own exceptions which work in contrary situations. This is more so in our copyright proclamation when it comes to photographic works. As it is indicated before, Art. 6(2) provides, as an alternative to bearing the name and address of the author or his agent, that photographic works, in order to qualify for the legal protection, are required to form part of a collection or are to be published in a book form. Thus, for such works publication may become a material factor, in addition to originality and fixation, for the subsistence for the subsistence of copyright safeguard. 
3.4.5. Registration 
Apart from publication, a question that must be addressed is whether the author or his transferee is legally required to have his work registered in his own name in a concerned public office. 

In some countries, with the view of reducing the burden of proof, registration is made a prerequisite for copy right protection. In our country, on the other hand, formal requirements like registration are alien.  This means that an author is not expected to get the blessing of government officials to secure his right of ownership on copyrightable works.

Dear distance learner, I hope you have grasped what the conditions of copyright protection are. By way of closing this section, suffice it to say that a work which is original and being reduced into some tangible form, becomes automatically copyrightable. Originality and fixation are at the heart of recognition of the rights of the author. And, the term “created,” in Art 6(1) of our copyright protection, connotes that mere physical labouring is far from being enough to qualify a work an original. Therefore, something of unique personality must be reflected in a work to label it as a product of its author’s intellect. At this juncture, too, it is good to re-emphasise the fact that copyright protection is limited by time. Dear learner, we noted that actions against copyright violations can be instituted only so far as the duration of the safeguard has not lapsed.

It naturally follows that a work which satisfies the above-mentioned legal requirements is copyrightable only during the time frame-work provided by the copyright proclamation. This reminds us that whenever we come across with disputes involving copyright interests, we need to check whether the work is still accorded with the legal protection. From this we may conclude that, in a way, duration of the legal protection may be taken as a perquisite for the subsistence of copyright.

What about the place of publication of the work or the nationality of the author? Should such elements be taken in to account for the extension of the legal protection of copyright laws? These will be the next points of discussion. 
3.5 Works of Foreign Origin 


It is not that difficult to notice the fact that some works happen not to be pure domestic works. This occurs because of an attachment of a work with more than a single country. Such involvement of interests of more than one state may be approached from three perspectives considering:-
(1) Works produced in Ethiopia by foreign nationals;
(2) Works produced abroad by foreign nationals; and 
(3) Works produced abroad by Ethiopian nationals

The settlement of such issues traces its base on the importance of nationality and place of publication in the copyright protection.

Primarily, it will be safe to address the question “whether the Ethiopian copyright law is available for everyone- national or not. Dear learner, do you think that foreign nationals are subjects of Ethiopian copyright law? 

In order for one to be able to claim a right and enforce it through the appropriate legal machinery in the extent of breach, the right must be recognized by law as it belongs to that person. This is basically because, it is in the business of every country’s domestic law to identify its subjects, that is, to whom it confers rights and imposes duties. Now we are faced with the task of establishing the proper subjects of Ethiopian copyright law.  

It is not uncommon to see legislations identifying their subjects in their preamble and/or dedicating independent provisions to that effect. For instance, our civil code, in its preamble makes it clear that the code came out with Ethiopians subjects in mind. All from the beginning to the end of the preambular paragraphs, it is only Ethiopians that are referred to as the subjects of the law. So, unless otherwise stated, the law has as its subjects- Ethiopians and only Ethiopians. In other words, according to the civil code’s arrangement, foreigners cannot claim a right without contrary stipulations. 
One such contrary statement is Art 389 (1) of the code. It assimilates foreigners to Ethiopians as regards to the enjoyment and exercise of civil rights. Sub-article two of the same provides restrictions on foreigner’s involvement in the administration and governance of the country. The aforementioned legal provision states:-

Art: 389. Assimilation to Ethiopians 
(a) Foreigners shall be fully assimilated to Ethiopian subjects as regards the enjoyment and exercise of civil rights.
(b) All rights the exercise of which does not imply any Participation in the government or administration of the country shall be considered to be civil rights.
(c) Nothing in this article shall affect such special conditions as may be prescribed regarding the slanting to a foreigner of a permit to work in Ethiopia. 

It follows that with the exception to playing a role in the government of administration of the country, foreigners are on the same level of ladder with Ethiopians. Copyright is such a right per Art 389 (2) since it does not imply participation in the administration and governance of the country. Nor does it fall under the umbrella of any restriction there under. So it stands to say that, according to the provisions of the civil code, in Ethiopian territory both Ethiopians and foreigners stand on a par and thereby treated alike in so far as rights like copyright are concerned.

The relevant provisions of the civil code have failed to indicate the material importance of place of publication for the subsistence of copyright protection. Discriminatory treatment based on place of publication of the involved work without a clear stipulation was found to be unreasonable. This issue had been one of the bones of contentions while the relevant provisions of the civil code were under promulgation. 

From the above mentioned facts, we learn that, in the regime of the civil code, since place of publication and nationality of the author were not requirements for the subsistence of copyright protection in Ethiopia, there was no need to distinguish works produced abroad and within the Ethiopian territory, or to identify whether works are produced by nationals or foreigners The current copyright law, on the other hand, has come up with a different stand. Let us see what is provided under Art 3 of our copyright proclamation:- 
   3. Scope of Application 

(1) The provisions of this proclamation  concerning the protection of works shall apply to:
a) works of authors who are nationals of,  or have their principal residence in Ethiopia, 

b) works first published in Ethiopia and works first published abroad and also published in Ethiopia within 30 days, irrespective of the nationality or residence of their authors;

c) Audiovisual the producer of which has his head quarters or   principal residence in Ethiopia; and
d) Works of architecture erected in Ethiopia and other artistic works incorporated in a building or other structure located in Ethiopia. 
2. The provisions of this proclamation shall also apply to works that are eligible for protection in Ethiopia by virtue of and in accordance with any international convention or other international agreement to which Ethiopia is a party. 
The provisions of the aforementioned legal article dictate us that now, even in our country, nationality and place of publication have become material factors in the subsistence of copyright protection. Therefore, in order to claim for the legal protection of the copyright proclamation, either the author is to be an Ethiopian national or he must be one a person who has established his principal residence in Ethiopia where he happened to be a foreign national. In these two cases, some argue that we do not have to bother about the place of publication of the work concerned. In whatever part of our world they are published, works of persons with such status are legally protected within the Ethiopian territory. On the other extreme, others argue that, with a huge tone of public interest, the law wants to promote domestic publication and therefore we do not have to extend legal protection for those works which are published abroad only even if their authors are Ethiopian nationals or residents. What do you say on this?
In the absence of the above-mentioned two legal statuses, legal protection will be accorded if the work is published here in Ethiopia. Indeed, that publication may be either first publication or publication made within a month after its first publication in a foreign territory with respect to audiovisual works, however, the existence of head quarter of the publishing company or the principal residence of their producer is regarded as a sufficient contact to justify the legal protection. The rationale behind such exception a treatments is so obvious. No doubt, we have to promote foreign nationals and residents who have taken the “trouble” of publishing their work in our territory. In view of the fact that they have taken commercial risks and with the logical presumption that they have relied on our legal system, the protection accorded to these people cannot reasonably be contested. 
Dear learner, by the way, what is meant by publication within the context of the proclamation? Publication, as indicated in article 2(22), refers to as the making the work available to the public in a reasonable quantity for sale, rental, public lending or for other transfer of ownership or possession of the copies. From this we may concluded that publication is different from printing; rather, it pertains to the distribution of the work to the public. Therefore, no matter where the work is printed, if it is made available to Ethiopian consumers, the work deserves legal protection.   

Another exceptional stipulation is provided for works incorporated in architectures or other buildings erected in Ethiopia. By virtue of Are 3(1) (d), such works are protected by our law without taking into account the nationality of their respective author or the place they are produced. This is the consequence of the immobility nature of the materials which embody the creative works. Undeniably, in such circumstances, it is logical to take situs as an adequate contract to trigger the legal protection. 

The above mentioned scope of our copyright law may be widened by international conventions or agreements to which Ethiopia is a signatory. Therefore, in the determination of the copyright ability of works which do not have direct contracts with Ethiopia, it is necessary to consult international instruments that can bind Ethiopia as a member state. For instance, since Ethiopia is a member of the World Intellectual Property Office, it is unavoidable to accord the legal protection for works which are recognized to deserve the protection as per either the establishing instrument of the organization or other agreements binding on the country and being administered by the said office.

In sum, in the regime of the copyright law of Ethiopia factors like nationality, residence, headquarter, situs, and provisions of binding international instruments are decisive conditions for the subsistence of copyright protection. Let us, now, wind of up this section with the promise to explain the scope of protection of our law with respect to neighbouring rights in its appropriate place.

3.6 Works Excluded 

It is clear from the foregoing detailed account that works of authorship, original in nature and reduced in some tangible form, are legally protectable so far as they remain within the scope of the application of the copyright law. However, there are few kinds of works that are made to remain outside the ambit of the copyright law in spite of the fact that they perfectly satisfy the entire legal requirements necessary for the protection. Some argue that the law has not denied the fact that at least some of them are works like the copyrightable ones. Such recognition is manifested by the express exclusion made by the proclamation itself. Had it not considered them as works, there would not have been a need to mention their exclusion in an unexpressed manner, for they would already be outside the domain of copyrightable works.
On the other hand, others contend that the mentioned items are not copyrightable by their nature. According to these people, the sole purpose of the provision of the law is making things clear or avoiding potential confusions. For whatever purpose it may be the law has expressed its stand. Art 5 of the proclamation provides the following:-


5. Subject matter not protected 

Notwithstanding the provisions of Articles 2,3 and 4 of this Proclamation the following matters shall not be protected; 

 a) Any idea, procedures, system, method of operation, concept, formula, numerical tables and forms of general use, principle, discovery or mere data, even it expressed, described, explained   , illustrated or embodied in a work; and 

b) Any official text of a legislative or of legal nature, as well as official translations thereof, 

With respect to the items specified under sub-article one of this provision, we have been emphasizing that, since copyright protection is there not for what is expressed in a copyrightable manner, rather it is dedicated for the expression itself, they are outside the ambit of copyright protection. We said that there is no monopoly of ideas. We have also noted that originality is in the heart of the recognition of a copyrightable work. And admittedly, no one may claim originality as to facts. For, one may “discover” and not “originate” facts, as they are always there. As the term “discovery” itself implies, we discover something which is already in existence and thus we do not originate the thing itself. It is available to anyone who can take a look into it. In this regard Peter I. Grove in this book entitled ‘intellectual property laws’ argued in the following manner:-

“…. Scientific, historical, biographical facts, etc do not trigger copyright because they do not owe their origin to any act of authorship”

Therefore, in view of the rejection content of a work for copyright protection, and recognition of originality as a prerequisite for the legal safeguard, it is not surprising to see the items mentioned in sub-article one of the aforementioned provision being excluded from the scope of the law. However, in view of these prominent copyright law principles, want of originality cannot be the rationale behind the exclusion of official texts of legal in nature. In fact, this outright exclusion may be backed by public interest to get free access to such official documents. It may be accepted that when it comes to such items, the law gives priority to special public objectives and requirements by accommodation the needs of information in the society. The benefit that accrue for the public at large and the government, as representative of the public, by denying copyright law protection for such works out weights the profit that would follow the legal protection. Therefore, the public utility nature of such works makes them unqualified for the subsistence of copyright protection. This is for nothing but the content embodied in such works. This implies that the merit of or the purpose for which the work is created may serve as a ground of exclusion from the ambit of the copyright law, if not used as a precondition for the extension  
Chapter Four

Contents of copyright

4.1 Introduction 

A work which belongs to the copyrightable domains satisfying the legally provided factors as necessary elements for the copyright protection entails for its author or his assignee bundles of rights. As we noted, such rights are basically property rights; and, therefore they are exclusive in nature. They cannot, however, escape from imposition of limitation by law. The bundles of rights of the author constituted in the “incorporeal rights of ownership” are, customarily, falling in to two categories, namely, economic rights and moral rights. This chapter dedicates itself to resolve issue related to the contents and the outer limits of the rights accorded to the author or his transferee.


In this chapter the student will be able to:- 
· Explain the nature of economic and moral rights 

· identify the extent of the right of reproduction 

· Identify the entitlements in case in case of adaptation and translation 

· discuss the legal fate of translated works 

· discuss the impact of publication 

· Identify the impact of the right to be identified 

· discuss the legal provisions dedicated for the author’s right to preserve the identity of his work 

· explain the need and peculiar features of moral rights 

· discuss the need, type and extent of limitations imposed up on copyright 
4.2 Economic rights 

As the term talks of itself, the ‘economic rights’ of the author involve his pecuniary interests. They relate to the right to exploit, or put his work into economic purposes. The basis of economic rights is that the author should be compensated and rewarded, and is entitled to receive remunerations from the use of his work by others.
No need to explain why this so? Obviously, it is because of his intellectual labour to produce the work, and also others should both benefit from a work of another without contribution. Our law states that the author has exclusive right to do or authorize to do certain acts in relation to his work. Such acts are provided under Art 7 of the copyright proclamation in the following manner.

 Art. 7. Economic Right
 1. Subject to the provision of Articles 9 to 19 of this proclamation the author or owner of a work shall have the exclusive right to carry out or authorize the following acts in relation to the work. 
a) reproduction of the work: 
b) translation of the work:
c) adoption, arrangement or other transformation of the work
d) distribution of the original or a copy of the work to the public by sale or rental: 

e) importation of original or copies of the work 

f) public display of the original or a copy or the work: 

g) performance of the work:
 h) broadcasting of the work: 
i) other communication of the work to the public 
2. The provisions of sub-Article (l) (d) of this Article shall not apply to rental or public lending of computer program except where the program is on essential object of the rental or lending.
3. In case of original work of art or original manuscript of a writer or a composer, the author or his heirs shall have the inalienable right to have a share of the resell price of the work subsequent to the first transfer of the work by the author. The amount of the share as well as the condition of entitlement shall be determined by the regulation that may be issued under this proclamation. 

The owner of a copyright enjoys the above mentioned bundles of rights which may satisfy his economic interests. Dear learner in the upcoming sub-topics you and I will pay due attention to those rights which deserve our attention and explanation.
4.2.1 Right of Reproduction and Distribution
Reproduction, as an exclusive right enjoyed by the copyright owner, is recognized under Art 7(1) (a) of the proclamation. What is meant by the term “reproduction”? The civil code has failed to provide us with a definition of the term. The copyright proclamation, on the other hand, in its defining provision, specifically Art 2(25) stipulates what follows:- 

“Reproduction” means the making of one or more copies of a work or sound recording in any manner or form, including any permanent or temporary storage of work or sound recording in electronic form. 

Dear leaner, what can we grasp from this difinitionary legal provision? 
 To be very brief, reproduction refers to as the multiplication of the copies of a copyrightable work. This process has a direct attachment to the fixation of the work. In this regard in his book entitled “copyright protection, use and responsibility”, Ronald Miller stipulated that:- 

“…. reproduction may be defined as the material fixation of a work by all methods which permit its communication to the public in an indirect manner. The phrase ‘indirect communication’ implies the existence of intermediary device, in the absence of which reproduction cannot exist … Reproduction in relation to literary work means the right to fix or multiplying copies of the work.
From the cumulative impact of the aforementioned legal provision and the quoted statement we learn that reproduction right is nothing but the right to duplicate the work. Therefore, the copying of the work, even in a single copy, is exclusively reserved for the copyright owner. Such process makes the consumption of the work widely possible. And such consumption is, no doubt, without the direct and personal involvement of the author. 

It is generally submitted that the right of the owner of copyright to prevent others from making copies of his work is the most basic right under copyright. This right monitors the proper implementation of the rest of the rights of the right holders. That is why it is recognized as one of the exclusive rights of the copyright owner. The author or his assignee decides “when” and “to what extent” the work is to be reproduced. 

Reproduction right has many things to do with the right to distribute the work. For instance, undeniably, the extent of the multiplication determines the degree of the distribution. That seems why we usually hear scholars in the field stating that the right of reproduction would be economically perfect, where the law recognizes the owner’s exclusive right to distribute copies. The right of distribution refers to control the sale or rent of the work. The right to authorize the sale, lending or rental copies help in the alleviation of the abuse of the author’s right of reproduction. That is why we say that the right of reproduction and distribution are interdependent.

In this respect, the civil code is far from complete. It failed to recognize, in an express manner, such colloraries of the right of reproduction. The proclamation, however, as indicated above rectified the problem by dedicating Art 7(1) (d) for the recognition of the owners’ exclusive right of distribution of the original or a copy of the work to the public by sale or rental. 

Dear distance learner, think about the book shops or audio-video centres around you and consider the legality of their activities? Do you think they are entitled to rent any work of authorship which is still enjoying the legal protection of copyright law? If yes, where is the owner’s right of control of sale and rent in relation to the involved work?

The decision, as to “when” to reproduce and “where” to distribute, is in the hand of the owner of the work. But once the work is sold to the public, as it will be best explained at a later stage, the copyright owner does not have control on its re-sale. This is expressly provided under Art.19 of the copyright proclamation. From this it naturally follows that the copyright owner’s right of control sale refers to either to get paid for the sale of the master copy to a publisher or publishers, as the case may be, if the payment is to be made on a lump sum basis, or to distribute either by his own or along with publishers with the view of securing his economic interests. 

At this juncture, it is good to note that an audio-video centre is not legally entitled to offer for rent a copy he bought for its normal market price unless he secured the authorization of the owner to that effect. Just buying a copy by such entities makes them to stand on the same position with the consumers of the works. Therefore, such business centres need to get the blessing of the right holder. Otherwise, it would be an infringement copyright conducted against the clear terms of the law. 

The other economic rights which have a direct relationship with the rights of reproduction and distribution are the right of importation, the right of public display, and the right of broadcasting the work.
 It is only the copyright owner who can import the work published in a foreign territory. Dear distance learner, what do you think the rationale behind securing the right of importation as an exclusive right of the copyright owner? If the work once published and entered into market or markets in a foreign territory, why the buyers of such work are prohibited to cross our boundary with the work? No doubt, they are paid for it as any buyer of that work. So, why we restrict them? 

The practice dictates us that price to be quoted for an item in a market all depends on the economic status or financial position of the potential consumers around the market. It is a common fact to see a single item being sold for different prices in different localities. So, the location of the market, being influenced by the particular places’ economic factors which can affect the demand for an item, determines what would accrue for the owner of the property as an income. Therefore, there is a need to regulate the importation of the work, lest buyers from a cheaper market would sale it in a market which would entitle them a higher profit. This must be in the hand of the proper owner. And, after all, as will be noted later, what is reserved for the author is importation for commercial purpose. This means importation for personal use is a lawful act. 

In general, as they are exclusive rights reserved for the author, an authorized performance of any of these rights is a violation of the legal right of the copyright owner. 
  4.3.2 The Right to make and authorize   adaptation   of a work
Decision with respect to adaptation of a work of authorship is another right which is made to belong to the domain of the economic rights of an owner of copyright. Adaptation implies anticipation by a prior work. To be precise, adaptation of a work of authorship refers to as the act of adjusting the work involved for a certain purpose into a different form other than the form it is originally made. Adjusting a non-fiction literary work for a film script, or vice versa, would be a typical example. Similarly, we can mention the act of producing an essay into a poem as a clear case of adaptation.

Realizing the need for the arrangement to the effect that the owner must be put in a position to control anyone who wants to trace his work in the work which is still in his ownership, the right to adapt by his own or to authorize the same is made to fall in the hand of the copy right owner. At this juncture it is good to emphasise the fact that an adapted work, even if it definitely lay down its root in to another work of authorship, is legally recognized as a work in its own. Art. 4 of the copyright proclamation establish that derivative works (a domain which includes adaptation) are regarded and thereby protected as works. Consequently, there would be a distinct ownership on the adapted work independent from the ownership of the original work.  
 4.3.3 The Right to make and authorize Translation of the work
Right of translation is treated as an aspect of the economic rights of copyright owner. It is generally submitted that it would be contrary to social progress to benefit from an author’s intellectual work without granting him appropriate remuneration or compensation. Unauthorized translation, a part from being securing benefit from other’s effort, blocks the chance of the author to translate his work into that same language. That is why Art. 7 (1) (B) exclusively granted the right to translate for the copyright owner of the work of authorship. 

This important stand has been ignored during the promulgation of the civil code. Contrary to the above mentioned widely accepted view, Art.1665 of the civil code provides that the author has no say on the act of translation of his work by others. Strangely enough, the translator could make the translation of the work without securing the blessing of the author or his transferee. In that case, all what was expected of a translator was to state, at the beginning of the work, the fact that the translation is made without the authorization of the right holder.
Actually, when it comes to works produced in a foreign territory with a foreign language, it may be very difficult to reach the copyright owner of the work. Even if it may be possible to locate him, it may be difficult to come to same terms with respect to the payment to be paid to the owner. Obviously, it can be said that what seems fair price for an American writer may be far from the shadow of fairness for the Ethiopian translator. Similarly, even if the work is produced in Ethiopia with a certain language, it may appear important to translate and distribute that work for a wide range of the community where it is found to be vital to the public.
 However, such grounds cannot adequately justify the taking away of an otherwise legitimate right of the right holder. Especially, in the existence of legal provisions providing compulsory license the denial of the right of the author or his assignee would be totally unfair. Therefore, the recognition of such rights as an exclusive right of the right holder is part of the attempt to promote the author and others who take commercial risks conducting the business. It is in the recognition of this fact that the new proclamation declared the exclusive of nature of the right of translation. 

It is also good to remember that once the work is translated without violating the right of the owner, the translator is recognized to be a man of valid title with respect to the translated work. In other words, the author or his assignee cannot claim right of ownership on the translated work. This is provided under Art 4(1) (a) which treats translated work as a “work” for the purpose of copyright protection. Therefore, the translator of a work of authorship is the original owner of the translated version of the work. 
Dear learner, in the upcoming Court Case you and I will be focusing on rulings related to the above-mentioned exclusive rights reserved for the copyright owner. (Translation ours) 
R/ID/NO: 2507/86 

       Date: 28/11/92 

Judge: Yazachew Belew.

Plaintiff: Artist Fantahun Engeda

Defendants: 1. Ato Teshome Nigusse (in his absence) 

                    2. The Ethiopian Television Corporation attorney, Fikirte Haile (present)

This file is appointed for today in order to pass decision on the amount of restitution the defendants have to pay the plaintiff. To that end, the court, after examining the case, ruled the following decision. 

Judgment
This file is presented in accordance with the statement of claim presented by the plaintiff dated 15/10/86. The story goes on like this: the plaintiff on his suit put forth, ‘I wrote a theatre entitled “Yekum Enkelf” and am the owner of this very work of intellect. Besides showing the theatre for public at “Hager Fikir” theatre hall, I had the idea to translate it in to Afan Oromo and present it for public show in the southern, western and Eastern parts of Ethiopia. Before my dream come true, however, the “Abera Joro amateur Artists” team, of which the 1st defendant is a member, reached an agreement with me on March 16, 1993 to present the theater with due preservation to the my ownership right, while payment was assumed to be made by the agreement of every member, the 1st defendant together with the other members took the script from me. However, in the mean time the defendants, without the consent and authorization of the author, translated the theater in to Afan Oromo with a new title known as ‘hinndune’’, literally ‘Almotkum? And, had it displayed for the public in four consecutive Wednesdays at 10 pm. on TV from March 1986 to April 1986. By Art 1647 of the Civil Code, intellectual works are legally protected private properties of their author and are identified by the ownership of their author. Also, it is only the author who can perform or authorize the adaptation of the literary work into TV screen version, as stated by Art 1654 of the code. Trespassing the provisions of the law, the defendants are hence to be held wrongful, as implied by Art.2035 of the Civil Code. Moreover, by virtue of Art.2028 of the Civil Code they are liable for the damage incurred thereof by the plaintiff. The 1st defendant, alas! For, he found no disguise to hide his wrongdoing, confessed, in a letter of apology written to the plaintiff on March 26, 1986, that he add virtually changed the title and let the theatre, into the hands of the Afan Oromo division of TV administration to be displayed on TV Screen. Caught on his own words, the 1st defendant bears the liability for damages inflicted upon the plaintiff. 

‘That the 2nd  defendant allowing the plaintiff’s creative work be translated into Afan Oromo and transmitted, without ascertaining the 1st defendant’s authorship, it is a full and direct accomplice in the infringement. More to its guilty is especially her reply, ‘I accept it but I can’t stop the transmission of the work’ to the plaintiff’s letter of waning dated April 7, 1986 on which I explained it that, as implied under Art 1674/1/ of the civil code, it is unlawful to translate and transmit the theatre without the author’s permission and warned it to cease the transmission of the remaining episodes of the theatre. Undeterred by this reply of its, I wrote it another letter of warning dated 10/1986 which stated the exasperation of damage which I might incur as a result of the broadcast of the remaining parts of the part of the theatre and begged it to ban the transmission. Of course once again only to be held the 2nd defendant discredits my warning and went on with the transmission of the reaming in part. Had it been good-hearted it was to its discretion to stop the transmission of the 3rd and 4th parts of the theater, yet the 2nd defendant were not so and therefore it can be easily inferred that the 2nd defendant was all really from the start to accept any liability related with her action. So, the 1st and 2nd defendants, jointly and severally, bear the responsibility for the damage suffered by the prosecutor’ 

Setting forth the above regarding responsibility the plaintiff put his claim of damage as following: 

	R.No
	Town
	No of seats
	Entrance fee
	No of show days
	Revenue

	1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25
	Nekemte

Arsi

Gimbi

Kalem

Asosa

Bedela

Jima

Yayo

Metu

Gora

Tapi

Mizan Teferi

Banga

Agaro

Wolisho

Amb

Awassa

Debre Zeit

Nazerat

Shashemena

Goba

Arba Minch

Dire Dawa

Harea

Asbe Teferi
	1200

600

600

600

600

600

1200

500

1000

700

700

700

1000

1000

1000

1000

1200

1000

1000

700

1000

1000

1000

1000

600
	4

8

8

8

8

8

10

6

8

6

6

6

8

8

8

8

10

10

10

6

8

8

10

10

8
	2

1

1

1

1

1

2

1

1

1

1

1

1

1

1

1

1

1

1

1

1

1

1

1

1
	4800

4800

4800

4800

4800

4800

24000

3000

8000

4200

4200

4200

8000

8000

8000

8000

12000

10000

10000

4200

8000

8000

10000

10000

4800


‘Gross revenue, as can be seen from the above cited list, shows totals 207,800, of which the following show-expenses are deducted: remuneration for stage performers, hall rent, repairment of broken chairs, travelling costs and tax. As is the case in many similar occasions then the net profit will be 60,000 birr.’ Adding to this the plaintiff said, ‘as the theater was displayed on a public media which has a coverage of all over the nation, my attempt to present the theatre on stages has been made futile as it will end up with no audience to attend it. This more so in the towns where the Afan Oromo version of the work was deemed to be staged.  This refers o the places where the language spoken either as mother tongue or as a second language of the residents, who had the opportunity to watch the theatre on TV screen.

 As a theatre displayed on TV can be recorded by the public, the theatre is made to get in the public domain and no more in the control of the owner thereof as the private property of the author. For these reasons, I request the defendants to, jointly and severally, compensate me for a material damage of birr 60,000 plus a moral damage of birr 1,000 in sum of 61,000. I request them to burn the video cassette, which contains the TV displayed theatre that is found at the 2nd defendant’s hand; or to give it back to me;  to cover me for attorney fee, court expenses;  and to pay me a bank interest rate of 15% annually, to be computed on the damage amount described?’

Disclosed and attached with the file the following evidences are presented by the plaintiff:- a photocopied page of term of agreement concluded on March 1983 between the plaintiff and the chairman, vice chairman and assistant clerk of the “Abera Joro Theater club” about permitting the club to stage the two plays entitled “Yekom Enkelf” and “Dibibikosh”; two page photocopied letter of warnings the plaintiff wrote to the 2nd defendant on April 10, 1986 and on April 7, 1986;  a letter of apology the 2nd defendant wrote the plaintiff; and a copy of letter “Yehager Fikir Theatre” wrote under the title “To whom it may concern……” stating that “Yekom Enkelf” was the plaintiff’s work of mind and it was on their stage. Moreover, the witnesses who are anticipated to testing that the theatre when displayed in the southern, Eastern and western Ethiopia would entail a profit of birr 60,000 have been counted and listed.

The record of the file revealed that the statement of claim along with evidences and summons were sent to the defendants. But the 1st defendant did not appear on the first hearing and therefore, in accordance with Art 70/A/ of the Civil Procedure Code, his case is to be seen in his absence.

The 2nd defendant (ETV) has delivered, via its legal representative, a first stance defense on October 3, 1987. The written defense stated that whenever it received a literary work, it is only the name written on script which tells it who its owner is. Thus, the sole proof as to whom the owner of “Almotkum”, which it was presented by the 1st defendant, was as said above. In such a condition where no evidences as to the authorship of the plaintiff was available, and it is not in a position to know that, it should not be summoned to defend itself in the case which do not exactly concern it. There from, it said, the action presented against it needed to be relinquished as they concern it not. For the otherwise ruling of the court, he demanded of an alternate trial day to his answer on the main matter.

The plaintiff, on a written counter reply, defended that there are sufficient evidences to discredit the 2nd defendant’s defence. 

On the hearing held on October 3, 1992 the court refused the primary defence of the 2nd defendant including his appeal for alternate defence provided that the former was declined. Accordingly, on its ruling on January 10, 1992 the court decided over the defendants to jointly and severally, resituate the plaintiff for the damage they caused on to him by offending his copyright; and put off a ruling on the amount of restitution for another trial. The decision on the amount of restitution is explained next:

The plaintiff said that he has suffered both material and moral damage as a consequence of the infringement of the defendants committed on him, and showed, in the tableau above, the amount of material damage. That he had envisioned to translate the play in the Afan Oromo and show it to the public in the towns depicted in the table. He tabulated the No of seats in each town’s show-halls, entrance fees, No of show days, and respective grass revenues from displaying the theater on each stage. Then by matching gross revenue with respective expenses, he came up with net profit of birr 60,000 which he said was the amount of loss he suffered from the defendants’ wrongful actions. It was also indicated that the theater returned the net profit of birr 60,000 from shows in southern, Eastern and Western Ethiopia. The witnesses who were counted on to testify this have given their testimonial before the court seated on March 18, 1989.

The first witness, artist Bekele W/Tsadik said, ‘to my knowledge the plaintiff is a playwright and an artist. He is also an author of the theatre known as “Yekum Enkalf,” which I came to know when he in 1982 authored the theatre and “Hager Fikir Theater” showed it for three consecutive months in accordance with the agreement reached with him; I myself had been given the script and performed the theatre at Hager Fikir Theater hall on every Sunday of the months. To my professional judgment, the theater was outstanding and well acclaimed by the public. For works of such statue, I remember, we used to have a show tour in the administrative regions. Among the places we had a show tour are: Jima, Nekemete, Dessie, Asseb, Southern Asseb, in the south up to Borena, in Harerge up to Ogaden, Bonga, Agaro, Limu, Bebeka, Mizan Teferi, Topi, in Wolega in different Awrajas and Woredas found in Assosa. We had played a show tour to these places two or three times just in a month’s time show tours. In these places we used to get home with a net profit of up to 100,000. By arranging an at least of 1 month long tour program we used to cover these places, rather than just at once. Indeed, “Yekum enkelf” was shown only at Hager Fikir not in the administrative regions. It was in 1982 for the first time, for three consecutive months, and for another three consecutive months it was presented in the same stage in 1983 after the contract was reentered. The theater had not been transmitted on TV. I was a staff of the “Hager Fikir theater Hall,” but when I took part in the show of this very theater I was already retired. 

The “Hager Fikir Theater” used to collect the fee revenue form the show of the theater and the author was remunerated a commission of birr 1500 in each round of the show. It was after the signing of the contract that the author permitted the reading of the script. 

The 2nd witness, Ato Abebe Addis, on his part said, ‘by profession the plaintiff is a playwright, actor, and writer of small articles of which “Yekum Enkelf” is one. By the time “Yekum Enkelf” was on stage at Hagar Fikir, I was serving as head of artistic service. The time was of a high demand for short stories that “Yekum Enkelf,” being evaluated by experts, was appreciated for pass thence the plaintiff (author) was offered the term of the contract to display the theater at Hagar Fikir in return for a commission of birr 1500 to be paid to him. He accepted that and hence the theater was presented for three consecutive months in 1982. But as we found the theater was well liked and applauded by the public, we revived the contract for another count of three months show in 1983.

‘I happened to realize the plaintiff’s authorship and ownership of the theater when the script was brought to censor which it was expected to pass. His ownership was indeed not contested by anyone else. As part of my responsibility, we examined the script, accepted it and showed to at Hager Fikir. True, the amount oscillates up and down but, I recollect, we used to obtain a net profit of birr 5 to 10 thousand in a week’s time show of theaters such as “Kebari Yata Bedin,” and “Yehilina Tsetset” at places like Debre Birhan, Nazerat, Metehara, and Wongi show. A show in pay days at places where many salaried workers live meant an escalation of show revenues. Ranging from a day to a week short term tour to one to three month(s) long term tours, we used to return, on average, birr 50 to 60 thousand per month by showing theaters in many places. As to “Yekum Enkelf”, since it was well liked by the public, it’s worth, I estimate, would not be less than this. Indeed, it might worth more. The original “Yekum Enkelf” was written in Amharic and the drama shown by the Afan Oromo program of  the ETV is identical with the original “Yekuim Enkelf,” therefore it is the plaintiff’s work of intellect.’  

The 1st defendant’s case will be seen without his presence. The 2nd defendant, on the other hand, has put forth no evidence to defend on the centripetal matter. On account of that, we have gone ahead with the evaluation of the plaintiff’s claim and his evidences regarding the damage, in consultation with relevant provisions of the law.

In conjunction with the plaintiff’s request for material and moral damage, we raise the following questions which are deemed to have affiliation with the crux-of-the-matter! Had the plaintiff suffered a present material damage? Is he going to suffer a future one? Has he suffered a moral damage? If the answers are in the affirmative, are all due to the defendants’ action?

The plaintiff has claimed a present material damage of birr 60,000 and as to the keynote matter he said he had the idea to translate the theatre in to Afan Oromo and to show it to the public domiciling in the towns listed in his statement of claim, and before the coming in to being of his plan, the defendants over took him to translate and show the theatre on TV, which reaches all over the country. He added that future attempts to present the theatre on stage are deemed to fail as the audience presumed to attend it speaks Afan Oromo as a mother tongue or as a 2nd language and got the opportunity to catch the drama shown on the Afan Oromo program of the ETV.

These are the justifications through which the plaintiff claimed for restitution for damage. On the other side of the story, the witnesses presented by the plaintiff to testify the issue, however, told the court only about the profit that the said theatre, with its content and public acceptance and by comparison with other similar theatres, might bring if shown in the places mentioned previously, they said nothing in relation with the crux-of-the-matter.

Yet the matter with greater relevance of answering is not what profit would be obtained from translation and showing the theatre in the mentioned places or else. At least it is not the only point that must be answered. A foremost problem that need to be settled primarily is whether due to the theatre’s being translated in to Afan Oromo and shown on TV will the plaintiff be deterred from obtaining a profit of birr 60,000 if he goes by his plan to translate the script in to Afan Oromo and show it on stage to the Afan Oromo speaking public who lives in the towns mentioned? Or does the mere fact of these people watching of the theatre on TV turn them to be too disinterested to attend the stage show the theatre at fee? What is of greater weight is not the monetary worth of the theatre; rather it is the plaintiff’s losing of it by the defendant’s action? The testimonial given by the witnesses of the plaintiff, on the contra wise, uttered nothing about this crucial point, it only portrays what the plaintiff will benefit if he does not show the theatre a future nor a present damage the plaintiff might incur in conjunction with the actions of the defendants. Nor a written proof of that was delivered.

For moral and material damages emanated from non-contractual liability, an author whose authorship and ownership right is offended can demand for restitution, as provided under the Civil Code Art.1674 (2) and (3) cum Art.2035; and when expected future damage is quite certain to come he/ she, accordingly of Art. 2092 of the Civil Code, can request restitution without awaiting the damage to happen.

When it comes to the case at hand the plaintiff, having his right infringed, is justified for claiming a future damage the profit of birr 60,000 he might get if it were not for the defendants action. Hint his claim is proper. Nevertheless, the foregoing points imply that the plaintiff’s request for future damage is short of fulfilling the provisions under the civil Code Art.2092, that one can’t tell for sure that the plaintiff can’t get a profit of birr 60,000 if he proceed with his plan. And the plaintiff ,though afraid getting no audience for his stage display of the theatre in the time to come, existing realities witness that a liked and acclaimed play might be watched more than once by the same audience at same stage. The fact that the very theatre in question was displayed many times at Hager Fikir is a backup to this argument furthermore. The plaintiff’s work, “Yekum Enkelf”, was just changed for its title in to “Almotkum” by the 1st defendant, translated in to TV script by the 2nd defendant, and was displayed only on TV screen. In contrast, the intention of the plaintiff was to show it on stage. This in its own has to play with reducing the plaintiff’s fear to find no audience in the said places, because, on condition that things are alright and people’s capability to watch the theatre with fee; people prefer to watch the stage show of a play already shown on TV this mainly because this emancipates them from doubt and get them satisfied by helping them find their person mindful of the idea the author intended to convey. For that same reason they wouldn’t turn their back to a live show of a play already shown on TV, and possibly they may aspire to behold and listen to a character of the drama in person even if they already have watched or listened him/her on TV 

With this in mind, let’s assume that the plaintiff’s claim that future attempt to present the theatre on stage will be deprived of audience or if any to attend it, is very small size.

Even at this lux, the plaintiff’s data about the size of the show halls, and the audience to attend the show in the said places is unsupported by evidences in nut shell, the play’s being shown on TV can’t be attributed to effect too few an audience to the stage show of the theater to make the plaintiff lose a profit of birr 60,000. Nor the plaintiff himself has said that he had presented the theater on stage in those mentioned places and yet got no a profit of birr 60,000. 

As if it were his own work, the 1st defendant has indeed changed the title of the theater and gave it to the 2nd defendant. He also translated it in to Afan Oromo and presented it on TV screen. There form the 1st defendant has enjoyed an undeserved enrichment. As per the interpretation of the provision of the Art. 2162, this is assumed to be an apparent amount of loss the plaintiff has suffered. Taking that assumption present, the court proceeded to passing adjudication. Witnessed by the plaintiff himself the 1st defendant has not received payment form the 2nd defendant, however. And the 2nd defend at, even though he claimed for paying the 1st defendant, as pleaded to the court seated on April 18, 1992 that he has failed to present evidence regarding the payment and its amount.

As explained in depth, the plaintiff has not been able to prove present and future material damage he suffered by the infringement of his authorship or ownership right.

On the other hand, the adjudication enacted by the court on January 1992 regarding responsibility has proclaimed the plaintiff as author and owner of the play; and that this right of his was infringed by the deeds of the defendants; therefore he, by consulting the non-contractual liability implied under the Civil Code, can demand restitution of future and present material damage to which the defendants are jointly and severally liable. Yes he has failed to proved the relation between the theater’s display on TV and his losing of a profit of birr 60,000, but still it remains true that his legally protected authorship and ownership right were prejudiced by the defendants so, his appeal for the protection of his right is proper and harmonious with non-contractual liability stated under the Art. 1674 /2/ and /3/ of the civil code; and no reason affording to deny that the plaintiff can benefit from what Art 2104 of the same law provides. 
 Art 2104 states that when a court action is intended just to explain that the liability for the infringing action is attracted with the defendants just for the sake of declaration of the infringement, a nominal amount of damage may be fixed up. Similarly, the plaintiff in this case brought this arraignment unquestionably, because his authorship and ownership right ware infringed and he incurred a loss there of. The partial adjudication passed previously implied the infringement of the plaintiff’s copyright by the 1st and 2nd defendants. 

In fact the accusation of the plaintiff dealt not only with the infringement of his right but also his claim of damage in conjunction with that wrong doing on him 

Despite the plaintiff’s failure to warrant his claim of material damage, the defendants are still expected to pay him a nominal damage the amount of which is difficult to assess a damage amount resulted from the infringement of a person’s legally protected right. As each and every right protected by the law got no market value it makes the estimation of damage very difficult. In such a time of difficulty, the judges have the privilege to a fair estimation of damage by weighing the normal circumstance of things and the precaution taken by the plaintiff. In our case, the 1st defendant, in knowledge of who the true author is, and with no consent of the author, changed the theater for its title, passed it over to the 2nd defendant and let the work be translated, suited to TV screen, and presented for publication; the 2nd defendant, whose knowledge of who the true author by the moment he received the script is hard to predict, went on displaying the remaining part of the drama by discrediting all the red-light that the plaintiff flashed on him by writing him warning. He was unstopped form showing the theater even after receiving the 1st defendant’s letter of apology written to the plaintiff in confession of his regret for the injustice he diced on the plaintiff; and the letter of warnings written by the plaintiff to cease the display. When these are considered along with the plaintiff’s undeterred attempt to warn the defendants to refrain from their infringing actions, the defendants are found jointly and severally liable for the damage suffered by the plaintiff. Therefore, they are ruled over to compensate him with a nominal damage payment amount of birr 30,000, as implied by Art 2104 of the Civil Code.

For the reasons raised above, the plaintiff’s claim for a birr 60,000 present material damage is refused by the court. 

Still the defendants have infringed the plaintiff’s legally protected right-economic and moral- on the work he spent his money time, and labour and which he created by his own mental effort without the author’s permission, they changed the title of the play, translated it in to Afan Oromo, trained it for TV screen, and showed it to the public and there by caused the moral damage that the plaintiff incurred. In compensation to this moral damage, the court ordered the two defendants to jointly pay 800 birr to the plaintiff, as per the provision of the Art 1674/2/ and /3/ and 2116/3/.

The problem with restitution is now a settled issue. Now we return to see the plaintiff’s request for the destroying of the video copy of the theatre or its returning to him. Under No 1674(1) of the Civil Code it is provided that any person whose right of literary or artistic ownership is infringed may demand the cessation of infringement and destruction of the unlawful copies of the work. In the very case at stake, the plaintiff is the owner of the theatre which was translated in to Afan Oromo and shown on TV by the 2nd defendant who received the script form the 1st defendant. The script was adapted for TV drama with no consent of the author. This is indicated on the partial ruling passed by court on January 10, 1992. Hence the plaintiff’s request in this regard is proper.

Generally, on the ground of the reasons explained above, the court has refused the plaintiff’s request for a material damage of birr 60,000; even if the presence of material damage was not proved, just for their infringing actions on the plaintiff’s authorship right, the defendants are ruled over to jointly and severally restitute him for birr 30,800, of which 30,000 is for material damage and the rest 800 for moral damage; and a legal interest rate of 9% per annum to be computed on the principal; amount starting from July 1, 1986- on which the registrar office of the court picked the claim to be tried till the final settlement is paid.

And the video copy of the theater “Yekum Enkelf” (later changed in to “Almotkum” by the 1st defendant and was translated in to Afan Oromo and shown on TV by the 2nd defendant found at the 2nd defendant’s hand is decided to be burnt or returned to the plaintiff.

The amount of costs will be decided when the list is presented by the plaintiff, expenses for legal proceedings are decide to be jointly repaid by the defendants to the plaintiff. 

The adjudication passed on this day is a continuation to that of January 10, 1992. Thus the copy of the two rulings is to be prepared together. The file is over and shall be returned to the recording office  

4.4 Moral Rights

The author is the master of the fruits of his intellect, and thus he may control the way his work is treated. From this it naturally follows that he is at liberty to change it, or object to acts of change by others. It is widely accepted that the personality and reputation of the author is expressed through his creative work. In consequence, copyright laws dedicate part of them for the protection of moral rights of the author. 
Overtly, moral rights are intended to protect the author’s personality, reputation, and his work’s integrity. Oscar Wilde, expressing the relationship between the author’s personality and his work stated in his article publish in the 92nd Harvard law Review as follows:
A work of art is a unique result of a unique temperament. Its beauty     comes from the fact that the author in what is…Art is the most intense of individualism that the world has ever known.
Dear distance learner, as can be seen from the above-mentioned quoted statement, a work of authorship merges the personality of its author with the product of his effort. That is the source wherefrom the need for the protection of moral rights emerge. And that is why moral rights are sometimes named as personal rights. Protection of moral right is unique to intellectual property owners. For instance, an owner of a car or a building has no way to claim a moral right with respect to his car or building. Moreover, as it will be explained at a later stage, the author enjoys moral rights, independently and even after the transfer of his economic rights. 

Before dealing with the contents and nature of moral rights of authors, let us see what is provided in our copy right law.
  Art. 8. Moral rights 

1. The author of the work shall have the following moral rights irrespective of     whether or not he is owner of economic rights;
a) To claim authorship of his work, except where the work is included,    incidentally or accidentally, in reporting current events by means of broadcasting: 

b) To remain anonymous or to use a pseudonym; and 
c) To object any distortion, mutilation or other alternation of his work, where such an act is or would be prejudicial to his honour or reputation. 
d) To publish his work
2. The rights enumerated in sub-article (1) of this Article shall not be transmissible during the life time of the author. The rights, however, shall be transferred in accordance with the law to heirs or legatees after the death of the author;

3. The author or his heirs or legatees may waive any of the moral rights enumerated in sub-Article (1) of this Article in the following manner

a) the waiver shall be made in writing clearly specifying the  right waived and the circumstances in which the waiver applies;
b) the waiver specifies the nature and the extent of modification  or the action in respect of which the right waived. 

4. Moral rights shall be enjoyed by heirs or legatees of the author until the expiry of economic rights.

Dear learner, have you noticed to what extent the law maker recognizes those rights as a personal right? 
Plainly, the provisions employ that moral rights relate to the works intrinsic rather than extrinsic or material values. In the abovementioned legal provisions, it is expressly reflected that a copyright owner may not necessary be the holder of the moral rights as they are personal to the author. This happens, as it will be well explained later, when the economic rights are not in the hands of the author.

 At this point it is fair enough to indicate that, in case of works made for hire even if it is legally recognized that the copy right ownership goes to the employer, the latter cannot have a say on the moral rights. Similarly, it submitted that legal persons can be original owners of copyright in a work of authorship. None the less, it is a plain fact that, even in this case, the rights holders of the moral rights are necessary physical persons (i.e. the authors) as we cannot have the morality of ‘legal persons’. 

Dear colleague, now it is time for you and me to look in to the contents of the main components of moral rights. Let us do them in the following sub-sections. 
4.4.1 Right of Publication
As the term speaks for itself, publication right is nothing but just the right to decide whether the work is to be made public. It refers to the act of issuing reproduced copies of the work to the public. The decision to release the work is just an aspect of the right of publication. The other extreme of this right is the right to withhold the work from publication. Therefore, the author has the exclusive right to decide whether and when his work is to be issued to the public.

As indicated before, under certain circumstances, works of authorship may be made under contract of employment or service. This refers to the situation where an individual or an organization hired the intellectual labour of an author. In such a case, though the parties are at liberty to make arrangements with respect to economic rights, they do not enjoy the virtues of freedom of contract with respect to moral rights. This is mainly because of the personal nature of moral rights. As we indicated it hereinabove, from this we may conclude that even in case of works made under contract of employment or service, it is still the author and not the employer who can decide on the publication of the work involved. Therefore, the employee (that is, the author) may stop the publication of his work even against the interest of his employer. 
In this last circumstance, however, there is, definitely, something to be sacrificed on the part of the employee author. The latter will, logically, be forced to pay back any payment made to him in relation to the making of the work. In addition to this, the author may be forced to pay compensation for his employer if any loss is sustained by the latter because of the failure to publish the work concerned. The law goes to that extent to preserve the personality of the author. 

Experience has dictate us that, usually, authors do not have at their disposal the financial capability, the administrative facility and may be the technical know how required for the exercise of their right of publication. As a result, they usually enter into a contract of publication. This contract governs the assignment of the author’s right in his work either in whole or in part, as the case may be. As will be noted at a latter stage, the contract of publication assures the author’s pecuniary interests. For different reasons, the author may still forbid the publication of his work even after the conclusion of contract of publication. This will be done, however, just like the case of works made for hire under the pain of paying compensation for any loss potentially faced by the publisher concerned. 

In general, we noted that both in contract of employment and contract of publication, decision regarding publication are in the exclusive domain of the author. The author is undoubtedly made free by Art 8(1) (d) to or not to publish his work under any circumstance. Therefore, he may destroy it or keep it for him alone. Up on his death, as it will be best explained later, this right would be enjoyed by his heirs or legatees, as the case may be. 
4.4.2 The Right to be identified

The right to be identified, also known as ‘paternity right’ or ‘authorship right’, entitles the author to insist that he and not another person is credited with the authorship of the work he created. Simply put, the author has the right to be identified as an author up on copies published to the public.
 The other extreme of this right entitles the author to prevent to be named with the authorship of a work created by others or a work he created but substantially altered by third parties without his prior agreement to the alterations. Therefore, the right of paternity involves both the right to claim and disclaim the paternity of the work. 

In relation to this, it is sympathetic to emphasize that in Ethiopia, as we remarked before, an author is entitled to use a pseudonym or, publish his work anonymously. This arrangement of the law lends its hand to authors who do not want to be identified by their work of authorship.

 Dear learner, what do you think the rationale behind this stand of the law is? 

Obviously, for different reasons, individuals may want to express their feelings but do not want to be identified. Equally, it is also good to note that some authors, with the view of establishing good will or to exploit an already established good will, may want to use pen names. On top of this, some authors may want to express their views on sensitive issues like politics and religion. These people, at the same time, may want to avoid, or at least delay, personal oppositions or counter-attacks of concerned parties. No doubt, in principle, what we should logically focus at is the work itself not on the particular author. Seen from this perspective, too, we need to facilitate the provision shelters for those authors who want to contribute their work of authorship to the wealth of art and literature but do not want publicise their identity for various reasons.  
Consequently, in view of the purposes of intellectual property laws and to achieve the constitutional goal of promoting freedom of expression, the position taken by our copyright law is justified. Such legal arrangements may, as we noted, either avoid or delay unjustified transgressions or violations of individual rights because of the person’s expression or disclosure of information or personal point of view. It is in the recognition of this value that Art 1662(2) and 1667 of the civil code and Art 8(1) (b) of the copyright proclamation are dedicated to stipulate the author’s right to hide his identity. But, so far as he is not against the disclosure of his identity he is legally entitled to claim for it.
4.4.3 Rights of integrity

We have emphasized that works of authorship are manifestations   of the personality of their respective authors. As a result, authors have the right to safeguard their reputation by preserving the integrity of their work.
 ‘Preserving’ his reputation from what?
 The preservation is from nothing but derogatory treatments. Dear distance learner, what can be taken as derogatory treatment? Briefly, any act which may adversely affect the reputation or feelings of the author may be regarded as derogatory treatments. In this regard Ronal Miller, in his book entitled ‘copyright protection, use and Responsibility’ stated what follows. 

… A treatment of a work is derogatory if it is subject to addition, deletion, alternation, unauthorized adaptation or any act that amounts to distortion or mutilation of the work or is otherwise prejudicial to the honour or reputation of the author or his work.
What is wrong is not just modifying the work without its author’s consent; rather it is where the modification is prejudicial to his honour or reputation.
 Undeniably, as the work involves his personality, the author needs to be given the exclusive right to introduce modifications which are not peripheral. In other words, unless the modification is very much minimal and it, in no way, affects the reasonable interest of the author, any act of modification is to be regarded as infringements of the legitimate interests of the right holder. 

Therefore, even those who secured the blessing of the author to adopt or translate the latter’s work, are not entitled to introduce alteration which can potentially affect the essence of the work. Similarly, an employer who has had employed the author to make the work of authorship, who is the owner of the copyright the work, is not in a position to introduce such modifications on the work made for hire without the consent of the author. Moreover, nor can a publisher perform those acts with respect to the work in its hand for publication under contract of publication.

This important value of copyright is manifested both in the civil code under Art 1671 and Art 8(1) (C) of the copyright proclamation. 
Dear distance learner, whenever the integrity of a work of authorship is at issue on the ground of modifications made without the author’s consent, do not forget to check whether the said modifications, if exist, can destroy or affect the author’s reputation in the eyes of a reasonable man. 
4.5 Peculiar Features of Moral Rights

As moral rights are unique to intellectual properties, they deserve special treatment. And, as they are distinct rights peculiar to intellectual properties, they have their own peculiar features. 
Dear distance learner, in this sub-topic, you and I will be discussing on the essential features of moral rights. 

The primary peculiar feature of moral rights is their inalienability from the author. We noted that it is in the essence of moral rights that they are “independent of the author’s economic rights” and therefore the author can exercise them even after the transfer of his rights related to pecuniary interests. This implies that their existence is not dependant up on the existence of economic rights, thus they may be found either by their own or along with economic rights. Seen from the general nature of moral rights, it can be said that they are inseparable from the person, that is, the author. This emanates from the recognition of the personal nature of the rights.

Another related aspect of moral rights is the inability of transfer of these rights to any one during the life time of the author. The author is not entitled to transfer them in advance, both for free and for consideration. This is the reflection of the extra-commercium nature of moral rights. Indeed, as we just indicated, gratuitous transfer, too, is not in the domain of the author’s rights. And, therefore, from the above two aspects of moral rights, it appears that moral rights, as personal rights, would be buried with the author upon his death. 

Dear learner have you noticed that our copyright law seem to contradict this nature of personal rights? Once again take a look at Art 8(2) and (3). Sub-Article (2) of this Article prohibits the transferability of moral rights during the life time of the author. This same provision, however, declares their transferability of the rights to the author’s heirs or legatees after the death of the author. 
Therefore, in accordance to the above-mentioned general rules, our law makes moral rights to continue as being protected after the death of the author and pass on to his heirs (descendants, ascendants or beneficiaries of a will). This seems to create a paradox when seen from the nature of the rights. If once the author is dead, where is the morality? Does the law imply that the reputation of the author can still be affected even after his death? 
It may be safe to argue that even if the author’s feelings can no longer be hurted after his death, his “name” or reputation keeps on to exist behind his dead corpus. And therefore in order to regulate mutilations by third parties such rights are wisely made to be transferable to the heirs of the authors. In other words, the rationale for the transmutability of moral rights of the author has to do with the protection required to guard the honour and reputation which is left by the author upon his death. Obviously, this purpose is better served by his heirs or legatees who, expectedly, do care for the author’s already established reputation. That seems why our law, rightly, preferred them. 

Another deviation from the essential nature of personal rights is the proclamation as to the possibility of waiving moral rights. Under sub-Article (3) of Article 8, the copyright proclamation both the author and his heirs or legatees are entitled to waive the moral rights under the conditions provided therein. 
What is all required is make the waiver in writing, specifying which particular moral rights are waived, and the specific circumstances in which the waiver applies. In addition to this, Art 8(3) (b) of the proclamation requires the waiver to specify the nature and extent of modification or the action we can say that even if it may be against his reputation. At this point, the law seems to say that “it is up to him”. 

Dear distance learner, what is the difference of the legal consequence of transferability and waiver of rights? Discuss this issue with your colleagues in light of the above mentioned explanations and your exposures to other law courses. 

The other point, which deserves entertainment at this stage, is the duration of the protection of moral rights. Do you think the honour and reputation of the author are to be protected for eternity? Or, is it enough to protect them during the life time of the heirs or legatees? Or should it be time bounded, at all?
The civil code provides that the heirs could claim and exercise moral rights during their life time. This implies that the rights were not perpetual; their protection was limited to the life of the concerned persons. And, therefore, during the regime of the civil code, the duration of the protection was dependent up on the length of the life of the heirs.
 Art 8(4) of the proclamation, on the other hand, provides that moral rights shall be enjoyed by the heirs or legatees of the author until the expiry of economic rights. This means the expiry of the duration of the protection of economic rights takes away the protection of moral rights of the author. It, normally, means that the legal safeguard of moral rights remains intact for fifty years as of the date of the death of the author.

 In view of the attachment of the reputation of the author with the reputation of his family, don’t you think that this limitation is irrational? Does it mean that the author’s reputation can no more be affected fifty years after his death? Think about it!

In general, though moral rights are personal by their nature, our law recognizes their transmutability and the possibility of waiving them. In fact, it is good to know that this is not unique to our law. And it is made on a rational ground. In this regard Jermy Philips, Jurie and Irn Kares, in their book entitled ‘whale on copyright’, stated what follows:
‘… in principle, they are personal and may not be assigned to a third person… but exist specifically to protect the author against depredation of others. 

No need to have further explanation as to the importance of the continuation of moral rights after the death of the author, as the above mentioned statements says it all. 

Dear distance learners, so far we have been discussing about the bundles of rights which are the consequence of the satisfaction of the requirement of the law by a work of authorship. In the upcoming subtopics, you and I will be talking about the limitations imposed up on the owner of a copyright. 
4.5 Limitations imposed on copyrights

We have noted that copyright law reserves certain acts, or the authorization thereof to the copyright owner. Such ‘exclusive’ rights of the holder, however, are only apparently absolutes. This is so because the law provides various exceptions to the rule which provides that ‘only the author or his assignee enjoys those’. 
So, in a way, the law takes away with one hand some of what it has given by the other. It should be born in mind that copyright, as we said repeatedly, is a compromise between two competing interests i.e., the rights holder’s interest to get enumeration and the consumer’s wish to get easy access to the works. That is why we usually see provisions of copyright laws trying to strike a reasonable balance as between the two desires of the distinct persons. To this effect, Lord Mansfield stated in his book entitled ‘Fair use in the law of copyright’ what follows;

We must take care to go guard against two extremes equally Prejudicial: the one that men of ability, who have employed their time for the service of the community may not be deprived of their just merits, and the reward of their ingenuity and labour; the other that the world may not be deprived of improvements, nor the progress of art be retarded. 

This statement reflects the fact that extremes are dangerous. It is not justified to give an extreme protection for the right holder, nor is it acclaimed to intrude in the interests of the author in an extreme manner. So, what is best is to secure the ‘reasonable balance’. Accordingly, our copyright law is full of compromising articles. It imposes various types of limitations on the exclusive rights reserved for the author or his assignee.
Dear distance learner, what necessitated these limitations? Should not the author be the only person to reap the fruits of his labour? 
This, it has been mentioned, is basically to reconcile between two polars – the author’s rights to get what he deserves and the society’s interest to use the works with little cost. 
We have been remarking that though limitations are not unique to intellectual properties, the nature and type of the limitations when it comes to intellectual properties are special because of the peculiar nature of intellectual properties in general and copyrightable works in particular. 
Dear learner let us first indicate what limitations are enshrined in our law and then we will discuss on those which deserve explanation. 

Art 9 Reproduction for personal purpose 

a) Notwithstanding the provision of Art 7(1) (a) of this Proclamation, the owner of copyright cannot forbid private reproduction of a published work in a single copy by a  physical person exclusively very for his own personal purpose. 

(2)The provisions of sub-Articles (1) of this Article shall not extend to    reproduction; 

a) of a work of architecture in the form of a building or other construction; 
b) of musical work in the form of notation; or of the original or a copy made and signed by the author or work of fine art. 
c) of the whole or a substantial part of a data base in digital form; 
d) Of a computer program except as provided in Article 14 of this proclamation; or 
e) Which would conflict with or unreasonable harm the normal exploitation of the work or the legitimate interest of the author. 
 Art. 10. Quotation 

1) Notwithstanding the provisions of Article 7(1) (a) of this proclamation, the owner of copyright cannot forbid the reproduction of a quotation of a published work. 

2) The quotation shall be compatible with fair practice and does not exceed the extent justified by the purpose. 
3) Where the quotation is taken from a source which contains the name of the author, it shall indicate the source and the name of the author. 

Art.11. Reproduction for teaching 

1) Notwithstanding the provision of Article 7(1) (a) of this proclamation the owner of copyright cannot forbid, without exceeding fair practice and the extent justified by the purpose, a reproduction of a published work or sound recording for the purpose of teaching. 

 2) A copy made in accordance with the preceding sub-Article shall indicate, as far as practicable, the sources of the work or sound recording reproduced and the name of the author. 

Art. 12. Reproduction by libraries, Archives and similar institution. 
 1) Notwithstanding the provision of Article 7 (1) (a) of this proclamation, the owner of copyright cannot forbid a reproduction of a work by a library, archive, memorial hall, museum or similar institutions whose activity directly or indirectly is not for gain. 

2) A library or archive can make a reproduction of a published Article, short work or short extract of a work to satisfy the request of physical person, provided that: 

a) the library or archive is satisfied that the copy will be used solely for the purpose of the study; scholarship  or private research, 
b) the act or reproduction is an isolated case occurring, if repeated, on separate and unrelated occasion, and 

c) There is no available administrative organization which the   educational institution is aware of, which can afford a collective license of reproduction
Art. 13. Reproduction, Broad casting and other      communication to the   public    for informatory purpose.
Notwithstanding the provisions of Article 7(1) (a), (h) and (i) of this proclamation, subject to the obligation to indicate source and the name of the author as far as practicable; the owner of copyright cannot forbid. 
1) the reproduction in a newspaper or periodical, the broadcasting or other communication to the public of an Article published in a newspaper or periodical or current economic, political, social or religious or similar topics unless the right or authorize reproduction or broadcasting or the communication to the public is expressly reserved on the copies by the author or  owner of copyright or in connection with broadcasting or other communication to the public of the work: 
2) reproduction and broadcasting or other communication to the public of short excerpts of a work seen or heard for the purpose reporting current events.

3) )The reproduction in a newspaper or periodical, the broadcasting or other communication to the public of a political speech, lecture, address, sermon or other work of a similar nature delivered in public or a speech delivered during legal proceeding, to the extent justified by the purpose.

 14. Reproduction and Adoption of computer program 

1) Notwithstanding the provision of Article 7(1) (a) and (c) of this proclamation, the owner or copyright cannot forbid a single copy reproduction, or adoption of a computer       program. 

2) the reproduction or adaptation, of computer program, under the preceding sub Article, is permissible when it is found necessary to make; 

a) use of computer program with a computer for the purpose and extent for which the computer program has been obtained.
b) a back up copy by a person having a right to use the computer program in so far as it is necessary to ensure future use, or
c) adaptation that is indispensable for using the computer program in conjunction with a machine for the purpose, and to the extent of use, for which the program has been lawfully obtained. 

Art. 15. Importation for personal purpose 

Notwithstanding the provisions of Article 7(1) (e) of this proclamation, the owner of copyright cannot forbid importation of a copy of a work by a physical person for his own personal purpose. 

Art. 16. Private performance free of charge 

Notwithstanding the provision of Article 7(1) (g) the owner of copyright cannot forbid private performance of his work given free of charge at a family gathering or in a school. 
 Art.17. Issuance of non-voluntary license
1) The office may grant, notwithstanding the copyright, heirs or legatee owners opposition or translation a license to authorize the reproduction or translation or broadcasting of a published work.
  2) The conditions, forms of such authorization and in particular the fair compensation to be made to the owner of copyright shall be determined by the regulations. 

Art. 18. Display of works 

The public display of originals or copies or works, without authorization of the author or owner of copyright shall be permitted, where the display is made other than by means of a film slide, television image or otherwise on screen or by means of any other device or process and the work has been published or the original or the copy displayed has been  sold, give away or otherwise transferred to another person by  the author or his successor.
Art. 19. Distribution of copies of works

Where a copy of a published work has been sold to the public such a copy may, without authorization and payment of remuneration, be redistributed by means of sale.
Having stated what is provided in our copyright law, now, let you and I thoroughly consider what is in them. 

4.5.1 Free use 

The adoption of the doctrine of ‘Fair or free use’ erodes the exclusive nature of copyright ownership. Fair use concerns with particular acts of exploitation of works, which may be carried out without authorization and without an obligation to compensate the owner of the copyright involved. An act, which would normally be considered as an infringement, is recognized to be legitimate in the eyes of the law to which the owner of the work cannot have objection. Some uses are recognized to be free from the author’s control. In other words, when such acts are found to be performed, the copyright holder cannot institute legal action to get compensation. 

Such concepts were recognized even in the regime of the civil code under Article 1656, 1657, 1658, 1660, 1661 and the others. Similarly, Articles 9, 10, 11, 12, 13, 14, 15, 16, 17 and 18 of the copyright proclamation are dedicated to recognize some uses which are freely available for consumers even against the objection of the right holders. However, in order to be fair such uses are still expected to be reasonable. In other words, even if the type of the use is made to be free, if it is found to be unreasonable in the circumstance, it may still entail legal liabilities on the part of the user. In here, it is good to ask, what should be the criteria to determine whether a certain use is fair or unfair? 
Different yardsticks have been developed in the determination of the fairness of a use to avoid legal liability. In here we will be considering the four widely accepted factors in such evaluation. These are:- 

                      1. The type of the use involved 

         2. The intent with which the use was made 

               3. The nature of the use involved and 

         4. The amount of the material used
Dear Distance learner, now you and I will look into the nature and appropriateness of the above mentioned yardsticks for the determination of a use as to its fairness. 

The first criterion indicated above is the type of the use involved. This has got a direct attachment with the purpose of the use concerned. It seems on this ground that acts like quotation; reproduction for personal purpose; reproduction for teaching, reproduction by libraries, archives and similar institution; reproduction, broadcasting and other communication to the public for informatory purpose; reproduction and adaptation for computer program; importation for personal purpose; private performance free of charge are recognized beyond the control of the right holder by virtue of our copyright law provisions.
 Making use of a work of authorship for the aforementioned purposes is perfectly legitimate. A close look on such acts reveals that the said uses are not attached with the economic interests. Rather they are dedicated to some social goal not related to profit making activities. They are really important limitations on the owners’ exclusive right. Especially, if we are to make progress in literature and art, thus it is inevitable that one shall use his predecessor’s work, as it has been said by Arthor Fisher entitled ‘studies on copyright’ 

The world goes ahead because each of us builds on the works of our predecessors.

The above mentioned limitations, no doubt serve a great public interest both in the dissemination of knowledge and information. 
Dear distance learner, in view of the type or purpose of the use involved, from among the uses a use which calls special attention is reproduction for personal purpose. Art 9(1) of the copyright proclamation prohibits the copyright owner from objecting private reproduction of a published work in a single copy by a physical person exclusively for his own personal purposes. 
What is the central idea of this provision? What is meant by ‘personal purpose’? If everyone is entitled to make a single copy without the consent of the author, who is to buy an original work? If that were the wish of the law maker where is the legal protection?
This was and still is a bone of contention in the discussion related to copyright protection. This is mainly because the wide and direct interpretation is mainly because the wide and direct interpretation of the provision takes away the entire legal protection. Besides, we do not have to forget that it is just an exception and, as you well know, exceptions warrant narrow interpretations. So, if it is to be interpreted in its narrow sense and without eroding the purpose of copyright laws, what do you think the spirit of the law? The only situation where the application of this provision can be fair would be if it allows a person who bought an original work to copy that work for his own personal purpose. That means where he wants to preserve the original and use copy of it for his daily consumption purpose. And therefore, for those who have not paid an original work the duplication, of single and made for personal consumption, is no less a violation of copyrights. 
As the writer observed, during the deliberation of the draft proclamation of the current copyright law, the intention of the framers of the law is reflected to stand by the side of the abovementioned interpretation. Dear learner do you agree with this interpretation? Discuss the matter with your colleagues. 

In addition to the promotion of wide dissemination of knowledge and information, the above mentioned limitations facilitate the flourshiment of literature and art by widely opening the access towards such works by critics. Therefore, for a sustainable development of works of authorship and to let the current generation come up with its own work tracing its base on the works of its predecessors, allowing the abovementioned uses to be beyond the control of the copyright owner would be justified. 

As can be seen from the manner of framing of the provisions, the said limitation is not totally unregulated. All are made to be public interest oriented. This shows that whenever there is a dispute between a copyright owner and a consumer of a work of authorship, one of the material factors to be taken in to account by our courts is the purpose of the use involved. For instance, though academic institutions are entitled to reproduce a work for academic purposes, they are not given the chance to do the same for sale in their book centres. This is mainly because of the recognition of the huge principle which establishes the avoidance of freeridership. Yes, no monetary benefits should be accumulated by third parties without the involvement and against the interest of the right holder. 

The second criterion is the amount of the use involved. In line with the mentioned limitation as enshrined under the provisions of Art 10, the extent of the quotation must be justified by the purpose and be compatible with fair practice.
 Dear learner, to what extent do you think this limitation allows a person to use the work of another? Take for instance a literary work, what proportion of the work can be quoted by a subsequent work? Do not you think that it would be safe if a fixed proportion or percentage of a work is to be provided as a ceiling for quotation? 

In this regard, the civil code attempted to set the ceiling of a lawful quotation. Art 1661 of the civil code provides that what is fair is taken up to forty lines in case of poetical works and ten thousand letters from any other work. An act of borrowing lines or words above the stated fixed numbers by any user used to be a clear case of infringement of the copyright owner’s right. This provision of the civil code is the most criticized of the whole copyright law provisions of Ethiopia. The reason seems to be so obvious. What if a poem consists of forty five lines or just forty or any lesser lines for that matter? In the regime of the provisions of the civil code on artistic and literary works, irrespective of the extent of the entire work itself, the taking of the forty lines was legitimate. Similarly, ten thousand letters may constitute full, half or major proportion of the work, but still the user gets away with it, as he commits no wrong! Undeniably, the strict application of the aforementioned provision would lead to absurdity. And as any other absurd legal provision, it opens the door for interpretation. In this regard Saul Cohen in his work entitled “fair use in the law of copyright” argued that


   “…. courts should give precedence for quality over quantity” 

The absurdity of qualitative ceiling arises especially, from the fact that the taking of say, three lines from a poem was within the limits set by the civil code, but these liners could be the most valuable and recognizable part of the poem. Therefore, according to the view expounded by Saul Cohen and his followers what matters most is not the number (i.e. the extent) rather it is the quality or the importance of the expressions taken form a work by way of quotation. 

The current copyright law has taken a different stand from the abovementioned two polar opposite positions. It has based restriction in the quotation of a work. What is provided under Art 10(2) is a general guideline which requires compatibility of the use with fair practice and matching with the purpose of the use. Obviously, this yardstick is a subjective one. It all depends on the personal appreciation of the particular use and sense of fairness of the person involved to evaluate the fairness of the use. And because of this the fairness or the unfairness of a use is being made something which cannot be decided, conclusively, in advance by the persons concerned. Moreover, I hope, you do remember the consequences of providing courts with discretionary power. As you have notice while taking the various legal courses, discretionary power may entail so many social ills ranging from uncertainty to abuse of power. However, instead of fixing numerical limitation, which may lead to absurdity, it would be a lesser evil to let the courts decide, being guided by the general guideline, on a case by case basis. Dear distance learner, do not you agree with this view? Discuss on the issue with your colleagues. 

The other criterion which is, almost, commonly recognized in foreign copyright laws but over looked in our country is the intent of the user involved or the nature of the use concerned. Both factors have found no place under the Ethiopian copyright law. The ‘intent of the use’ concerns the existence or absence of good faith in using the copyrighted work; whereas the nature of use is all about the magnitude of the adverse impact of the ‘use’ on the exploitation of the protected work by its proper owner. Indeed, in a way, these two factors are inter-related. In a circumstance which reflects competition an otherwise insignificant use may be taken to have a huge impact in the exploitation of the former work, and vice versa. In support of this view Saul Cohen argued that;
It is demanded that the privilege of fair use should be more narrowly restricted in case of rival publications treating the same subject, than in case of two woks dissimilar in scope, content and purpose. 

What is reflected by this statement is that competitiveness of the works warrants the narrow application of fair use or free use as entitlement of consumers against the wish of the copyright owner. This huge fact has never been recognized in the history of copyright law of Ethiopia. As said before, the civil code, in spite of its importance, failed to enshrine it as a material factor in the determination of the fairness of a use. Likewise, the current copyright law provides no express stand as to the legal status of such factors. What do you think? Can we say that it is impliedly reflected under the above-noted general guideline and, therefore, our judges may still consider it as a material factor in exercising their discretionary power? Discuss on these issues with your colleagues. 

On top of the legal lacuna, judicial decisions, on the few court cases, on the question of ‘intent’ are non-uniform. For instance, in the case between Ato Teklu Negash and Asfaw Teferra and the Ethiopian printing corporation (civil case No 1511/78), intention was not taken as an element for the establishment of the commission of the alleged infringing act, whereas, in the case between Fantahun Engda and Tesema Negash and the Ethiopian Television corporations (civil case no 2507/86), the court deemed intention as a material fact in the establishment of the liability of the defendants.
 Which stand do you think is justified? As will be noted at a later stage, in civil action for infringement of copyright, intention to infringe should not be a material factor to be taken in to account in establishing the defendant’s liability. The existence or non-existence of good faith may be considered at the stage of determination of compensation, and not at the establishment whether or not the user is liable. Do you agree with this? 

The extent of the adverse impact of the use in the exploitation of the protected work may have a direct relationship with the extent of the use in relation to entire content of the work. As the evaluation of the impact is based on the magnitude of its reasonable influence on the interests of the copyright owner, the importance of this factor is undeniable.
In sum, it can be grasped that the concept of fair use, though not the same, is introduced in the Ethiopian copyright law. Any use mentioned here-in above, without first obtaining permission of the author and payments of royalties, falls outside the orbit of copyright protection and hence never an infringement at all. However, such uses should not affect the purpose of copyright laws. There are to be exercise nothing but some public interests. To achieve this we need to critically consider the abovementioned criteria. 
By way of closing this section, it is good to note that all such uses can be exercised only with respect to published works. In other words, unpublished works are not accessible to such uses. 
4.5.2Non-voluntary license
Relating to free use, serving similar public purpose, we have another limitation, namely non-voluntary (compulsory) license. Non-voluntary license is a license granted for arise by a competent government authority. This is all about the arrangement that those who want to use the work of another person may apply to the appropriate government office, in Ethiopia the Ethiopian Intellectual Property Office, and the latter gives the authorization of the use. This may be done either without the knowledge of the copyright owner or even against his clearly expressed objection to the use demanded.
Non-voluntary license is justified on the ground that sometimes it is not practical to find the copyright owner and secure his blessing, especially long time after its publication. On top of this even if it is possible to locate him, he may not be willing to let others use his work. In this regard M.A Khan, in his book entitled ‘principles and perspectives of copyright’ argued that:

“… introducing the concept is also important to avoid the creation of monopoly. For, it avoids the user of certain copyrighted work at the expense of all other users. … on the other hand, it is criticized on the ground that  it creates difficulty to exercise moral rights by the author, and it erodes the bargaining power of the right-holders as the latter is bound to permit the use. 

Undeniably, in some circumstances the copyright owner may restrict the wide distribution of the work for different reasons. This may be done to reap huge benefit on few copies by charging a higher price. Similarly, he may not be willing to let others use his work as a stepping stone to come up with their own. No doubt, this contradicts with the purpose which copyright law claims to stand for. Equally, it may also be difficult to find out the whereabouts of the right holder. This difficulty will be worsened as the time of publication gets older and where it is difficult to identify the place of publication. In such circumstances, to legalize unauthorized uses would totally be unjustified. Therefore, it is of immense importance to authorize a governmental institution to take care of such matters.
 In view of avoiding unjustified rampant violations, the concerned government office will give the license to use the work up on the request of the user. As noted above, some argue that the fact that the license is given compulsorily, adversely affects the economic interests of the authors. This, according to these people, happens because of the erosion of the bargaining of the copyright owner as a necessary consequence of the legal arrangement. An issue that must be considered, in here, would be should public interest out weight the personal interest of the copyright owner’. What do you think? 

The abovementioned conditions make us to think about two possibilities. The first being the situation in which the license is given without the knowledge of the copyright owner, the second is given against his objection. In here, it is to be emphasized that although the act may be performed without the permission of the copyright owner, or even against his clear objection, in compulsory licensing, unlike the case of fair use, the use of the work is to be made in return for remuneration. 
Therefore, the amount quoted either by an agreement as between the user and the copyright owner or, if they could not make the agreement, the price determined by the concerned office will be paid by the user for the benefit of the right holder. In simple language, in non voluntary licensing what we see is the right of ownership being reduced to right of compensation.
Generally, there are two forms of non-voluntary license systems. The first is commonly named ‘statutory license’ where everything, including, the royalty will be determined by the law recognizing the concept of the non-voluntary license. The second one is called ‘compulsory license’. In here, the use must negotiate with either the copyright owner or a collecting society representing the interest, where he wants to use the work. The author or his assignee is legally bound to permit the use against the payment of remuneration. 

When we turn our face to our copy right law the situation is a bit different from these two generally accepted forms of compulsory licensing. In the regime of the provisions of the civil code related to copyrights, public authorities, though not identified’, were to authorize the making of certain acts even against the objection of the copyright owner. The condition and form of authorization was wanted to be determined by a special law. However, no law was enacted to guide the concerned offices. In the current copyright proclamation, the cumulative reading of Art 17 and 2(15) office is entitled to give compulsory license under the legally provided conditions. Now, let us see what is provided under Art 17 of the proclamation. 

 Art 17- Issuance of non-voluntary license
The office may grant, notwithstanding the copyright, heirs or legatees owners’ opposition, a license to authorize the reproduction or translation or broadcasting of a published work. 
The conditions, forms of such authorization and in particular the fair compensation to be made to the owner of copyright shall be determined by the regulations.

In no circumstance may the office authorize the alteration of a work. 

As stipulated in the aforementioned legal provision the license may be given against the objection of the author or his assignee. The circumstances in which non-voluntary license may be issued and the firms thereof are left to be determined by the ministry of council in its regulation. Similarly, the compensation to be paid by the user is not made to remain in hand of the concerned parties that is to determine the compensation being guided by the regulation to be issued. 

Another important issue that must be raised at this stage is about the moment as of from the office will be entitled to grant the license. Article 17(1) of the proclamation reveals that compulsory license can be given only after the publication of the work to the public. This is mainly because, since the right to publish falls in the domain of moral right of the author, which is exclusively personal to him, the authorities need to wait for that moment to come. Therefore, in no circumstance the office is entitled to issue compulsory license on unpublished works. This stand emanates from the fact that right of publication belongs to the domain of moral rights. And, I hope you still remember the facts that moral rights are recognized to be personal rights of the author. Therefore, it is up to him to decide “whether” and “when” to publish his work.
 In relation to this, another thing not to be forgotten is that the office, even in the circumstances where it is possible to issue the license, may in no case authorize the alteration of a work. The law says just authorization without emphasizing the extent and impact of the authorization. This again emanates from the personal nature of right of modification of one’s own work. We have noted that alteration of the work is in the domain of the author and no one can do it without authorizion during his life time and his heirs or legatees up on his death so far as the protection is still valid.
 Though the rationale behind this restriction is not disputable, Art 17(3) can be a source of questions which say: are all alterations prohibited? What if it is something positive? Or what if the alteration is mere perpetual modification which can not affect the honour and reputation of the author? Discuss on this matter with your colleagues in the light of the need for the preservation of the right for integrity of the work. 
4.5 Duration of copyright 

Time limitation in the exercise of right of ownership is also unique to intellectual properties. This is, as we noted, because of the inherent nature of properties in this domain. 

The duration of the copyright owner’s monopolistic exploitation of fruits of his work has been, for a long time, a matter of controversy. Questions arising in relation to duration are the following:
      * Should copyright protection be perpetual?
                                * If not, should it be short or long? 
There has been, however, a general consensus as to ‘the question of perpetuity’. It is submitted that the copyright owner’s bundles of right, constituting the economic one, at least, should not be perpetual. This is generally based up on consideration of social welfare. It is argued that if a work lives after having played a part in remunerating its author during his life time and his assignees after his death, it should, in the interest of the public, fall within the public domain. This view is highly propagated, especially, on the ground of development of creativity in literature and art. 

Now a day, countries, within the framework of international instruments to which they are subject, fix the duration of copyright protection by domestic laws. Almost all copyright laws justify their stand on the ground of facilitating transfer of creativity from generation to generation and there by promoting the flourishement of art, and literature. And therefore, after the lapse of a certain period fixed by law, the work deserves no more legal protection. In this regard, Jermy Philips and Alison Firth, in their work provided that: 
       The life of copyright will “die” after the stroke of midnight’ leaving not so much as a corpus behind it’ 

The usual practice is that the duration covers the life time of the author a period of years- twenty five to fifty years- fifty years being preferred. 
In the history of Ethiopian copyright law, this fact has been recognized even in the regime of the provisions of the civil code related to copyrights. Art 1670 vests the right of copyright ownership in the author throughout his life time, no matter how long or short it may be and in his heirs for a period of fifty years computed as of the time of publication of the work. This provision is condemned for giving inadequate protection to the heirs of the author. As indicated here in above, the civil code entitles them the right to exploit the rights of the person they inherited only for fifty years counted as of the date of publication. This may be fair in case of posthumous works. And also in case of works published during the last years of the author’s life. In all other cases, however, it may appear to be far from fairness. Dear distance learner, think about the status of a work the author of which died after the lapse of ‘the fifty years period’. In such a case, according to the aforementioned provision of the civil code, the protection would be buried with the author. Similarly consider the situation in which the author died in the age near to the 50th year of date of the publication of his work of authorship. In this circumstance, too, the heirs are, almost, not protected. 

Especially, in the absence of the concept of ‘renewal of copyright’, unlike the situation in some other countries, the stand taken in our civil code is said to be discouraging. This is mainly because it adversely affects the transfer of the author’s right to third parties. It can be said that the hairs will not benefit from the deceased’s work unless he died soon after the publication of the work or without having it published. Alternatively, such as managements may force some authors to suspend the publication of their work to the latter days of their expected age, if they want to leave some asset behind for the benefit of their heirs. In view of rectifying and other related gaps, the new proclamation of copyright provides what follows:
 20. Duration of economic rights

1) Economic rights shall belong to the author during his lifetime and to the heirs or legatees for fifty years from the date of death of the author. 
2) In case of a work of joint authorship, the term of fifty years shall commence to run from the death of the last surviving author.
3) The term of 50 years of a posthumous work shall commence to run from the date of publication of the work. 
4) Where the work is a work of collective work, other than an audiovisual work, the economic rights shall be protected for fifty years from the date on which the work was either made or first made available to the public, or first published, which ever date is the latest. 
5) Where the work is a work published anonymously or under a pseudonym, the economic rights shall be protected for fifty years from the date on which the work was either made or first made available to the public or first published, which ever date is the latest.
6) Where the author’s identity is revealed or is no longer in doubt, prior to the period indicated in Sub-Article (5) of this article, the provisions of Sub-Article (1) or (2) of this Article shall apply, as the case may be.
7) The economic rights relation to a photographic work shall be protected for twenty-five years from the making of the work.
8) The economic rights relating to an audiovisual work shall be protected for fifty years beginning from the date of making of the work or communication of the work to the public, which ever date is the latest. 

Generally, as can be seen from the aforementioned provisions of the law, the proclamation provides different duration of protection depending on the type of work or manner of publication. For the majority of the works of authorship the life time of the author plus fifty years after his death is provided as duration of protection.

 With respect to photographic works a relatively shorter duration is stipulated in our law. It is fixed to twenty five years. And the duration will be counted not as of the date of the death of its author but it is as of the date of its making. Dear colleague, what do you think the rationale behind this especial arrangement when it comes to photographic works? It is argued that the rationale behind this discriminatory treatment is the degree of creative effort required in the production of photographic work as a work of authorship.

 Assume a photographer, a painter and a writer engaged in the task of photographing, painting and writing respectively about a certain small village. The respective fruits of these three different persons are, no doubt, works of authorship which trigger legal protection. But do you think equal creative efforts are required on the part of these three persons to come up with similar product about that same small village? Undeniably, no! This is because of the overt fact that it is obvious that the photographer may not be required, normally, more than the pressing of the buttons of his camera. This shows that the photographer externs lesser creative effort than the painter and writer who are doing on the same subject matter. That seems why a lower duration of protection is provided for works which demand a relatively higher creative effort, and vice versa.

With respect to posthumous works, a fifty years period shall commence to run from, the date of publication of the work. Obviously, this is provided for the benefits of heirs and legatees of the author. As the author did not publish his work prior to his moment of death, the work is not accessible to anyone including his creditors and even the Ethiopian intellectual property office which may give compulsory license upon request of a user. Reasonably, this period is made to be calculated as of the data of its publication. 

The civil code has failed to regulate the duration of protection for works of joint-authorship. As a result, there was confusion as to when to begin the calculation of the duration of the protection since the production of such a work involves more than a single person. Art 20(2) provides that in case where the work is the result of a joint effort of more than one author the fifty year duration of protection is to be calculated as of the death of the last surviving author. 

By the same token, the duration of protection in case of audiovisual works is a bit different from the general principle enshrined under Art 20(1). In fact it is limited to fifty years. But, the moment the period is made to commence is provided in an alternative manner. The starting point may be either the date of the making of the work or the date of communication of the work to the public. As it is clearly stipulated under Art 20(8), from the two moments the latter in time is to be preferred. This makes the protection for audiovisual works to stay for more than fifty years of its making.

Both the civil code and the current proclamation have failed to regulate, at least, in an expressive manner, the duration of protection of works made for a hire. Similarly, no mention was made by both laws as to the status of the protection of transferees of the author. We noted that copyright is transferable. And, therefore the author may transfer his legal entitlement with respect to his work of authorship in what so ever legally possible manner.

Dear colleague, what should be the position of the employer and the third party assignee?

It is generally submitted that it is a widely accepted principle of transfer that a transferor may not transfer a right he himself does not enjoy. In other words, a transferor transfers the rights legally according to him to the extent they are transferable, and no more. This means that the assignee’s position is not different from the transferor (in our case, the author). It follows that the right to be exercised by the assignee or transferee is the right that would be, exercised by the assignor or transferor. Therefore, it may be safe to say that where a lesser period is not set by the contract of transfer, the transferee’s right of ownership is legally protected during the life time of the author and for additional fifty year after the death of the author, i.e. the transferor.  

Dear distance learner, I hope you still remember that you and I have discussed about collective works. It is where a literary and artistic work is created by two or more physical persons at the initiative and made under the direction of a person with the understanding that it will be disclose in the name of the person who took the trouble of directing the production of the work without indicating the identity of the contributor. Art 20(4) provides a fifty years period of protection with three alternatives for the commencement of this duration. These are:-

1. date of the making of the work
2. date of first making available the work to the public and 
3. date of first publication 

Here again, from among these three the latest one is preferred. Thus, if work is made in 2000 E.C and made available to the public in 2049 E.C but published in 2098 E.C, the protection will be extended up to 2148 E.C. This prolongation is the virtue of preferring the latest as of the three abovementioned alternatives. At this stage it is good to note that this applies for collective works other than audiovisual works. In the latter case, the provision of Article 20(8) will be the pertinent legal provision to determine the duration of protection.

We have also discussed about works published anonymously or under a pseudonym. It is one of the moral rights of the author enshrined under Art 8 of the copyrights proclamation. In such a case, the duration of protection is made to extend for fifty years as of the date on which the work is made or first made available to the public or first published, which ever date is the latest. This arrangement of the law entails the abovementioned consequences in relation to collective works. However, this applies only if it is not possible to identify who the author is. As per Art 20(6), if the author’s identity is revealed prior to the above mentioned three moments the duration of protection will be the life of the author or the last surviving author, in case of a joint work of authorship, and fifty years afterwards. 

That is how duration of protection operates as a limitation to copyrights under our copyright law. The abovementioned time references are expressly stipulated with respect to economic, rights. However, the thing is not different when it comes to moral rights. This is mainly because, as noted here-in-before, moral right are made to be protected until the   expiry of the economic rights. And therefore, we can say that the extant of the duration provided for the economic rights determines the extension of the duration of moral rights.

In sum, fair use and duration of protection are the major and peculiar limitations imposed on intellectual properties in general and copyrights in particular. But, they are not the only restriction that copyright owners should face. The extreme limitation in the system of copyright protection is exclusion from the orbit of copyright law. This will be the concern of the following sub-section. 

4.6. Exclusions from the Ambit of Protection
We have stressed that as a compromising between the competing interests of the authors and that of the consumers of the work, the law imposes limitation on the exclusive right of the author or his successors in title. In view of achieving public interests some uses, as are noted, are made to be outside the control of the copyright owner.
 It is also logical to emphasize the fact that copyright is restricted in time, and the many good things in it. For instance, as indicated before, it avoids the difficulty of seeking the copyright owner long after the date of publication. Such limitations are, no doubt, in line with one of the purposes of copyright laws, that is promoting science, literature and art. But, if this is all required, any use or time framework against this big social purposes need to be discouraged. This for nothing but, as the extreme exercise of such limitations takes away the legal protection; it will be damaging to the system itself. 

So far, in the previous sub-sections we have observed that the law provides the outer limits of the rights that are provided for the legitimate owner or a work of authorship. The extreme limit, which forms the concern of this sub-section, is the outright exclusion of works from the ambit of copyright law.

We have noted, some works, even if they belong to the domain of the works of authorship and no matter how they squarely fit to the legal requirements for the subsistence of the legal protection, are declared not to be subject matters of the copyright law. With respect to such item, the law provides a situation which lets the public to have free access with no restriction. In relation to this, the World Intellectual Property Office, in its publication entitled ‘basic notions of copyright and related rights, has recognized the fact that exclusion is a clear case of limitation as follows: 

The exclusion from copyright protection of certain categories of works is another limitation in the field. 

In our law, the legal protection is the rule. And therefore, the excluded items, as exceptional circumstances, are only those which are mentioned in an express manner. This means any work which belongs to the copyrightable works and in line with requirements of the law triggers the protection of the law.

During the regime of the provisions of the civil code’s that are pertinent to copyrights, any official text of the three branches of the governments are totally excluded from the orbit of copyright law protection. In this regard, the current copyright proclamation has narrowed the radius of the exclusion. This, as we noted, is made based on the nature or the content of the work. What is excluded by the proclamation with regard to official texts is just an official text of a legal nature or the translation thereof. In other words, not all official texts of the legislative, the judiciary or the executive are excluded from the ambit of the protection. At this stage, the point that we have to re-emphasize is the fact that content of the work is not a material factor but may become decisive ground for exclusion purpose. 

In general, so far we noted what entitlements may be claimed upon works of authorship which satisfy the legal prerequisites. And, also, the outer limits of these legal entitlement. Related to this one may ask who the owner of such bundles of rights is. This will be concern of the upcoming chapter.        

Chapter Five

Ownership and Transfer of copyright

5.1. Introduction

So far, we have observed that the fact that certain work belongs to the copyrightable domain entails bundles of rights when it satisfies the legal requirements for the subsistence of the protection. In this chapter we will identify who the subject’s of copyright laws are i.e. who owns the copyright in a work? What are the specific rights enjoyed by publishers? Who is the right holder in case of works produced for hire? Is copyright transferable? How? These and other related issues will make up the gist of this chapter.

At the end of this chapter the student will 

· Identify who the primary owner of a copyright is 
· Distinguish authors from others who may take part in the production of the                                                                                                                                                                                            work 

· Be able to resolve issues related to ownership of works produced by more than a single person 
· Determine the individual & joint entitlement of individuals who contributed to a work published in a collection form
· explain the relationship as between an employee and employer with respect to   a work of authorship 

· Identify the rights of publishers 

· discuss the manners of transfer of copyright

· explain about the procedure of securing licenses to use a work of authorship   

5.2. Ownership of copyright 
As has been remarked, ownership of copyright in a work of authorship is enjoyed differently from the material objects in which it is clothed. Accordingly a purchaser of a book or a cassette becomes the owner the copy he purchased, but not the copyright in the book or the classette involved. Therefore, it is not possible for such a purchaser to enjoy those exclusive rights reserved for the author. The only person who can legitimately exercise the exclusive rights we noted is the owner of the copyright, and he is the only person who can authorize others to do acts upon which the law gives him the sole right to do. The only exception to this huge principle is that the possibility of implementing compulsory license by the concerned office which may authorize some acts even against the objection of the right holder.

But, who is that ‘monopoly right holder’? The author is the original owner of copyright on the work he created. This general rule is subject to contracts providing otherwise, contrary judicial decisions or stipulation of law to that effect. This shows that the author and the owner of the work may not always be a single person. There may be proprietors of the work other than the author. In the upcoming sub-topics we will be addressing about the specific proprietors of a copyrightable work. However, prior to the detailed explanation, I hope it would be sympathetic if we mention what is provided in our copyright law as regards ownership and presumption of authorship. Here you go?    

Art 21. Original ownership of Economic right 
(1) Without prejudice to sub-article (2) to (6) of this Article, the Original owner of the economic rights shall be the author who has created the work.

(2) Where the work is a work of several authors, the co-authors shall be the original joint owners of the economic right.

(3) Where the work is a collective work, the person at whose intuitive and under whose direction the work has been created shall be the original owner of the right.

 (4) Where the work is a work created by in author employed or commissioned by a person in the course of his employment or contract of service, unless agreed otherwise, the original owner of the right shall be the employer or a person who commissioned the work 

  (5)  Where the work is in audiovisual:

             (a) The producer shall be the owner of the economic right. However, the script writer, Director, cameraman, Lyricist, compose and other authors there of shall enjoy the right of authorship in the work, and have the right to receive remuneration pursuant to contract concluded with the producer.

(b) The authors of the screen play, musical works and other works that are incorporated in an audio visual work and can be exploited separately shall be entitled to exercise their copyright independently.

(6) Notwithstanding the provisions of sub-Article (5) of this Article, the co-authors of the audiovisual work and the authors of the pre-existing works included in, or adapted for the making of the audiovisual work shall maintain their rights in their contributions or pre-existing works, respectively, to the extent those contributions or pre-existing work can be subject of acts covered by their economic rights separately from the audiovisual work.

5.2.1. The author 
It is generally accepted that the first owner of copyright as indicated above, is always the author and all claims to copyright descend from him. This is mainly because of the fact that since the primary purpose of copyright protection is encouragement of creativity the first person who should come to our mind when it comes to protection is the creator of the work, that is, the author. This important principle was well recognized during the promulgation of the civil code. Art 1647(1) of the code provides that an author of a work of the mind shall have the right of ownership on the work he created by the mere fact of his creation. This stand of the law is reaffirmed by the new proclamation, as have noted above. 

We emphasized that works of authorship manifest the personality of the author. On top of this, the production of a copyrightable work, definitely, costs the author in terms of time, money and other resources. And, therefore, there is no need to have further explanation to justify the status of the author as an original owner of the fruit of his intellectual labour. Dear learner, don’t you agree with this?

Once it is conceded that the author is to be the first owner of copyright on a work of authorship, it is necessary to understand what is meant when one speaks of the “author” of a work of authorship. Who is the author? The civil code does not provide any definition of the term “author” which it uses in its various provisions. Never the less, even if there is no express definition dedicated to this term, there are some provisions which impliedly contribute to the understanding of the work with the contact of the code. In Art 1666(1), it is stated that;

In the absence of proof to the contrary, the person under whose

               name the work is disclosed is to be regarded as the author thereof.

The aforementioned legal provision establishes the presumption of the author. Normally, a work is published in the name of its creator. This indicates that the work is used in its ordinary sense to denote the maker of the work concerned. In fact, it is wise also to recognize the fact that for different reasons works may be published in a name other than that of the author, in a pen name or even anonymously. In such circumstances, determination as to the identification of the author depends on the possible evidences to be produced to establish who the author is. Since it is just a presumptive provision, as most presumptive cases, it may be rebutted when contrary evidence is produced to the satisfaction of the court. Therefore, we may end up with conclusion that sometimes the named person is not the author and thus not the owner of the work published in his name. The cumulative reading of Art 21(1) and 22(1) of the copyright proclamation, as well, upholds a similar stand with this legal position. 

Another point to be remarked is that since the copyright protection is extended to the manner of expression of an idea and not to the idea embodied in the work of authorship, when we say originator of the work, we are not referring to the originator of the idea. In other words, the author is not expected to be the originator of the thoughts or ideas which have inspired the work.

Dear distance learner, assume that the idea embodied in a work is incepted by Ato Alazar and well expounded by Ato Derje but incorporated in his work of authorship by Ato Zelalem. Who do you think is entitled to claim a monopoly right of ownership on the work of authorship? Is it Ato Alazar because, he introduced the idea? Or, Ato Dereje, because he developed the original idea? Or, Ato Zelalem, because he expressed it in a work of authorship form? If you have said ‘it must be Ato Zelalem,’ let me tell you one big fact: you are becoming more familiar with the contents of copyright law, and also the purposes for which the law claims to stand. Unless of course, it is shown that Ato Zelalem has copied it from somewhere else. 

It is also important to ask as to who can be an author. Is the status of authorship reserved to natural persons only? Or can legal person be regarded as an author?

 Dear colleague, I hope the term, ‘intellectual property’ is an adequate implication to reserve authorship for natural persons only since legal persons do not have intellect which can be a source for creativity. On top of this we have said that copyright laws protect moral rights of the author in additions to even separately from economic rights of the author. From this we may say that in countries where moral rights are recognized, like the case of ours, the author must be a physical person. This naturally flows from the fact that it is generally submitted that only humans who have the moral faculty and thereby can enjoy moral right, which is the component of copyright. This, by no means, mean that legal persons cannot be authors or original copyright owners. As we noted before, the author may not necessary the owner of the work. And therefore, where it is provided by law, contract, or judicial decisions, legal persons may be recognized to be owners of a work of authorship.

In general, we have noted that natural persons are original owners of copyrights. Sometimes, a work of authorship may be produced by joint effort of two or more persons. Who is the owner in such a case? 
5.2.3. The Right of Co-authors 
Dear learner, under this sub-topic you and I will be discussing on a ‘work of joint ownership’. What is meant by a work of joint ownership? What makes a work to belong to this domain? Are all works in the production of which more that a single person is involved works of joint ownership? Should we take the specific type of the contribution of the participants to qualify the work to this domain? What do you think?

Broadly speaking, it may be said that a joint work is a work prepared by two or more persons with the intention that their contribution be merged into either an inseparable (E.g. A novel) or interdependent (the lyrics and music of a song) part of a unitary whole. A joint work is, therefore, a produce of the labor of several authors who acted with the view of creating a single whole. Art 2(29) of the copyright proclamation provides that a joint work is different from a collective work. It states; 

‘A work of joint ownership’ means a work to the creation

 of which two or more authors have contributed, provided that

 the work does not qualify as a ‘collective work’ under sub-article

 (15) of this proclamation 

As will be noted at a later stage in this work, a joint work is different form ‘collective work’. A joint work is attributed with the quality of being either inseparability or interdependence. At this stage the point is ‘who should be the man of title on a work which is a fruit of joint efforts?’  Arthur R. Miller and Michael H, Davis, in their book entitled “Intellectual Property: Patents, Trademarks And Copyright” responded to this question in the following brief and sect explanatory manner:

Co-authors stand in their relation to each other as co-owners

 in respect of any other kind of property, with some modifications

 peculiar to intellectual property. 

Subject to the specific nature of copyrightable works, co-authors’ fate will be determined by the principles of law of property related to joint ownership. As you have noted while taking ‘property and land law’, in our law, the manner in which the co-authors exercise the right is left to their common agreement. In particular, they may determine their respective share on the commonly owned item. In the absence of such an express arrangement, the legal presumption of Art 1259 which established of equal share of joint owners will be applied. In such a case each will have equal entitlement to, and equal say on, the work. 

Even if the co-authors are left free to regulate their relationship by private agreements made among them, it is evident that copyright laws want to maintain the oneness of the work. This is more so, especially, where the separate utilization of one’s personal contribution is detrimental to the use of the common work. 

For instance, according to Art 1668(3) of the civil code independent exercise of a right by a co-author is allowed only where the works contributed by each author represents a different type of work. Even in this situation, the personal use should not affect the right of the co-author in the joint use of the common work.

While addressing the issue as to who the author is, we said that it is assumed that it is the one in whose name the work is published. If that is so, in order to be regarded as a joint owner, it is a must to have ones name on the work. In respect to the relation between the co-authors, the law does not seem to bother about in whose name the work is published. The work may be issued in the name of one of the contributors, or with the name of the few or all participants. The unnamed authors may benefit from the exceptional circumstance envisaged by Art 1661(1) of the civil code. We have noted that authors are legally entitled to remain anonymous. And also the right to be identified is one of the moral rights of the author. But if they are not interested to exercise this right and preferred to remain anonymous, there is no reason to deprive their right of ownership. What the copyright law wants and should want is just to recover the creativity, and therefore, so far as the unnamed authors can establish or show they are contributors they are no less owners. Obviously, as the co-authors know each other and recognize the respective contribution of each, the named ones should not be give better entitlement than the unnamed ones.

      Dear distance learner, what about in their relation to third parties? 

Art 1669(1) of the civil code provides that in their relation to third parties, it is the person in whose name the work is published who is deemed to be the sole author of the work. This law recognizes that third parties are justified in assuming that the named person is the sole author of the work concerned. Sub-Article three of the aforementioned legal provision goes on saying “the right of co-authors will not affect third parties” this is simply because, the publication of a work in one or some of the contributors creates the impression in the mind of third parties that there are no other right holders behind the curtain. How could third parties imagine the contrary? As the law says the author is the named, and the named is presumed to be the original owner of the work, third parties are not logically expected to investigate whether there are unnamed authors. The legal presumption benefits the third parties. 

Dear learner, don’t forget that the law is just creating a presumption. And, therefore, as we said time and again, as most of the presumptions, it is susceptible to rebuttal. Since the sole purpose of presumptive provisions is shifting the burden of proof, the reverse position may be held where proof to effect that the third party was aware of the existence of the co-authors is produced. 

As we have tried to indicate here-in-above, provisions of law of property are applicable to regulate co-authorship to the extent they are pertinent with respect to the nature of copyrightable works. Dear colleague, I hope you still remember that decision on the administration of the jointly owned item requires a share based majority vote (Art 1365 Civil code). On the other hand the decision to alienate the item for free or for consideration or to change the establishing purpose of the joint ownership can only be held unanimously. This applies to co-authors of a joint work, mutatis mutandis. Therefore, the decision to sale the copyright on the joint work, for instance demands the unanimous vote of the joint owners. From this it naturally follows that if third parties concluded a sale contract with one or some only of the co-authors knowing (or where it is reasonable to expect) the co-authorship, the contract cannot stand in the eyes of the law. That means, such contracts can not affect the non-contracting authors. This applies even in a situation where the non-contracting authors are not named in the published work, provided that the third parties knew or should have known their existence.

Dear learner, in sum we can say that co-authors are just joint owners of a property. The law equally protects unnamed co-authors to the extent they are identifiable. 

5.2.3. Collective works 
The civil code which, reasonably, determines issues related to joint ownership fails to regulate expressly the ownership of collective works. Who should be the owner of a collective work? Before addressing this issue, I hope it is necessary to distinguish a ‘collective work’ from a ‘joint work’. Dear distance learner what do you think the basic differences between these two types of works are? First discuss the matter with your friends and then take a look at what is provided under Art 2(5) of the copyright proclamation. It states:

“collective work” means a literary and artistic work created 

by two or more physical persons at the initiative and under

                     the direction of a person with the understanding that it will

                    be disclosed in the name of the latter person without indicating

                    the identity of the contributor 

The squeezed from this provision is that a collective work is one in which a number of contributions, constituting separate and independent works in themselves, are assembled in to a single whole to be published in the name of the person who has taken the “trouble” of initiating and directing the task of producing  the work. Therefore, collective works or works published in a collection form are completely different from joint works which attributed to be inseparable or interdependent. In fact, we may say that a single whole which a product of contributions of more than a single person can be regarded as a collective work if the parts contributed are not inseparable and interdependent. 

What a joint work and a collective work have in common is the contribution of more than one person in their production. The interrelationship of the works contributed, however, is different in these two items as we indicated above. When we think of collective works we may mention a publication consisting of, for instance, speeches delivered may be on different scenes, at different times, and on different issues, or musical albums which consist works of different musicians or works of a musician issued at different times, etc. 

Dear learner, I hope, now, you have a clear idea of what a collective work is. Now let us turn to the issue of ownership. Who should be the owner of a collective work? Is that all the contributors jointly?

 In entertaining this issue, the point that we don’t have to forget is that a work contributed in a collective work has its own independent author. For instance, if we take a collective work which consists several short stories the respective authors enjoy separate, independent an unassailable right with respect to their own independent work. 

Dear distance learner, I think you have seen, at least a book published in Ethiopia comprising short stories. Let me remind you one. The book entitled ‘aba defar’. In this work of authorship both writers (Ato Adamu Reta and Ato Gebeyehu Ayele) enjoy an exclusive right of ownership on the collective work. Of the recently published domestic works a book which is the fruit of the contribution of Ato Bewketu Seyum, Ato Gebeyehu Ayele, and Ato Adamu Reta entitled “Kinfam Hilmoch” is a typical example of a collective work on which the contributors can claim independent right of ownership on their own respective work. In our time, musical works and video clips are being published in a collection form. Here again, each author is legally protected to enjoy right of ownership on their contribution to the single whole.

Dear learner, what do we mean by saying each contributor is an independent owner in his own domain? 

As you have learned from your law of property course, it simply means that it entails the enjoyment of the inherent rights of ownership on their own works. Do you remember the contents of rights of ownership? Anyways, allow me to remind you! Right of ownership consists the followings:
                       (1)  The right of use 
                        (2) The right to collect and own fruits &

                        (3) The right of alienation

From this we learn that each contributor (or author) exercises the abovementioned rights up on his rights in an exclusive manner even if his work is incorporated in a collective work. So he may sale it, give it for free or transfer it in whatsoever legally possible means.

We have also noted that computer programs are recognized to be subject matters of copyright laws. Do you remember? More than a single computer programs may be comprised in a single compact disk or floppy diskette. Here again, each contributor may use or transfer his own part without the consent and blessing of the other contributors to the single whole. On top of this, each contributor may collect and own fruits of his own work. In general, any benefit that may accrue from the work in its independent existence belongs not to the owner of the collective work but the private contributor. The right of alienation of an owner extends up to the right to destroy the property. An author, who is now a contributor to a collective work, has final say on the destruction of his own work.

Generally speaking, the administration of the collective work is quite different and independent form the parts included in it. This situation reveals a difference between collective works and joint-works. As noted before, in case of joint works, even if there is no total ban, the possibilities of using one’s own contribution by one of the contributors is very much minimal. Dear distance learner what do you think the basis of such distinction is? If you have understood the above mentioned idea you can easily respond to this question. We said that the natures of works contributed in the production of these two types of works of authorship are different. Joint works, as we indicated, are interdependent or inseparable even if they are contributed by more than a single author. Instance, imagine a film script which is a product of the joint effort of two script writers in such a case, it is very difficult to distinguish the respective contribution of each script writer. It demands a divine power to identify which manner of expression came out of the mind of which script writer. That is why law, wisely, avoids the independent use of a contributed part. 

We noted that joint works are to be interdependent if not inseparable. In contrast to this, works incorporated in a collection form are not required to reflect the quality of being interdependent. Each work, in this case, stands by its own. A collective work may comprise works of a single author published at different times, or it may include works different authors issued at the same or different moments. 

Moreover, works included in a collective work may embody contradictory or different ideas. In addition to the possible disrepairs with respect to the contents of the particular works, the form or mode of expression of such works may be different. Take, for instance, a literary work. Some of the collected works may be passages while others are poems; of the passages some may be fictions, others essays and still others descriptions of hard facts. A typical example of such works may be a domestic publication entitled ‘Efeta’ in the production of which famous authors like Sebehat Gebre’egziabher have participated. We may also mention encyclopedias and collection of photographic works as a member of this wide domain.

In sum, so far in this topic we have been trying to distinguish the nature of joint works and collective works. In brief, the inseparability or interdependence of works in a joint work blocks, in principle, the independent utilization of the particular works, while, on the contrary, the reverse nature of works in a collective work is the basis for their separate use and transfer or even destruction. A point that must be emphasized at this stage is the fact that in some exceptional circumstances the above mentioned principle of independent use may be eroded. This happens when such separate use adversely affects the exploitation of the single whole in case of joint work, and when the contributors have agreed with the owner of the single whole to block the independent use in case of a collective work. 

Dose this last clause triggered a question in your mind? Dear learners have you asked as to who the owner of the collective works other than the contributors? This question is a sign of your familiarity with the content and spirit of copyright law.  

So far in this sub topic, we have addressed issues related to ownership in particular reference to works incorporated in a collective works. Now, let us see the ownership on the single whole itself. A person may come up with a collective work of authorship in one of the following three circumstances:-  

                  (1) the collected works may, entirely, be works of his own 
                  (2) the works may be partly of his own and partly works of others
                  (3) the works may be totally works of others 

At this stage, it is really important to emphasize that if the duration of protection of a work has not expired yet, the making of a certain work which is part of a collective work demands the consent of its author. At least, if one cannot secure the blessing copyright owner of the work, he has to get a compulsory license from the concerned office. Consequently, the incorporation of a protected work in a collective work without the blessing of either its owner or the appropriate office is an infringing act which may entail legal liability. From this it naturally follows that when we talk about a collective work we are referring to the situation where the person who has taken the trouble of producing the work is legitimately secured the necessary consent. Up on satisfaction of this legal base, Art 21(3) of the copyright proclamation provides what follows: 

“where the work is a collective work, the person at whose

 initiative and under whose direction the work has been created

 shall be the original owner of the rights”  

This implies that when the initiation to produce a collective work is coupled with the task of directing the production entails the right of ownership for the person involved. The cumulative reading of the provisions of Art 21(3) and Art 2(5) dictate us that the original owner of a collective work is just that single person. Moreover, the provisions reveal that it is only natural persons who can be the original owners of a collective work. This stand of the law raises various questions, consider the following issues.

-What if a person took initiative but another person handled the directing for different reasons including expertise?

_What if both the initiation and the direction are conducted by more than a single person? 

_What is wrong if the direction and initiation of the work is made by a legal person?

Discuss on these issues with your colleagues. And ask yourself about the solutions for such issues if they were issues in a court that you are presiding.
5.2.4. Works made for Hire
We have noted that for uncountable reasons works may be made for a hire. This refers to as the works produced under contract of employment or service. For example, a governmental organization may employ the intellectual labor of individuals for the production of a copyrightable work. Similarly, a person may employ a videographer for the recording of his wedding ceremony. In such circumstances, a work may be produced by the intellectual effort of an employee under the order and cost of the employer.

Who do you think should the owner of a work made for a hire be? In the above-mentioned instances, is that the office or the employee: the bride or the videographer? First discuss the matter with yourself and then with your colleagues, and lastly take a look at what is provided herein under.

A uniform stand has not been taken by the various territories in our world. E.P scone James and et al, in their book entitled ‘Copigner and Scone James on copyright’ stated that:

“….. in many foreign jurisdictions, especially in the Anglo

 Saxon legal system, an employer, in case of works for hire 

under a contract of service, is deemed to be the  owner of 

copyright in the work”. 

This means, at common law the employer is given the status of being an original owner on the work made for hire. This, in fact, applies unless the contract of employment provides otherwise. The continental law countries, on the other hand, uphold a contradictory stand. In this regard M.A Khan stated in his book entitled ‘principles and perspectives of copyright’ as follows:

“The Roman law countries approach the problem from a socio-

economic point of view and seek to protect the author as the

 economically weaker party against the entrepreneur with whom

 he has dealing for the exploitation of his work”

This stand reaffirms the purpose of the law which claims to stand to protect the needy, that is, the weakest party. This is the position taken by France and Germany.

When we turn our face to Ethiopian laws, we observe polar opposite stands. The civil code, following the principle embodied in the continental jurisdictions, made it clear that ownership of copyright in a works rests in the first instance in the author, irrespective of the fact that the latter executed the work in pursuance of contract of employment or contract for the performance of a project entered into with a third party (see Art 1167(3) cum 1647(1) of the civil code). Therefore, according to the provisions of the civil code, it was the employee or the independent contractor who enjoys ownership right on a work financed and supervised by his employer or client, respectively. This would mean that the latter are precluded not only form being considered as ‘authors’ but also from automatically becoming the owners thereof.

Dear distance learner, what do you think the rationale behind preferring the employee by the framers of the civil code?

It may be said that it is the result of the influence of being a member of a continental legal system. Actually to belong to a single domain means sharing several common features. On top of this, the fact that the stand was incorporated in the French civil code which highly inspired the Ethiopian civil code strengthens the magnitude of the influence. This being remain true, for a rational and reasonable law maker the thing is more than just a sense of a rational way! Think about it prior to taking a look into what is provided hereunder.

Making the employee an original owner of a work made for a hire may be justified on the ground of the purpose of intellectual property rights in general and copyright laws in particular. Admittedly, the primary objective of copyright law is the author. This is to mean that more than direct commercial interests, promotion of creativity is given priority. Thus, an area of law which aims to facilitate the flourishment of art and literature is expected to focus more on the author instead of his employers. This is not to deny the financial interest and contribution of investors in the production of copyrightable works; it rather means that, relatively speaking, the author who is the spring board of the work deserves better threatening than the entrepreneur who extends his financial hands.

Moreover, the supporters of this line of thinking justify the preference to the employee from a socio-economic point of view. This perspective traces its base on the fact that the inequality of the employer and the employee. No doubt, financial status of contracting parties is directly related to their respective bargaining power. It is an overt fact that employers are in a better financial position than employees. The cumulative effect of these premises takes us to an important conclusion. The point is that a gap filling protection needs to be given to the author who is the weakest party. Such an arrangement facilitates situations for better payment which, in turn, promotes creativity. 

Based on the above mentioned justifications, the original ownership of a work made for a hire is given to the employee instead of the employer. This, however, by no means imply that the parties cannot make an agreement to the contrary. In other words, even with the above mentioned stand, nothing prevents the employer from becoming an owner of a work produced by the intellectual efforts of his employee. A system which entitles the author to transfer his right of ownership for third parties has no earthly reason to profit the employer who has been financing and supervising the work involved. 

As we indicated here-in-above, the copyright proclamation has taken the polar opposite stand to the position preferred by the civil code. In relation to entitlement to ownership of a work made for a hire, Art21 (4) provides what follows:-

Where the work is a work created by an author employed or

 commissioned by a person in the course of his employment or

 contract of service, unless agreed otherwise, the original owner 

 of the rights shall be the employer or the person who  commissioned
 the work.

Noticing the fact that this stand of the law erodes the above-mentioned justification, many argue that the provision gives priority to the financial interests of the employer instead of the creative efforts of the authors. As the writer of this material managed to observe, while the copyright proclamation was in the process of promulgation, strong and convincing ideas had been forwarded for the protection of the employee. Amazingly, however, the final draft of the proclamation came up with a contrary view. Now, the original owner of a work made under the contract of employment is the employer. The law is clear and therefore not open for interpretation. 

           How can we justify this stand of our copyright law?

Before winding up this sub-topic, we have to emphasize that even the law which gives the original ownership of copyright in case of a work made for a hire can by no means take away the moral rights form the author. We have noted that the moral rights stay with the author whether or not the author is the owner of the economic rights. It naturally follows that the employer is not entitled to alter or modify the work to the extent it is against the interest and reputation of the author. Moreover, the author is entitled even to block the publication of the work, in fact under the pain of paying compensation for his employer. Similarly, even in this case, he is still entitled to claim paternity and therefore the work is to be published in his own name.

Before winding up this sub section let us see how a court considered issues related to copy right ownership. Here you go! (Translation ours).
No: 697/86 

Date: January 29, 1992 

Judge: Yosef Aemero 

Plaintiff: The Ethiopian Tourism Commission 

Defendant: 1. United Publishers Enterprise 

                   2. Albo Enterprise 

Intervener: Ethiopian Mapping Enterprise

The following adjudication is passed after the file is examined. 

                                                   Ruling 
According to the statement of claim presented by the plaintiff on November 2, 1986, the plaintiff was bestowed the authority at commission level to facilitate activities in Ethiopian Tourism sector and thus has been profiting from the literary work of intellect named “Ethiopian Tourist Guide”, which was set out for sale being amalgamated and revised. As is provided under the Ethiopian Civil Code Art.1647, any person or organization has the ownership right on an artistic work originated by him. As clearly put in Art. 1648 (D) of same code, a work of map is among literary works of intellect. Whilst it is known that the right to duplication and profiting from the sale of the mentioned map is the plaintiff’s, the defendants with their accomplices duplicated the map. Thus the plaintiff originated map is the reflection of the country’s previously used regional unmatched with the present one and so it is no service of guidance for tourists and others, and even misleading.

The plaintiff appealed that therefore the honorable court, after examining the evidence he pulled out, to oblige the 1st and 2nd defendants to, jointly & severally, compensate him with the minimum amount of restitution birr 15,000. He claimed for the moral & material damage the defendants inflicted up on him, and to ban them from distributing the map and to cover for cost of legal proceeding.

 Having received the summon along with the statement of claim which, interalia, shows the evidences cited by the plaintiff, the defendants have replied their defense. The Ethiopian Mapping enterprise has been permitted to indulge itself into the debate and it, accordingly, had taken part in it. The 2nd defendant’s solicitors, through a written defense dated January 16, 1988, set forth a preliminary objection and defense for the main matter. It reads:

              (1) The plaintiff did not clearly identify which part of the map got copied; therefore, the accusation needs to be clarified.

             (2) The plaintiff is a legal person which possessed no human consciousness so that it is mindless. Mean that the plaintiff could at most got the work produced by others, but could not originate a delicate work of intellect which presupposes an authorship. The plaintiff, therefore, has got no right to arraign with the provisions of the Civil Code Arts from 1647 to1674.

About the keynote matter of the case he replied that the 2nd defendant did not counterfeit the map of the plaintiff, nor the 2nd defendant’s map is imitated from the plaintiff’s map, it is an original work of mind. He also uttered an in depth debate regarding the map’s being a literary work ‘a map is a literary work; its usage is governed by the copyright law rather than by the patent law. The right obtained form a literary work is not because of the scribbling of certain words but to the choice and arrangement of the very words. The right resides not in the idea conveyed but in the manner it is expressed through the composition of the words. Since the symbols depicted on a map are means of communication, they can be taken as works, as a result of which there can be no legal ground to forbid other people from using the same symbols as the ones used in a pre-existing map. An artistic work may be produced in the same fashion by different individuals, in conjunction with this, a legal scholar, Pagg said, ‘two men may reproduce identical maps of a given territory, copyright protects both maps’. That is to mean that two persons may make a map of a given territory, and when they are identical the copyright law provides protection for both. That seems why there are many maps of our country, also. Hence, the plaintiff can’t own an exclusive right on Ethiopia’s map.

 For the 2nd defendant’s map originality and independent the following was said: 

(1) it was produced on the basis of up to date tangible data, and 

(2) its size is small. In conclusion, the 2nd defendant’s attorney demanded

 for the accusation to be can celled and the defendant to be acquitted with   necessary coverage for loss.

In his reply on July 17, 1987 the 1st defendant said that he had entered a contractual agreement with the 2nd defendant. ‘It was’, he added, ‘with the 2nd defendant that I had got the contractual and legal relation’. The word given by the manager, Ato Mekonen Melese, of Albo enterprise on December 11, 1986, to investigation division approved that the 1st and 2nd defendants have a client-contractor relationship in that order.

 The 1st defendant has also said, ‘it is by the provision of the Civil Code Art 2610-2631 on the undertaking of a contractual work that we are governed. He promised me the price of my undertaking of the job, and, in the same token, I performed my work up to my promise. Just that, we are not map distributors. Nor we reproduce maps unless we are given order to do so. We have no kind of relationship either with the plaintiff or the intervener or, and we are not liable to pay for moral or material damage as long as we are charged with guilty of our concern and improper one.’ He then appealed for the relinquishment of the file with proper coverage for loss he sustained in relation to the court proceeding.

In a counter-reply the plaintiff presented a consolidated accusation. Here after, we have demonstrated the intervener’s debate. 

The written defense dated 24/04/87 applied by the intervener’s attorney states, ‘the banner under the foot of that alleged map read: prepared for Ethiopian Tourism commission and parallel with that it read: published and prepared by Ethiopian Mapping Authority. Therefore the Ethiopian mapping enterprise is the owner of the map. Respecting to the defendants on suspicions that the 2nd defendant might get the materials compatible for map copying through illegal manners, the case was brought to the police, and whilst the investigation was going on, the 2nd defendant admitted that he, together with the 1st defendant took the camera copy of it and duplicated the intervener’s map, which he found in the market. And the 1st defendant, on his share, confessed that when he got supplied the intervener’s map by the 2nd defendant, he, by directly taking a camera picture of the map, exchanging the negation a positive, and making a plate with information’s color inked, made the artistic work which the 2nd  defendant is now claiming as his own work. Overtly, they did it trespassing the law.

‘During the progress of the investigation, the 2nd defendant released the map, which he asserted to be its owner, by taking a camera picture of the intervener’s work. On top of this, on the map (photocopied by the 1st defendant and the 2nd defendant claimed of it as his own literary work) there are vivid to see meaningless rectangular black spots, in lieu of the original work’s myriads of leaves which bore signs meant to mark an airplane run way though Dessie and Kombolcha. They are fabricated by the intervener while preparing the map in question. This signifies how far the intervener’s artistic work is wholly imitated by the defendants. More a witness to their imitation of the intervener’s map is: their map, as the intervener’s, bore the map of Addis Ababa on its back page. The rational for the small size of their map is the befalling of their film, plate and printer to accommodate that much size; not because the intervener’s is unbecoming the starting base of their map as that is already admitted by the defendants themselves to the police.

‘Generally, the map copied by the defendants in transgression of the law is the intervener’s literary work.’ Then they have requested the court to enforce the defendants to completely burn out the copy of the map.’

The defendants have replied after their reception of the intervener’s accusation. The 1st defendant has repeated what he answered to the plaintiff’s claim.

 The 2nd defendant replies, ‘the intervener is a legal rather than a natural person. So, he can’t be a creator. It must be either the author of the literary work or his agent who can sue for infringement of his right. And the intervener has not proved himself as on agent therefore the suit should be dismissed. To what was said admitted to the police, it concerns Ato Melese Mekonen. If Ato Melese has done anything, it is he himself, not the 2nd defendant who should be asked for. For that matter, Ato Mlese is not the agent of the 2nd defendant; nor was he proved to be so, anyway.

‘The suit stated that the map was directly duplicated, the evidence of which being the finding of the negative of the map’s film. But Ato Melese prepared his own negative film and that can’t be taken as a counterfeiting. Whoever made a map of a certain place, the information it displays cannot be displaced. So, the argument from the alikeness of the information is unacceptable. The map alleged for counterfeiting was prepared with a new negative film and is an independent work of mind. The intervener’s argument is unacceptable.’

A counter reply of the intervener against the defendant’s answer has been heard and the case has been demonstrated by the court. We paid the first look to the objections the 2nd defendant put forward against the complaints of the intervener and the plaintiff. His objection was that while the map alleged to be copied encompassed a lot of information’s of which ones were duplicated or copied was not clearly pointed out, therefore the accusation needed to be clarified. 

But the accusation charged the 2nd defendant counterfeiting of the whole of the map, not part of it. Therefore, the 2nd defendant’s argument is denied of acceptance and his next objection the sues of the plaintiff and the intervener stated, ‘as both were legal persons they can’t author a delicate artistic work of intellect; and can’t bring arraignment with reference to the provisions of Art 1647-74 of the Civil Code. Besides, the map speaks for its own that the plaintiff was not it originator. As a result if at all any one has to lodge a claim it is not the plaintiff rather it would be the intervener.

As can be understood from Art 1647(1) of the Civil Code, the author of a literary work may obtain an incorporeal ownership right upon his work of authorship. However, clearly known and restated by the 2nd defendant is the fact that a legal person is an insentient being deprived of human personality still yet it is also a well recognized truth that it can own, administer and dispose of a wealth of its own. In the case of literary works, even if both the intervener and the plaintiff are incapable of creating one, that by itself does not prohibit them from having ownership right and prosecuting at the infringement of their right of this.

 Here it is proper to raise two relevant questions and find them solutions. These are:

 (1) Who is the author? And,

 (2) Who is the owner?

 It may imply one or two persons while answering the questions. The answer for the former question is quite clear: the author is the one who originated the work by his own mind, two possible answers may vent up for the question as to who the owner is. First, the author might be the owner; but the author-owner may, in various ways, pass his right over to others, or they might own it jointly, in this view, jurists LM Cavendish and Katepool said:

The owner of the copyright in a literary work is always either the actual author or someone who has acquired the copyright from the author directly or indirectly, by agreement or by operation or law (H and book of copyright in British publish printing 3rd edition, 1993, P 23)

Similarly, in Ethiopia as provided under Art 1663 of the Civil Code, an author can pass ownership right to others. As a result, the 2nd defendant’s objection to the prosecution of the plaintiff and the intervener, that they are legal persons and can’t author the literary work of map, is unacceptable. 

Coming to the debate on the crux-of the matter at hand, the core issues that must be addressed, as can be understood from the stand of every party involved in the case, are:- (1) who is the owner of the map alleged for copying? Knowing who the owner, has the ownership copyright on the map been infringed? And (3) if infringed, what is the relief it calls for?

Let’s see the first point. That the plaintiff, according to his application, created literary work entitled “Ethiopian Tourist Guide” and stayed benefiting from it. The defendants were accused of duplicating the map, by the intervener. To be thought from what is written under the foot of the map, the intervener has authored the map. On the other hand, as behold by the court, the said work ascertained that it was prepared and produced by the Ethiopian Mapping Enterprise. The purpose of preparing the map was to enable the plaintiff to properly execute the task it was assigned to by the law. It was in anticipation of service to tourist that it was prepared. The notice on the bottom low of the map: ‘prepared for Ethiopian tourism commission’ is an eye witness to that. So, the plaintiff can’t be the owner of the map. He prepared the map for self use only. It is true, on the other hand, that the intervener is the maker of the map. Though a legal person and therefore incapable of producing the map by its own, the major business line of the intervener is map production, which it get done through its employees. It follows that the intervener is the owner of the products. Hence, the map allowed to be copied is the ownership of the intervener. If that is the reality, then the owner of the map has the right to monitor only actions on the map and to ensure the protection of his right. The legal scholar previously cited has said the following in this regard:

Copyright ownership has two aspects: passive possession of the work as an intangible property and active control of the way in which the work can be reproduced. The first copyright owner can transfer to someone else both possession and control or control, alone. So, the person of the greatest practical importance is the one who controls the particular rights wanted by a buyer or illegally used by a private (ibid)

Fully or partially, the above citation is in favor of the intervener’s right. Let’s now see the second point. According to the claim presented by the intervener the 2nd defendant, through the 1st defendant took a direct camera copy of the intervener’s map. In his reply the 1st defendant argued that he got no relationship with the intervener and he is just a service provider in whose accordance he entered a contract with the 2nd defendant and provided his service in proportion to their agreement. He also said that their relation is ruled by the provisions Arts 2610-2631 of Code; this was witnessed by Ato Melese Mekonen, manager of Albo Enterprise when he gave his word to the police on December 11, 1986. He finally said he had not infringed right on any literary work.

The 2nd defendant indeed claimed that it was Albo enterprise and United Publishers who should be held responsible. It was Ato Melese Mekonen, on the one hand, who was said to admitting to the police. He presented no evidence whether he is the 2nd defendant’s agent or a person different from the defendants. He, on the other hand, said that he had prepared his own negative film, and the presences of identical information’s in both maps did not imply imitation. Whoever authored a map of Ethiopia, he said, these information’s would not change place and so, the new map is an independent work of intellect and on counter fitting was committed.

The 1st defendant replied that he had with the second defendant, and not with the plaintiff and intervener, contractual and legal relationship. As the relationship is a contract of work, what ruled them, he said, are the provisions of the Civil Code from Art 2610 to 2631. Of course, the relationship between the 1st and 2nd defendant is a contract of work. The 2nd defendant, with its employee, Ato Melese Mekonen, copied the intervener’s map which the 1st defendant supplied him; and, this was not denied by himself. the examination of the file which was presented as an evidence upon the intervener’s request testified this the map, which the 1st defendant in collaboration with Ato Meseb Mekonen camera pictured, conspicuously indicated on its foot that it is the property of the intervener. This means the 1st defendant photographed the map while he knew that it is not the property of the 2nd defendant (Albo Enterprise). According to Art 2616 /1/ of the Code a contractor should pay due respect for provisions required in the performance of a literary profession. But the 1st defendant took the picture of the map which itself speaks the 2nd defendant’s non-ownership on it and reproduced it by disregarding the responsibilities arisen from his profession; so that the 2nd defendant can’t survive the due responsibilities there from on his turn the 2nd defendant said that Ato Mesele Mekonen, who was said to give his word to the police, is different from the defendants, also his agent ship to the 2nd defendant was not evidenced. However, the 2nd defendant did not say that he had no relationship with Ato Mesele Mekonen. Added to this, as can be understood from the investigation of the file evidences presented by the intervener, Ato Mesele Mekonen is the manager of Albo enterprise and the 1st defendant ascertained that he entered the contract with Ato Mesele Mekonen. Hence his explanation in this regard is not admissible that the 2nd defendant is accountable for the actions he did through his manager. On the other side of the story, the 2nd defendant argued that Ato Mesele authored his own film, and as the information exhibited on the map naturally exist they are similar with maps authored by others, therefore it can’t be said that there copying. Yet Ato Mesele admitting to the police he said he can’t deny copying the map. From this it can be learned that are Ato Mesele prepared the negative by copying the map of the intervener, and this is infringing of copyright ownership. Moreover, the 2nd defendant debated that since the info content of the map can’t be different, it can’t be ruled that copying was committed. In fact, originality is a prerequisite in a literary work, without forgetting the underlying difference in the understanding of originality in copyright and novelty in patent right. In copyright law originality describes the placement and arrangement of words rather than the idea or the theme itself. Novelty, in patent law, on the other hand, is different. In order for an innovator to be protected by law his innovation must be novel. In contrary, in copyright law when, for example, two people take photograph of the obelisks of lalibela, both works might get the law’s protection. J.M. Cavendish and K pool, in this regard said;

Originality in copyright law should not be confused with the requirement in patent law two people may take identical photographs of ………….., but so long as both are taken independently and one is not a deliberate copy of the other, both are entitled to copy right protection (hand book or copyright in British publishers practice, 3rd ed).

In the case at hand, the 2nd defendant said he made the map himself. Even though it was proved that he made the map by taking a film of the intervener’s map and preparing a negative film. In other words, he copied the intervener’s map which is an infringement of the intervener’s copyright and held him accountable.

Generally, the 1st and 2nd defendants in collaboration took a film of and duplicated the intervener’s map and it is unlawful to reproduce literary works without the permission of the copyright holder. At last, the intervener’s copyright infringed, what is the relief it deserves?

 To see this, the intervener’s request of relief is for the cessation of the reproduction and distribution of the map, and the destruction of all the copies of the map. As implied by Art 1674 /1/ of the Code, a person whose copyright is infringed can demand for cessation of infringement and destruction of infringing copies, as this was requested by the intervener and it is ruled accordingly. The defendant’s are ordered, not to reproduce the map in future. As to those already reproduced copies of the map, found under possession of the 1st defendant, it is ruled by the court that in the presence of the intervener’s agent they shall be burnt up. And the file is closed.

  Orders 

The investigation file attached with the case as evidence shall be returned to its place and the file shall be returned to record office.
                                                    *******************
5.2.5 Publisher’s right 
Almost always, copyright work involves third parties at different levels before it reaches the consumers. In particular, publishers and broadcasting agencies serve as a channel for the availability of works for consumption. Setting aside issues related to broadcasting agencies for a topic which deals with “related rights”, in this sub-topic we will be focusing on the rights of publishers.

Dear distance learner, I hope you do realize that it is a common fact that authors usually, due to financial constraint or lack of administrative facility, do not publish their works by their own. If that is so, allow me to ask you a relevant question. What is the legal entitlement of publishers upon the copyright owner the work entitled “Teretna Misale” which is written by Ato Kebede Michael and published by Mega publishing enterprise. What is the legal status of the enterprise in relation to the work? Ownership? Joint ownership? Or what? Similarly take the work entitled “Mehaliye Mehaliye Zecazanchis,” a book written by Ato Tedbabe Tilahun, bublished by W/t Sinidu, and printed by a printing enterprise, what is the respective right of the writer, the publisher and the printing agency involved in the production of the work?

The point is if authors rather assign the task of publishing to publishers, then what rights are transferred to the latter? Does the contract of publication makes the publisher an owner of the work of authorship?

Unfortunately, the new copyright proclamation has failed to regulate these and other related issues. Nonetheless, this by no means implies that the matter is totally unregulated in Ethiopia. As has been remarked repeatedly pertinent laws will be applied to resolve such issues to the extent they are not contradictory with the newly issued copyright proclamation. And, therefore, the provision of the civil code from Art 2672 to2697 will have application so far as they are not in contradiction with the provisions and spirit of the new proclamation. 

Before addressing the abovementioned issues, it is important to note, briefly, how ‘publishing agreements’ are seen under Ethiopian laws. And then we will proceed to address issues like ‘what publication is’ and ‘who is a publisher’? 

Especially, when we take News papers and Magazines, at least three parties will take part before such works reach the hands of readers. There is the authors (a writer of an article), the concerned publisher (the legally established publisher of the news letter or magazine) and, thirdly, the printing enterprise. How can we determine the legal relationship as between these three persons?

Dear colleague, I hope you remember that, while discussing the prerequisites for the subsistence of copyright protection, we said that publication is not a requirement in our law. It has also been remarked that the decision to publish or withhold the publication of a work is totally left for the author himself. This moral right is protected even in case of works made for a hire. From those points we have noted at different stages, we learn that a work is copyrightable prior to publication but at the moment the original work is reduced to a tangible form. On top of this, we have also noted that, unless the contrary is stipulated, the author is the original owner of his work. If so what is to be transferred to publishers? This will be the gist of this sub-topic. 

The above-mentioned part of the civil code defines a publishing agreement in the following manner:

      Art. 2672 definition 
A publishing contract is a contract where by a party, herein after called the author assigns in whole or in part his incorporeal rights in a literary or artistic work to the other party, here in after called the publisher, who undertakes to reproduce or produce the work and to distribute it to the public.

This provision reflects the rights transferred by the author to the publisher. At this juncture, it is important to distinguish the performance of an act and the ownership of the fruits thereof. Your law of property course, I hope, has given you the chance to know that an owner has an exclusive right to use and own the fruits of his personal property. Moreover, he may authorize others to perform certain acts. It is good to emphasize that securing an authorization to act by itself does not mean becoming an owner of the fruits thereof. What are transferred by the abovementioned legal provision are rights to perform certain acts so far as the performance of the contract requires such transfer. The author authorizes the publisher to publish his work. This, as we noted, does not mean making the publisher to be the beneficiary of the economic gains that accrue from that act. Moreover, the nature of the contract implies that once the publisher performed the act, he has no right to do it again unless the contrary is provided. Similarly, the publisher may not publish the work more than the stipulated number of copies or beyond the duration fixed by the publishing agreement. In general, we may say that the publisher performs acts for the performance of which he is authorized either by the express terms of the contract or by the nature of the contract. But the publisher cannot claim right of ownership on the works of authorship he published as of right. Art 2677 emphasizes this notion in what follows manner:

                2677:- Effect 

(1) The contract shall transfer to the publisher the author’s copyright in his work, in so far as the performance of the contract requires such transfer, in accordance with the provisions of  this title

(2) The parties may depart from these provisions where the law does not expressly forbid the provision substituted therefore.

(3) In case of doubt, the provisions of the contract shall be interpreted in favour of the author.

This legal provision reaffirms that what is provided is not right of ownership; rather it is the performance of necessary acts for the discharge of contractual obligation on the part of the publisher. What is normally demanded in the discharge of a contractual obligation depends partly on the terms of the contract and partly on the nature of the obligation assumed by the contracting parties. Naturally, acts to be performed by the publisher are issuing the work and may extend to the distribution of the work. 

Art 2678 and 2679 warrant narrower interpretation of terms of publishing contracts in the following manner.

Art 2678 restrictive interpretation 
      (1) The authorization given to the publisher to deal with the work in a certain manner shall be interpreted restrictively.

            (2) The publisher may not deal with the work other wish than provided in the contract.

Art 2679 authorized methods of dealing with work 

(1) however, general the terms of the contract, the publisher shall acquire  the right to deal with the work by such methods onlyas the parties had in view or ought to have had in view on the making of the contract.

(2) In this respect, regard shall be had to the estimation of a reasonable person.

If so, what is the return for the publisher? The economic returns that accrue for the publisher as a result of the publishing agreement may be payment of a fixed amount of price quoted in the contract or a commission to be calculated by a certain percentage of the sold items. In the latter case since the decision of the author (especially, in fixing the number of copies to be distributed or the areas of distribution) may adversely affect the interest of the publisher, Art 2684 provides safeguarding mechanisms. Thus, even if the author is still a king in his work his acts should not be detrimental to the publisher. The aforementioned article provides what follows;
           2684 rights transferred to the publisher 
(1) So long as the editions which the publisher has the right to issue are not out of print, the author may not dispose of the work or any part thereof to the publishers prejudice.

(2) Contributions to a collective work or articles may not be republished, by the author before the expiration of three years from the date when the first publication was completed. 

As it is clearly provided by the above mentioned provisions of the law, the author’s exclusive and final say on his work of authorship is limited by the legally protected interest of the publisher. It is not very hard to imagine the negative impact of letting another publisher to publish that same work prior to the expiry of the right of the first publisher, provided that he is being paid on a commission basis. It is such undesired acts that the law wants to avoid.

A publishing agreement is normally, expected to stipulate the respective rights and obligations of both the author and the publisher. In particular, it is to mention the types of actions to be performed along with their extents, the territorial limitation of the acts, if any, and the duration of the life time of the rights of the publisher. The contract may also mention whether or not the publisher can issue second or further editions of the work. Where the publisher is in the position to issue new edition, he is obliged to provide the author with the chance to revise his work. These points are well indicated under the provisions of Art 2688 and 2689 in the following manner:-

            Art 2688 New edition 
                   Before issuing a new edition or a new impression, the publisher shall give the author an opportunity of improving his work 

           Art 2689. Authorized editions and impressions
i. Unless otherwise agreed, the publisher shall have the
                               right to publish only one edition of the work.

ii. Where the contract fails to specify how many copies an edition shall comprise, the publisher shall determine the size of the impression. 

Usually, with the view of avoiding possible future disputes, publishing agreements clearly stipulate the specific actions to be taken by the contracting parties. In the absence of such details the law intervenes and tries to fill the gap. For instance, if the contract has failed to fix the number of copies to be published, the law gives the publisher the right to determine the extent. However, if nothing is stipulated in the contract as to the right of the publisher to issue new editions, the publisher can not issue the new editions without securing the consent of the author. In this case, silence of the contract is to be taken as denial of the action. Another legal obligation which emanates from the law is the right of the author to re-visit his work every time it is made ready for edition.

So far, we noted that publishing contract just authorizes the publisher to perform certain acts. That means, the publisher is not entitled to claim right of ownership on the works it has issued. This however, by no means imply that the law prevents the publisher to acquire right of ownership on copyrightable works. If the author consented for the transfer of ownership, as well, there is no reason to block such transfer. Therefore, the point is that there is no automatic transfer of right of ownership by publishing agreements. Therefore, there is a need to make a distinction between two different situations; the first being where the copyright owner transferred his rights in whole; and, next, where only part of the bundles of rights is assigned.

In the former case, the publisher enjoys all the rights that can be exercised by an “owner” of a copyrighted work during the life time of the contract. Simply put, where the whole rights therein are assigned to the publisher, he replaces the assignor to the extent demanded by the performance of the contract. Thus, as far as economic rights are concerned during the period of stipulation in the contract, the publisher becomes the ‘absolute’ owner of the work subject to the nature and terms of the contract. 

Where the contract transfers part only of the rights of the copyright owner thereof, the right that will be accorded to the publisher, are to be determined by the terms of the contract. Here again, the essence of the contract is the setting over of the economic right of the copyright owners. Yet, as noted above, the extent and type of rights to be transferred will be inferred from the nature and terms of the contract. For instance, the time limit to be placed up on the rights to be assigned to the publisher, the territory within which the publisher may exercise those rights; whether the rights include both publications in book and serial form, etc. will be determined by the publishing agreement.

In sum, the consequences attaching to a publishing agreement which is contained an assignment of rights in a works of authorship may or may not make the publisher the owner thereof depending on the terms of the contract. If the copyright owner agreed to transfer the whole of his economic rights to the publisher, the latter becomes the ‘owner’ thereof. Simply put, the publisher, in the later case exercises all the economic rights that the transferor would exercise. In all other cases, the will of the parties as expressed in the contract decides the exact rights assumed by the publisher through the ‘publishing agreements’. Thus, as noted before, the case of acts, the countries in which such acts may be performed, the duration of the rights, and so on, will be expressed or, at least implied by the contract. 

We have noted that the copyright proclamation provides under Art 22(1) that the person in whose name the work is published will be regarded as the author thereof. Sub-Article (2) of the same stipulates that the author may claim the benefit of the above-mentioned presumptions in spite of the fact that he used a pseudonym, provided, however, that there is no doubt as to his identity. And, by virtue of Art 21(1) a person who acquired the status of being an author is recognized to be the original owner of the copyright on the work. What is left undetermined in relation to the topic at hand is about the determination of right of ownership in the absence of the above-mentioned two cases; that means where there is no named author or the pseudo name indicated on the work is found to be difficult to identify. In such cases the provisions of Art 22(1) and 22(2) are not applicable.

Dear learners, in the last two cases who do you think is the owner of the copyright on the work involved? Article 22(3) determines the issue in the following manner:

Without prejudice to sub-Articles (1) and (2) of this 
Article, the publisher whose name appears on the work shall, in the absence of proof to the contrary, be presumed to represent the author and, in this capacity, shall be entitled to exercise and enforce the moral and economic rights of the author. This presumption shall cease to apply when the author reveals his identity. 

For various reasons, as we indicated before, authors may not want to disclose their identity either by failing to mention their name or by using a pseudo name which is difficult to trace the author thereof. But, the works are still protected. And, the law provides that the publisher will be put in the shoe of the author for the enforcement and exercise of the moral and economic rights of the author. 

In sum, we noted that publishing agreement, normally, transfers the performance of necessary acts for the discharge of contractual obligation of the publisher. The extent and type of such actions will be determined by the nature of the contract. It may, however, be extended by the terms of the contract to the extent of assigning the entire rights of author to the publisher.  
5.3. Transfer of copyright ownership
5.3.1. Transfer in general 
Dear colleague, we have remarked that, with the exception of works made for a hire, the author is made to be the original owner of the work of authorship. The term ‘original’ implies that the author is just the first and not the last copyright owner on his works. The author may exercise his right of ownership either by his own or transfer it for others, may be in part or in whole.

In this sub-topic, we consider the author as the transferor of the rights. This, however, does not mean that his assignees can not re-transfer the rights they have acquired form the author. Therefore, they may be regarded as transferors when they are legitimately entitled to transfer what they enjoy. 

While discussing about transfer of copyright, a point that must be emphasized is that what can be transferred is merely the economic right of the author. I hope, you still remember that we pointed out that the moral rights shall remain with the author even after the transfer of economic rights. Consequently, the discussion under this sub-topic is reserved to economic rights only.

The transfer of copyright from its original owner to others may take the form of either assignment or a license. In an attempt to make distinction between the two, M.A Khan in his work entitled ‘principles and perspectives of copyright’ stated what follows:-

The former [assignment] concerns itself with the transfer of ownership of the whole right or part of it, whereas a license is the authorization of acts, without such          authorization would amount to infringement. [Emphasis mine] 

Dear distance learner, focusing on the quoted statement, it is my hope that you are clear with these distinctions. 
You know that once ownership is relinquished by what so ever legal means, there is no way to get it back. On top of this, the transfer of ownership makes the transferee exercise an exclusive right within his own domains. That means, the assignee (transferee) will have a final say with respect to the enforcement of the rights that he has acquired through the transfer. Obviously, such an arrangement entitles the transferee to swallow the fruit of the enforcement of the rights assigned to him.

Being a licensee, on the other hand, means nothing but just securing the green light to act. Simply the licensee is authorized to act but that does not, necessarily, make him an owner of the fruits of his acts. For instance, we have remarked that a publisher is just authorized to issue the work but he is not the copyright owner of the published work. 

If you have grasped these distinctions, it is time to move to discuss about the means of transfer of copyright ownership. This is taken up in what follows. 
5.3.2. Forms of transfer of copyright 

Dear learner, as a property owner, an owner of copyright may transfer his monopoly rights in all legally possible ways.  An ownership (or a segment of it) of copyright may be transferred in any of the following four ways:-
a. will,
b. operation of the law,
c. contracts & 
d. judicial decisions 

As copyright is property right, no doubt, it constitutes part of the authors estate. And therefore, as any other type of property, it may pass to his legatees up on his death. If the author has made a will with respect to his copyright ownership, the persons named by the will shall be the beneficiaries of the rights therein. Ayan Rand, the famous philosopher and writer, a Russian by birth and blood, but who claims to be an American by choice and conviction, has transferred her right of ownership on her various works of authorship to her fellowmen Leonard Pickoff. The latter enjoys the ownership rights on her works until the moment the expiry of the duration of protection comes. Such incidents re-affirm the recognition of copyright as a type of property, and will as a manner of transfer of ownership of copyrightable works.

We indicated hereinabove that the intervention of the law is the second means of transfer of copyright ownership. This, basically, happens where the author has left no will or even if has left one, where it is found invalid in the eyes of the law. In such cases, the law of succession plays its role. As a result, certain relatives of the author would inherit the copyright of the deceased.

Judicial decision may also transfer copyright ownership to third parties, where it is appropriate. The basis for this manner of transfer is the principle of laws of obligation which establishes the idea that properties of debtors are guarantees for payments of debts to creditors. Therefore, creditors may extend their hands towards copyrights through the court. 
The weakness of copyright protection and the economic realities of our country, which adversely affect the financial status of authors in Ethiopia, would definitely push our authors to become debtors at different levels. A creditor of the poor author may establish his claims, in a court room, to the satisfaction of court and there by become a judgment creditor. In such a case, it may happen that the author may own no tangible item ready for attachment order. This makes that moment to be the right time to attach the copyright ownership of the author and satisfy the claims of the judgment creditor. That is how the intervention of the court may work as a transfer of copyright ownership.

In this regard, there is a point which deserves a further emphasis. Dear distance learner, would you take the trouble of making a guess as to what it could be? Anyways, consider the following question.
 What do you think about the fate of judgment creditors who have nothing to attach but the unpublished work of the judgment debtor author?
 Assume that the work made by the debtor is already finalized and made to be ready for publication. On top of this, imagine the situation in which the creditors have extended their lending hand with the sole hope that the debtor will pay them back up on the publication of his work. The author has also given his word to pay from the earnings he would make by publishing his work of authorship. Now, there is nothing under the ownership of this debtor, or even if there is some, it is not sufficient to satisfy the claims of the creditors. In such circumstances, can the court give an order for the publication of the unpublished work of the debtor?
 Dear learner, you are kindly requested to discuss the matter with yourself first, and then with your colleagues prior to taking a look into what is provided herein under. 

Previously, we have emphasized that the rights of a copyright owner are categorized in to two domains- economic and moral. It has also been remarked that the moral rights remain in the hand of the author, under any circumstance. The right of publication, in our law, is made to belong to the domain of moral rights. Moreover, it is my hope that you still do remember that even the Ethiopian Intellectual Property Office, a body entitled to grant compulsory license, is not legally authorized to act unless the work has already been published. Dear learners, what can we draw from these premises?

 We may conclude that even if the work is complete and therefore copyrightable prior to the moment of its publication, courts cannot award a judgment for the publication of the work of authorship. In support of this view, in his book entitled ‘principles and perspectives of copyright’ M.A. Khan stated what follows;
….. if his creditors want to publish a manuscript to satisfy their claims the writer can stop them. [Emphasis mine]
In general, no matter how the creditors have relied on the publication of the work while lending their money, the court cannot take away the personal nature of the right of publication. It is legally established that since the work is the manifestation of the personality of its author, the publication of the work involves the demonstration of the personality of the author. From this it naturally follows that the author must be the only person who may decide ‘whether’, ‘when’, and ‘where’ to reveal his personality by publishing the fruit of his intellect. That is why we have safely concluded that the judge cannot hit his table with his hammer to pronounce a judgment for publication of unpublished works of debtors who could not discharge their contractual or extra-contractual obligations.    

 Nonetheless, once it is published, courts of law may give a decision for the transfer of the copyright ownership or a component of it to his creditors. This susceptibility of copyrights for attachment orders of courts establishes intervention of courts as a third manner of transfer of copyrights.  

What is left to be noted is contract as a means of transfer of copyright ownership. Obviously, this refers to as the contractual agreement made in between the author and his counterpart making copyright ownership the subject matter of the contract.
 We have noted time and again that it is generally accepted that the copyright owner is the king in his own domain. Consequently, speaking through the words of the 17th United States code service as stipulated in the lawyers’ edition, “The copyright owner may license it, alienate or dispose of it by any other legally possible means”. 
No doubt, such a transfer may be made with respect to the whole of the right of its owner or only part of it. And, also, it may be made for consideration or gratuitously. In here, suffice it to say that the author and his counterpart exercise the freedom of contract believed to exist in cases of transfer of rights of ownership involving corporeal properties.   

5.3.3. Extent of Transfer
Dear distance learner, we have just mentioned that transfer of rights of a copyright owner may involve either its entirety or just part of it. In this regard the copyright proclamation provides what follows:

              Art 23. Assignment and license of rights 

(1) Economic rights may be assigned or licensed in whole or in part 

(2) Any assignment of right of an economic right, and any license to do an act subject to authorization by the author or other owner of copyright, shall be made in writing.

(3) Any assignment or licensing of  economic rights shall not be deemed to include assignment or license of any other right not explicitly referred therein 

These provisions of the law are framed in manner to protect the interest of the copyright owner. As can be seen form sub-article one of the aforementioned legal provisions, the copyright owner is recognized to have the final say on his work. It is the owner who can determine the entire or partial assignment of his entitlements to the work. To facilitate a better protection, the law has made the contract to be made in written form. In here, making it in a written form is not just a formality requirement; rather it is a validity requirement. Dear learners, it is my firm belief that your exposures to law of contracts have enabled you to distinguish between the two. If you cannot identify the nature and consequence of their absence for some reasons, it is my advice for you to look back once again on your studies of the law of contracts.
 Sub-Article (3) of the above cited legal provision confirms that what is not expressly allowed, when it comes to copyright transfer, is prohibited. Therefore, the transferee may not go beyond what explicitly stipulated by the contract of transfer. 

Dear learner, does the position of sub-Article (3) prevent the implementation of implication of the terms of the contract? What about the implications of the nature of the subject matter of the contract? For instance, what if an act is a necessary act for the exercise of the transferred economic right, but it is not mentioned in the contract in an explicit manner? Can the author claim to enjoy it by implication or nature of the contract?

Actually, the parties to the contract are bound by their words as expressed in the contract. I hope, your law of contract course has also given you the chance to learn that implementation of a contract may necessarily trigger its interpretation. It is also noted that law of contract tries to preserve a contract by rectifying its gaps through positive interpretation. And, interpretation, where it is unavoidable, is not limited to the clear terms of the contract. For that matter, interpretation, by its nature, will be called upon when there is a gap which needs to be filled. As a result, in here, it may not be rational to say that Art 23 of the proclamation is taking away the role given to implications given by law of contracts, especially articles 1732 and the following. What do you think?

Dear colleague let us see what is provided under Art 24 of the copyright proclamation if it is of any help.

Art 24. Scope of assignment of license 

(1) The scope of the assignment or license shall be limited
                 to the use or explosion of the economic right specified in
                 the agreement. 

(2) The right of a copyright owner or the assignment or 
          licensing of economic rights shall not extend to the ownership
          of the material object that constitutes the protected work.

(3) Where on agreement for the assignment or licensing of
          specific economic right mentor license shall operate, the 
          assignment or license shall terminate after 10 or 5 
          years respectively. 

(4) Whose on argument for the assignment or license of 
         specific economic right,  under sub Articles(2) of this Article, 
         fails to explicitly provide the ways and means of use or 
         exploitation of the right;  the assigned or license shall be 
         entitled to exploit the right by such ways end means as are 
         necessary for the purpose envisaged by the parties.   

Sub-Article (1) of this provision re-confirms that the content of the right transferred is to be limited to the specification of the contract. On the other hand, Sub-Article (4) of the same introduces the idea of filling gaps by using the reasonable man’s standard. Unfortunately, however, it expressly cross-refers to sub-Article (2) of Article 24.

What is provided under Art 24(2) is the dichotomy between copyrightable work and the material object which embodies the work. From the very outset, in this work, we have been emphasizing that ownership on a copy of a published work (the material thing) can not entitle its buyer copyright ownership on the work enclosed in it. Art 24(2) is telling us the same thing, but it is from a different vantage. It says copyright ownership does not mean ownership on the material object. It follows that the transferor is entitled to claim and get back the material object which constituted the material object. The content of the provision of Art 24(2) limits the scope of application of Art 24(4) to claims related to the material object and nothing else. Therefore, it is obvious that Art 24(2) does not resolve the issue we raised to the extent that it is supposed to. 

Dear learner, in view of the fact that the dichotomy of the material object and what is embodied in it is so obvious, do you really think the legislature had intended to dedicate Art 24 (4) to cross refer to Art 24(2)? Or was it rather intended to point at Art 24(1)?
 Indeed, the original draft version of the proclamation which is acquired by the writer of this material during the process of the framing of the law, as well, cross-refers to Art 24(2). However, even this history of the promulgation of the proclamation, cannot avoid the question of rationality which is backed by notions of law of property. Discuss on the issue with your colleagues. 

Sub-Article (3) provides the duration of the transfer or the license. It is good to note that the provision is framed not in a manner to restrict the freedom of contract of the parties concerned. It applies only if the contract failed to stipulate a specific duration. In other words, nothing prevents the parties to agree for the transfer of right up until the moment of the overall expiry of copyright protection on the work involved. That means, the transferee may possibly enjoy copyright of ownership for the entire life time of the author and for the next fifty years after the death of the author. In such a particular case, it is the heirs of the transferee and not that of the author who will succeed to enjoy the right of ownership of copyright which is made to be the subject matter of the contract of transfer. On the other extreme, a very shorter period, may be a single incident, may be quoted in the contract. 

Consequently, without prejudice to the freedom of contract of the parties, the law determines the time framework of the enjoyment copyright by the transferee. It is clearly stipulated that where the contract is silent in this regard, the assignment of rights lasts for 10 years while license of authorization to perform an act or acts expires after the expiry of the first five years counted as of the date of transfer.

5.3.4. Non-use of economic rights 

Normally, an owner of a right is at liberty to use or not to use his entitlements. Who cares if a farmer failed to collect the crops? Or who cares if a retailer closed his shop once and for all while the items to be sold are still in the shop? Or who cares if a car owner throws his new brand car in an ocean? In fact you do not have to go that far, who cares if you break your own pen? 
In principle, no one may raise objection to such actions as they are not triggered against a particular person or group as a victim. If at all someone is going to be hurt by these acts, it is, definitely, the owner himself. And, so far as the action is made upon his own personal free will, he is not going to face any liability or he is not going to face a request to pay for his actions. Art 25 of the copyright proclamation, exceptionally, provides that the thing is not that simple when it comes to copyright enjoyment. Here you have what it states:

           Art 25. Non-use of economic rights 

· Subject to the provision of sub-Article (2) of this
             Articles, where a person to whom an economic right in a 
             work has been assigned, or on exclusive license does not 
             exercise his right or does so only inadequately, and authors
             legitimate interest are prejudiced by such failure, the author
             may revoke the assignment or exclusive license.
· A recantation in accordance with sub-Article (1) shall
            not be effected where the no exercise or inadequate exercise
           of a right is primarily due to circumstance which the author
           can be expected to remedy.

· The right to revoke on assignment or a license in 
             accordance with sub-Articles(1) shall not be exercised 
            earlier than 3 years from the date of assignment or license
            or if the work is supplied subsequently from the data of 
            deriver of the work.

· The right of revaccination referred to in sub Article
             (1) of this Article may not be waived in advance. 

For various reasons, the transferee may fail to exercise the rights transferred to him. In here, it is good to remember that once a right on a property is transferred, the transferee enjoys an exclusive entitlement on it. This takes away ‘the say’ of the transferor, mainly because of the fact the right no more belongs to him. Under some circumstances, the failure of the transferee of a copyright ownership or part of it may entail losses to the author, now the transferor. Thus, it may instigate a court action.
The failure to take action by the transferee, say, for instance, a publisher, becomes vulnerable to the objection of the author only if the omission is found to be prejudicial to the legitimate interest of the author. That means, the moment the failure erode the legally protected interests of the author, the author is entitled to revoke the assignment or the exclusive license. 

At this juncture, it is reasonable to ask as to ‘when we can say that the legitimate interests of the author are harmed?’ and, for that matter, ‘what is meant by “legitimate interest”’.
Logically, one may, say that the general term used by Art 24(3) must be interpreted in its broader sense, indeed, with the burden of showing the losses being shouldered on the claimant, that is, the author. No doubt, ‘legitimate interest’ covers any thing which may be claimed through the courts of law. It may extend from cultivation of reputation to huge monetary interests.

Sub-Article (2) and (3) of the aforementioned legal provision limit the scope of implementation of this important right; while, sub-Article (4) of the same tightens it even against the wish of the right holder. Sub-Article (2) is playing the rational in punishing the author for his own failures. Obliviously, no reasonable mind stands by the side of the transferor where the latter is the principal cause for the omission of the transferee. If he does not appear with clean hands, what he deserves is not an award, rather it may be liability to pay compensation if any harm is sustained or is, certainly, going to be sustained by the transferee.

Sub-Article (3) provides when to act. It says three years after the transferee is put in a position to exercise the rights the he is endowed with. The law wants the author to be patient enough for more than one thousand days. Dear learner, do you think this time limit is a fair one?

We have been remarking that laws of a certain country are expected to manifest the realities of the country. This is to mean that the issuance of a law is, normally, triggered either by the need to discourage certain behaviour or with the view to promote it. If any third alternative is left, it must be an introduction of an alien but important behaviour. Seen from this perspective, do you think Art 25(3) is framed in a way to attain a desired consequence? Especially, consider the matter taking into account the financial position of authors in our country and expectation of the law when it comes to the authors, that is, to appear with clean hands. Since it is not hard to imagine how many innocent people are made to be vulnerable to harm, as a result of the transferee’s failure to act, it may be argued that the fairness of the legislator is being eroded at this level. Regrettably, the clarity of the law disqualifies it from becoming an item for interpretation. What makes the situation worse is the fact that the provision, especially the Amharic Version, is attributed with the quality of being a mandatory provision. Dear learners, can we justify the need for interpretation, at this stage, on the ground of absurdity?
Finally, it is good to note the prohibition of waiver of rights prior to the moment necessary for its implementation has come. In other words, during the conclusion of the contract or any time prior to the expiry of the first three years, the law blocks the possibility of waiving ones own right to object omission of the transferee. But once this period has lapsed, the author may give his consent to forgo his right to bring a complaint against the failure of his assignee. In simple language, in here, what is made to be wrong is anticipatory submission of rights. 

Dear distance learner, let us wind up this sub-topic by reminding the big fact that even where the entire rights of the author are transferred, the transferee’s act shall not occasion injury to the author’s moral rights.

 Chapter Six

Copyright Infringements and the Available Legal Remedies

6.1 Introduction 
Dear distance learner, in the previous chapters, we have been identifying the subject matter of copyright along with the prerequisites for the extension of the legal protection. We have also noted the scope of protection, that is, the contents of the recognized rights along with their outer limits. In this chapter, we will be discussing on the infringements of the legally protected rights and the legally available remedies. 

In this chapter the students will

· distinguish infringements of copyright 

· identify the burden of proof of an infringement 

· learn about the civil remedies of the law 

· identify when to issue an injunction order 

· appreciate the need to get infringing copies out of the channel of commerce

· learn how to determine civil liability 

· identify the nature and extent of material damages 

· learn about determination of moral damages 

· learn about the nature of nominal damages 

· familiarize themselves with criminal remedies available for copyright         infringement

· identify the role of mental state of the author in the determination of his liability 

· distinguish the periods of limitation for the institution of cases involving copyright infringement 
6.2 Introductory Remarks 

The existence of a legal framework that recognizes the right of the author, even in the absolute terms, cannot avoid the infringement of such rights. The strictness of an area of law or absences of legal lacunas cannot be taken as a solution to eradicate or alleviate the transgressions of rights. No doubt, infringements are unavoidable.

At this very outset, it is really important to distinguish infringing acts from those exceptional circumstances provided as limitations on the exclusive rights of the copyright owner. This is mainly because an act which is established by law to be tolerable would be an infringing act had it not been for the wish of the law maker. We noted that intellectual property laws in general and copyrights in particular provide some acts to be beyond the objection of the author or his assigned. And therefore, such acts cannot entail legal liabilities. I hope, you still remember them. Any ways, let me indicate them as follows:
1. reproduction for personal purpose 

2. quotation 

3. reproduction for teaching 

4. reproduction by libraries, archives, and similar institutions 

5. reproduction, broadcasting and the other communication to the public for informational purpose 

6. reproduction and adaptation of computer program 

7. importation for personal purpose 

8. private performance free of charge 

9. issuance of compulsory license 

10. display works 

11. distribution of copies of works 

12. use of copyrightable works after the expiry of the duration of protection 

If an act which is alleged to be infringing falls under any of the abovementioned categories, the defendant is to be set free. Unavoidably, consumers may go beyond these exceptional circumstances. And this calls the intervention of the judicial system, especially the court. In the following sub-topics, we will focus on the nature of infringements and their remedies. First, we shall highlight on the infringements and then on their rectifying measures. 

6.3   Infringement of copyright 
        6.3.1. What counts as an “infringement?”
Dear learner, when do we say that a copyright is infringed? Our laws, both the civil code and the pertinent proclamation, have failed to define what counts as infringement; they do not also provide the catalogue of acts that are to be considered as fringing. 

At this very outset, it is of immense importance to note that an act of infringement presupposes the existence of a legally perfect right. In other words, for an act, in order to be a legally condemned infringing act, there must be a work that squarely fits the requirements we discussed before. Moreover, the work should not belong to the excluded ones, or covered by the outer limits we noted here in above. Thus, in the determination of an act whether it is infringing or not, it is important to consult the scope of the exclusive rights granted for the author along with its outer limits. Therefore, whenever a court comes across with a case involving copyright infringement, it has to consider the satisfaction of the following necessary factors:

1. The work must be a copyrightable work 

2. The work must have satisfied the prerequisites necessary for the subsistence of legal protection 

3. The alleged act must not fall within the domain of the limitations imposed by the law 

4. The work must be enjoying the legal protection 

It is only on the satisfaction these factors that we can say that there is a transgression of the rights. In other words, to conclude that copyright are imperilled or already violated, the law requires a legitimate interest which still deserves legal protection.

It has been made clear that expressions rather than ideas are protectable properties. Meaning, the reader, viewer or listener may use ideas he finds at will. Thus, the discussion on copyright infringement can not by any means, concern itself on ideas, it rather definitely refers to the manner in which the idea itself is expressed. 

In this work, we have been emphasizing that copyright is just a type of property right. And, because of this nature of it, it is recognized to be an exclusive right. Consequently, it is the transgression of those exclusive boundaries what we call copyright infringement. In this regard, the 18th volume of American jurisprudence 2nd, provides what follows:
       …. Copyright infringement is said to occur when …
       any person does without the consent of the copyright 
      holder anything the sole right to do which is conferred
      on the owner of the copyright. 

As an exclusive right, everyone including the government is excluded from the use and enjoyment of copyrightable works or the fruits thereof. Any use against the objection of the proprietor is, no doubt, a violation of the legitimate interest of the latter. In fact, it is really good to admit that the use must be in need of the blessing of its owner. In other words, in order to regard a use as an infringing, it must be contrary not only to the wish of the copyright owner, but also be in contravention of the law that regulates the matter. This is to remark the fact that there can be no infringement where the law allows a user even without authorization and/or payment of remuneration to the owner of the copyright. It follows that to escape legal liabilities, one, at least, should get the blessing of the law, if not the consent of the copyright owner.

Infringement necessarily involves either the direct or indirect transgression of the right of the owner of the copyrighted work involved. 

P.F. Carter Ruck and E.P Scone James, in their work entitled “copyright: Modern law practice”, described direct infringement in the following manner:
    …direct infringement refers to the situation where a 
     person who is not the owner of a work, without the 
    consent of the owner does or authorizes another person
     to do any act the doing of which exclusively belongs
     to the owner. 

The quoted statement reveals that infringement is not limited to performing the reserved acts by one’s own. Direct infringement extends up to the authorization of the doing of the infringing act. Dear learner, allow me to ask you a question: have you ever gone to an audio or video centre and ordered a copy of an original work? Now, consider the legal status of your act. 

Though sometimes it very hard to draw the boundaries between direct and indirect infringement, the indirect ones are next to direct infringements in chronological order of their occurrence. In his famous work entitled “copyright in South Africa” A.J.C Coopleing stated that: 
    ……. [an infringement] is indirect when the infringer, 
      although he did not actually perform any of the reserved
      acts without authorization, does something in furtherance
     of one of these infringing acts. 

This means that an indirect infringer does not copy copyrighted work or authorize others to do the same. However, he has lent his hand in the acts necessary to facilitate materialization of the effects of the wrongful act. In here, we may imagine a person who has involved himself in the commercial exploitation of the copies. That is why it is sometimes called “contributory infringement”. At this stage, it is good to recognize the fact that sometimes it may be very difficult to distinguish an original work from a counterfeit one. If so, it may not always be fair to punish everyone who has taken part in the furtherance of the infringing acts. As will be noted at a later stage in this chapter, the mental state of the alleged indirect infringer must be taken into account in the establishment of his liability. In support of this view W.R Cornish stated in his work entitled “intellectual property: patents, copyrights, trademarks and Allied Rights” what follows:
  …. The involvement of an indirect infringer should
   held punishable… only if the person knows or has 
   a reason to believe that the copies were infringements
   when they were made. 

Such a measuring will definitely involve the standard of a reasonable person. Let us wind up this sub-topic with promise to revisit this issue at a later stage. 

      6.3.2 Proof of infringement 

Dear colleague, who do you think should shoulder the burden of proof of copyright violation? How is infringement of copyright to be proven? In view of the nature of copyrights, do you really think that it is fair and logical to apply the general rules of evidence?

It is a well established rule of evidence that “he who alleges a claim has to prove it” Normally, a defendant is expected to deny the claim of the plaintiff. Thus, the plaintiff, in an act of copyright infringement, has to show to the court that the defendant has made use of his work illegally in an indisputable manner so that the court could find infringement. 

In an attempt to show the difficulty of proof in case of copyright infringement E.P Scone James stated that:

                    “It is usually the case that direct evidence of infringement,
                     and working over the defendant’s shoulder at the time
                     he made his work”.
 Thus, the plaintiff would be in a great difficulty to satisfy the court that an act of infringement is committed. 

What makes the task of providing proof to the satisfaction of the court more difficult is the fact that copyright law protects similar works irrespective of their time of issuance. As are noted here in before, two works no matter how similar they are, may equally trigger legal protection, provided, however, that both are original to their respective authors. The fact that a work is completed or published primarily is not a material factor in the protection of copyrightable works. In the existence of this legal arrangement, a rush to conclude that the second work is copied from its predecessor would be an irrational decision. Such a conclusion, in itself, would be against the prosperity of art and literature. This is mainly because, it would force men of intellect to check whether there is a similar work done before they produce their own, at the pain of legal liability. 
           If so, how is infringement of copyright to be proven?

In recognition of the difficulty of the burden of proof, it is common to see the pertinent laws and courts providing the plaintiff with some help. To begin with in order to be fair to the plaintiff the law provides some legal presumptions in favour of the latter. You know that presumptive provisions shift the burden of proof. At this time to produce evidences will be the concern of the defendant. However, as we have been remarking, presumptions of the law, in the majority of cases, are rebuttable. This happens where strong evidence, which is capable of eroding the presumption, is produced. 

For instance, the plaintiff may claim to be the author of a work involved and thereby the sole owner of the rights on the work. “As a sole owner, acts performed by the defendant” the plaintiff may argue, “are transgressions of my legitimate interest and the defendant is to pay for his wrongful acts”. The defendant on his part may contend that “… the plaintiff is not the owner of the work concerned, and therefore, he has no legal right to claim on it”. We have seen that a person in whose name the work is published is presumed to be the author thereof. On top of this, an author is legally regarded as the original owner of the work. In here, we do have presumption, which benefit the author – the first presumption of authorship, and the second presumption of being an owner. As a result, the author is relieved of two tasks, that is, showing of his authorship and also proving as to he is the owner. This arrangement imposes the burden to disprove these presumed facts on the defendant. The latter may show that as the work is made for a hire, the fact that the work is published in the name of the author does not imply ownership to the named author. Or, he may prove that there is a legally transferred right made to the author. 

The above mentioned instances reflect the role of presumptive provisions in the reduction of burdens of proof. Dear learner let me remind you once again that such stands of the law are not decisive by their own because they are susceptible to rebuttal. 

Another instance which may reduce the burden of proof by the author is confession of the defendant made in a court room. It is in the heart of procedural laws that if the defendant failed to contest the claims of the plaintiff either by remaining silent or in an express manner, the plaintiff is not, normally, expected to produce evidences to prove his case. This is basically because in such a case there is no dispute on the claims forwarded by the plaintiff. This rule is applied by the former Addis Ababa High Court in the case between Ato Girma Mintesinot and Ato Mohammed Ahmed (Civil Case No. 1302/84).

These exceptional rules may not always be of help to the ‘poor’ plaintiff. This is because of the fact that presumptions are vulnerable to erosion by contrary evidences and admission of the defendant is not always expected to happen. And because of these sorrow facts, the plaintiff feels the grievance of the infringing act but fails to satisfy the court in showing its existence. As we have been remarking, what makes the problem more complicated is the recognition of the possibility of the existence of the honourable similarity between works independently created. That seems why, courts usually turn to rely on circumstantial evidences. In this regard E.P Skone James and his colleagues, in their book entitled ‘Copinger and scone James on copyright’ stated what follows: 
    …thus, proof, in copyright infringement action normally
     lies in the establishment of similarities between
    the plaintiffs and the defendants work combined with the 
    proof of access by the defendant to the plaintiffs work.
   Where this is shown… the evidential burden is shifted to 
   the defendant who may then seek to adduce evidence  of 
    some alternative explanation of the similarities  between 
    the two works, for example, evidence of  independent 
    creation or common source. 

There should not, however, be hasty conclusion on the basis of mere similarity. For, independent mental labours may result in similar out comes. We emphasized that novelty (coming up with new ideas) is not a requirement for the subsistence of copyright protection. 

Dear distance learner, if it is that complex, when would it be said that an infringement is committed to the satisfaction of the court. Though there is no general formula to resolve such a ‘puzzle’, it is where the court is satisfied that “the casual” link between the identity or similarity of the plaintiff’s Work with that of the defendant is proved. In this regard, in his senior thesis, Takele Seboka, provided the following:  
   Courts may find infringement when the defendant is 
   found to have committed errors which are the same
   as the plaintiff … the presence of common error  is
   of much probative value in showing a copying than
   showing the presence of mere similarity. 

Though, it happens very rarely, two copyrightable works may be quite similar. Perhaps, both authors have their inspiration from a common source. Yet, if a close look reveals similar mistakes and lose of language, the odds will definitely be against the defendant. And they will be facts, which justify a finding by the court of an infringement. The above mentioned Ethiopian legal scholar has added the following in support of this view:
     … Whereas similarity between two works might be
     mere coincidence on one case, it is unlikely that there
     could be coincidence similarity, say, in four cases…

Obviously, no matter how the two authors have a common source of inspiration which, potentially, leads to come up with similar works, the commission of similar mistakes, for example, grammatical error cannot be overlooked as a coincidence. Don’t you agree with this?

Dear learner, if the use of the above mentioned modes of proof cannot adequately serve their purpose, expert testimony, as in any other cases, may also be of some help. We resort to their testimony, since they are trained to see facts, which lay man might have over looked, as Paul Goldstien in his book entitled “copyright materials on the law of intellectual properties”, precisely wrote: 

    … the expert’s eye or ear can discern more stable and  

    structural clues. 

At any rate, the court should be satisfied that an act of infringement of copyright is committed. Once, the commission of such acts is proved to the satisfaction of the court then the author will be awarded the legally available remedies. The legal remedies are discussed as follows. 

6.4 Available Remedies
With the view of making right the alleged wrongs, our law provides various types of remedies. Broadly, the remedies are divided into three categories. 
1. The civil remedies 

2. The criminal remedies and

3. The administrative remedies 
Dear distance learner, in the upcoming sub-topics you and I will be discussing each and every remedy, in turn. 

6.4.1 Civil remedies 

One of the consequences of copyright infringement is civil liability. Dear colleague, what is the purpose of civil remedies? As you have grasped from your previous courses, the civil remedies aim at either of the following two points: 
1. Preventing harms from materialization 

2. reinstating the victim, where the harm is sustained once

With the view of achieving these points courts will give, depending on the circumstance, an injunctive order or compensation. Let us see them in the following sub-topics. 

6.4.1.1. Injunctions 

Of the civil remedies available to a person whose right is endangered or is being infringed, the primary one is an injunction order. Injunction order aims at the prevention of the realization of possible infringing acts or put an end to the infringements. 

In the majority of cases, a copyright owner realizes the violation of his right either after the commission of the wrongful act or after the commencement of the violation. Therefore, it is where the commission of the act is not yet completed that an order of injunction best achieves its purpose. 

As you have learnt from your civil procedure courses injunctions are of two types: mandatory and prohibitory. 

A mandatory injunction is an order requiring the defendant to do a certain act. Prohibitory injunction, as its name indicates, is one to be issued to prohibit the defendant from engaging or continuing to engage in a certain course of action. Dear learners, which sort of injunction does you think best fits to the nature of copyright violations?

In copyright law, being prohibitory in nature, the sort of injunction which pertains to such law is the type of injunction that prohibits the defendant from engaging or continuing to engage in a certain course of action. This is to mean that since copyright law is consisting of exclusive rights, violation occurs when a person began use those reserved rights without the blessing of the owner and/or the law. From this it follows that actions involving copyright infringements aim at prohibiting or quitting such transgressions of rights. 

While we were discussing about transfer of copyrights, we noted that the non-use of transferred economic rights by the transferee may entail civil liabilityy upon the claim of the transferor. As it is a contract based liability, where the requirement of law of contract for specific (forced) performance is satisfied, the court may order the transferee to perform his contractual obligation. This instance shows that, at least sometimes, injunction orders to be given in copyright violation cases may be of a mandatory type. 

Normally, injunction measures, in copyright infringement actions, are, in their nature, preventive of future possible harm, or occurrence of further damage. Therefore, in terms of the duration they remain to exist. In fact, injunction orders are classified in to two:

(1) interlocutory injunctions, and 

(2) Permanent injunctions. 

An interlocutory injunction is one granted prior to the trail and only after the trial or further order. The purpose of interlocutory injunction, as expounded in the work of E.P Skone James and his colleagues entitled ‘Copinger and Skone James on Copyright’, is 

      …to give the plaintiff protection against injury by 
       continuing violation of his right for which he can
      not be adequately compensated in damages in the action. 

Therefore, interlocutory injunction is a temporary remedy until a determination of rights is achieved, or until the moment in which the court changes its mind comes. In line with this, the copyright proclamation provides:
        Art. 33 provisional measures 

(a)      The court shall order prompt and effective provisional 
           measures 
1. to prevent an infringement of a right from occurring,
in particular to prevent the entry into channels
                                             of commerce goods, including imported 
                                             goods immediately after customs clearance, 
2. to preserve relevant evidence in regard to the 
       alleged infringement.
(b) In a suit for restraining the defendant from committing
      an infringement, the plaintiff may apply to the court for
      a temporary injunction to restrain the infringement will
      be suit is disposed of the court. 
1. Shall consider if the threatened interest cannot be 
     redressed by  awarding damages. Whether the threat 
     is imminent, the prima facie strength of the action and 
     the gravity of the prejudices a decision for or against 
     many causes to either of the parties in deciding an application
     of injunction. 
2. May grant injunction on such terms as to the duration
    of the injunction, keeping an account, giving security or 
    otherwise, as it thinks fit. 
3. May make a deeper investigation of the relative strength
    of the parties before granting a temporary injunction where
      the  applications of the above criteria put the parties on
     equal positions.
(c) Where an act that infringes the rights protected under this
     law is committed, the provisions of the civil procedure 
     and the criminal procedure codes on search and seizure 
     shall be applicable.
(d) The court shall have the power to require the applicant to 
Provide evidence in order to satisfy it with a sufficient 
degree of certainty  that the applicant is the right holder
                              and that the applicant’s right is being infringed or 
                              that such infringement is imminent, and to order the 
                              applicant to provide a security or equivalent assurance
                              sufficient to protect the defendant and to prevent abuse.
(e)  Where provisional measures have been adopted inaudiata
                              parte, the parties affected shall be given notice, without delay 
                              after the execution of the measures at the latest. A review
                              , including a right to be heard, shall take place upon request
                               of the defendant with a view to deciding, with in a 
                              reasonable period after the notification of the measures, 
                             whether these measures shall be modified, revoked or confirmed.
(f) Where the provisional measures are revoked or where they
Lapse due to any act or omission by the applicant, or where
                              it is subsequently found that there has been no infringement
                             or threat of infringement of a copyright, the court shall 
                             have the power to order the applicant, upon request of the
                             defendant, to provide the  defendant appropriate compensation
                             for any injury caused by these measures.
The aforementioned law reflects that an injunction is granted under the satisfaction of two conditions. These are: 

A. There must be good reason to believe that an act which is prejudicial to the plaintiff is being committed or likely to be carried out, and 
B. The injury with which he is threatened is such that it cannot be redressed by an award of damages. 

This, in turn, shows that the law has opted for compensation to prevention, injunction being ordered only if the harm cannot be made good by damages. Therefore, injunction is an exceptional remedy, left to the discretion of the court. We noted that copyright involves extra commercium rights, namely, moral rights, the violation of which cannot be vigilant enough to prevent the violation of such rights. It would have been safer if injunction is ordered, even if redress by award of damage is ‘possible’, but where the plaintiff’s right cannot be adequately compensated, rather than adopting a ‘wait and see’ approach. For, it is seldom that damages can cure harm, especially moral harm, caused by an infringing act. So the test should not be just the ‘possibility’ of compensation by an award of damage but its ‘adequacy’ in redressing the harm sustained. 

As can be seen from the provisions of the aforementioned article, the court may request the plaintiff to furnish a security for the sake of the possible legitimate interests of the defendant. This is to protect the defendant from unnecessary loses which may arise from an order of injunction made based on erroneous causes.  

The remedy of temporary injunction, despite its huge advantage, is not usually sought. Sometimes, circumstances may justify that permanent cessation by the defendant from engaging in a certain course of action is very much needed. Decided cases reveal that permanent injunction is the most widely used preventive remedy. It was ordered in the case between Fantahun Engda and Nigussie Tesema and the ETV (Federal first instance court, Civil File No. 2507/1986 E.C) and also in the case between ‘Yehager Fikir’ Association and Abadir Radio and Watch repair (Addis Ababa High Court Civil case No. 786/64) 

In sum, where the court has justified fear that incurable harm would be ensued if preventive measure is not taken, but before the right of the parties is determined, it would order a temporary injunction. Nevertheless, where the respective right of the parties is ascertained, the court may order a permanent injunction. 

Dear distance learner, no doubt, the order of injunction may put an end to infringement but it leaves the issue open as to what do with the already made copies. What shall be done with respect to infringing copies? This will be the main point of discussion of the upcoming subtopic. 

6.4.1.2 Making infringing copies outside the channels of commerce 
“Where copies and packages that infringes a right are discovered, unless the owner of the right otherwise requires, the court shall make the copies outside the channels of commerce, order their distraction, or other reasonable disposition, without causing harm to the owner of the right. This provision shall not apply to copies and packages acquired by third parties in good faith.”

We find these statements under the provisions of Art 34(6). Thus, hand in hand with an order of injunction (of course, the permanent ones) the court may order a necessary action to get the items out of market. As indicated above, the decision may go to the extent of the distraction of the infringing copies made in breach of the law under certain circumstances. Distraction of the infringing copies is an important remedy for the plaintiff, for it totally prevents the dissemination of infringing copies and thereby blocks further losses. 

As indicated, any measure to be taken by the court in this regard is to be backed up by wishes of the owner of the rights. This implies that the owner may request to take the infringing copies for his own. It is also provided that a room is to be give for persons who happened to have a clear hand. The last lines of the abovementioned legal provision protect third parties in good faith. This is to mean that those persons who have acquired a copy of a work made in the breach of the law are not to be affected unless they knew or should have known that the items involved are infringing copies. In other words, the belief of individuals at the time of the possession of copyrightable works as to acquiring the right items from the right person may save them from being made vulnerable to forfeiture of the items involved. 

Though, the law provides destruction as a remedy, it fails to address some problems: Who should do it? At whose expense should it be done? 
This legal lacuna may open the door for arbitrariness. In the case between ‘Yehager Fikir’ Association and Abadir Radio and Watch repair, the court ordered that the defendants should destroy it at their own expense. Likewise, in the case between Fantahun Engda and Tessema Nigussies and ETV, the court ordered the defendant to either return the infringing copy or destroy it. 
Here the problem is that if it is left to the defendant, would he do it honestly? 
Takele Seboka, in his above mention legal research, suggests for Ethiopia to incorporate an approach, adopted in many foreign countries, which involve the delivery of the copies to the plaintiff so that the latter may destroy them. This view has won the attention of the writer of this material as it surely avoids the possibilities of resumption of engagement by the pirate in the infringing act. 

Dear learner, an order for injunction or making infringing copies outside the channels of commerce may not adequately mend a harm caused to the victim of the infringing act. In recognition of this fact, the law provides arrangements for compensation. This will be the gist of the upcoming sub-topics. 

6.4.1.3 Recovery Damages and Profits
Though the law provides for an order of injunction, it may happen that the plaintiff has suffered or is likely to suffer damage, which makes an order of injunction an insufficient measure. If so, he whose copyright is infringed, in addition to the above mentioned remedies, can claim for material and moral prejudice caused to him.
 Dear learner, I hope you do realize the difference between the term “damage” and “damages”? The former refers to as harm or loss while the latter represents compensation.

In an attempt of making good the losses sustained by the victim of copyright violation our, civil legal system provides three forms of damages.
1. Material damages, 

2. Moral damages, and 

3. Nominal damage 

The court involved may order the above mentioned types of compensations either conjointly or independently based on the circumstances of the case. Before discussing on the specific types of damages let us consider what the copyright proclamation provides in this regard. 

                  Art 34 Civil remedies 
a) The court that have jurisdiction to try suits arising  under this
 law , shall have the authority to award adequate compensation

 for the material and moral damage suffered including payment 

of the right holder’s expenses, grant injunction, give order, 

including those provided below, as it may deem reasonable. 

a. To grant injunction that prohibit the committing

          or the continuation of committing an infringement of any

          right protected under this law. 

b. To order confiscation of the infringed work that is 

            made or imported without the authorization of the owner of 

           any right protected under this law, where the making 

           or importation of copies is subject to such authorization. 

c. To impound the packaging and implements that 
         could be used for the making of documents. Accounts or 
         business papers referring to such copies. 

2. The owner of copyright or neighboring rights may instead
         of or alternatively to compensation under Sub Article (1) of this 
        Article claim for the replacement of the unjust enrichment derived
        from the act of infringement. The infringer shall be deemed 
        unlawfully enriched to the extent he could have reasonably paid
        as a royalty had he been licensed by the owner of the right.

3. Notwithstanding Sub Article (2) of this Article the right
         holder can instead claim to be paid the net profit gained by the 
         infringer. In such cases an account will be made to determine 
         the net profit derived by the infringement and it shall be for the
         infringer to prove that part of the profit is attributable to other 
         market factors.

4. The amount of compensation for material damage under
        Sub Article (1) of this Article shall be fixed taking into account the 
        extent of material damage suffered by the owner of the right and
        the amount of profit attributable to the act of infringement. The 
        amount of compensation for moral damage shall be determined based

       on the extent of the damage and not be less than Birr 100,000 Birr
       (one hundred thousand Birr)
5. Where the person who commits the act of infringement is not 
      aware of or has  no reasonable ground to be aware of, the court may
      limit the amount of compensation to the profit derived from the act. 

6. Where copies and packages that infringes a right
         are discovered, unless the owner of the right otherwise requires,
         the court shall make the copies outside the channels of commerce,
         order their destruction of other reasonable disposition, without 
         causing harm to the owner of the right. This provision shall not 
         apply to copies and packages acquired by third parties in good faith. 
Dear distance learner, prior to taking a look into the following explanations, it is advised if you revisit the aforementioned legal provisions once again. 

A. Material Damages 
Material damages is the most commonly utilized form of damages. As the term ‘material’ implies, material damages concerns harm to one’s patrimony. No doubt, a plaintiff who has suffered ‘material prejudice’ or is certain to suffer one is entitled to compensation. 

At this very outset it is good to note that in the determination of material damages, it is necessary to consider the pertinent provision of the extra-contractual and contractual laws. 

As noted before, material damages redress monetary losses. With regard to the extent of compensation to be awarded different countries provide two different types of standards: These are:
(1) equal compensation rule, and 

(2) equivalent compensation rule 

The former rule carries the idea that the compensation is to be equal to the damage caused to the victim, whereas the latter says it must rather be ‘equivalent’. Which rule is to be applied? In view practical possibilities, John F. O’Connell, in his book entitled “Remedies in a nut shell”, stated that 

      “… the former [equal compensation] may not be 
     feasible where the basic principle in fort namely,
     restitution integrum (meaning, integral restitution) 
     is the force. 

Indeed, to put the victim in the exact same financial position that he would have had it not been for the infringing act may practically be impossible. What may be possible is to reinstate him where he would possibly be in the absence of the violation of the wrongful act. This rule is more relevant in cases of copyright violation because of the fact that and objective determination of the market value of the rights may appear to be impossible. In support of this view, Takele Seboka states that: 
   “… the right in copyright is incorporeal the restitution 
   in kind of which is an impossibility.”

It naturally follows that the only means of damages to be awarded when a right in copyrighted work is violated is deemed to be an equivalent substitute for what the plaintiff has possibly lost or suffered. This stand will also be in line with the provision of Art 2090 the civil code, which are dedicated to show the extent of a material damages. This Article provides that:
Art 2090 – Modes of compensation 
a. unless otherwise provided, the damage shall be made 
     good by awarding the victim an equivalent amount in 
     damages.
b. The court may, subject to the liberty of persons and to the
      rights  of third parties, order in lieu of or in addition to 
      damages any appropriate measures to make to good or
      limit the damage. 

Dear leaner, can you squeeze from this provision the solution for the question as to who should reap the excess benefit where the defendant has collected more fruits than the normally expected one? In this regard, George Kreczunowich, in his work entitled ‘the Ethiopian law of compensation’ suggests that:

    ….. the best approach in the Ethiopian context, with the
    view to deterring wrongdoers, is to let the victim collect
    ‘wind fall gain’ than letting the offender swallow it. 

This view stands by the side of the commitment to disallow the infringer taking any benefit out of his wrongful actions. Art 34(3) of the copyright proclamation, as indicated before, entitled the victim to claim to be paid the net profit gained by the infringer instead just asking for compensation.  

B. Moral Damages 
We have noted that copyright encompasses moral rights, alongside economic rights. And, thus, an infringing act may involve a moral harm to the victim thereof. Obviously, an award of material damages may quench the victim’s money thirst, yet it does not compensate the injury to one’s feelings. Consequently, our law provided remedies to make it right. 

In the ‘Ethiopian civil legal system’, in cases of moral harms the principle of non-pecuniary process is the rule (see Art 2105(2) civil code). Providing the rationale behind this stand of the law George Kreczunowich stated in the above cited book what follows: 

        … the equivalence   between        damage and its 
       PECUNIARY compensation contemplated by Art 
      2090(1) cum2090 is by definition impossible, to attain 
     in cases of “non-pecuniary” [moral] harm. The latter
     in INCOMENSURABLE with pecuniary compensation 
Obviously, our moral values do not have market prices. This creates the difficulty of making good harm to moral rights in terms of currencies. However, though the principle in case of moral harms is non-monetary redress, it is not confined to it. Even in the regime of the civil code provisions pertinent to copyright, where moral harm has been inflicted upon the author, our courts might, by way of redress order the defendant to make it good by way of damages by virtue of Art 1674(2) cum 2105(2). But our courts were limited to award moral damages not more than one thousand birr (see Art 2116(3)). This was one of the edifices of our law that hammer the door critics. Setting a ceiling may reduce the risk of judicial arbitrariness, but it may equally prevent the plaintiff from receiving a just compensation. It does not seem just on the plaintiff to be limited by a ceiling set some half a century ago. What is worse is that it is apparent that the purchasing value of ‘birr’ has been drastically reducing. In an attempt to rectify this problem, the copyright proclamation has come up with a contrary approach. Art 34(4) provides that the amount of compensation for moral damage shall not be less than birr one hundred thousand. This law is establishing the flour for compensation in case of moral, have you noticed the differences between the approaches taken by the civil code and the copy right proclamation? Which one do you think is rational? Prior to taking a look in the upcoming notes, discuss the matter first with yourself and then with your colleagues. 

Many argue that for moral rights compensation which does not have market values, there is no need to put a fixed ceiling or flour. This is basically because, what seems to be “fair” today may not be so tomorrow. Noticeably, things change through time, and for sure, the same criticism will be made by the coming generation to the aforementioned suggested value. Therefore, if at all courts should deliver justice and fairness, what we all need is to put a guideline to be followed by courts, to avoid arbitrariness, and let them decide within the legal framework with no fixed boundary. They will take into account all factors for the making of decision. Period.  

In view of the economic realities of this country, I think it is very hard to award a moral compensation for more than one hundred thousand birr. The law is clear and at the same time mandatory. Seen from the fact that moral compensation may be awarded along with economic compensation and composition of fine by the criminal bench for the same act, the stand, of the law will be far from fairness. So, what!?
Dear colleague, the following court decisions manifest our court’s application of provisions relevant to determination of claims by aggrieved parties of copyright infringement. Note them carefully. (Translation ours)
ID. No: 15/1/78 

Date: April 3/1983 

Judge: Abebe Mulatu
Plaintiff: Ato Tekilu Nega 
Defendant: 1. Asfaw Tefera 

                                                   Ruling

The complaint presented by Ato Teklu Nega on 16/9/78 in charge of the defendant for robbing his work of translating was decided upon by the court seated on 28/11/82. The plaintiff explained that the defendant was not the author of the translated Amharic Version of Mikael servantas’s “Don Kishot”. He requested the court first to verify his authoring of the translation and to oblige the defendant to pay him a commensurate restitution for his damage. Passing judgment on the main subject matter, the court delayed decision on the amount of damage for fear that determining the numbers of books published may not exactly show the amount requested by the plaintiff.

The amount of damage the plaintiff claimed, on his accusation dated 16/998, for incurring was the following: 

The defendant had published and distributed 10,000 copies of the book each sold at an estimated price of 15 birr, of which 5 birr/per copy for cost of publication and other expenses deducted to result in a net of 10 birr profit the defendant benefited per copy. As 10,000 copies of the work were sold at a net profit of birr 10, then his total profit escalated to 100,000 birr.

The following objections were forwarded by the defendant, through his solicitors, on 20/2/78 and on 25/3/79. 

‘the defendant published 10,000 copies of the said work whose per unit  price was but only 3.25 birr, consequently, the gross worth of 10,000 copies would amount to 32,500 (i.e. 3.25 x 10,000). Here the plaintiff himself had confessed that he was requested birr 7000 by other publishers whom he visited in an attempt to produce the work by himself. Just taking this cost, the remaining from the aforementioned gross worth would be 25,500. True is this so far as all copies are sold out and costs remain at 7000 birr. Nevertheless, only 5411 copies worth 18,500.75 (i.e. 5400 x 3.25) were sold, there left 4299 copies on the display shelf. Thus, the plaintiff’s benefit dwindles to a loss amount of 7658.88 after the deduction of 35 percent of worth for account due to distributors and birr 19717.35 for publication and promotion.

‘No rights and obligations as such are consonant with the provisions of our civil code; nor was agreement of such a nature concluded between the plaintiff and the defendant. Also invalid is to cotter this as a crime committed out of contractual agreement, as the code does not say so. Therefore, it is better the accusation wound up for it is not proper to open a case under such a title. Otherwise, what was said to be the price of regulation is akin, among the provisions of the civil code only, to “moral damages”. The proper compensation to be regulated and ruled on this case is, in fact, a maximum of case payment of birr 1000, according to No 2116 of the Civil Code, and /or an adequate promotional campaign to receptivity reputation of the author at the plaintiff’s expense. As a result, the suitor’s request of birr 400,000 for moral damage is unjustified and contemptibly. More, no heaven says it that the restitution to be paid for moral damage is just the calling amount (i.e. 1000 birr) fixed by the law.

Based on evidences provided by different bodies on the number of pieces published, their price and distribution, both sides forwarded their opinion regarding the damage amount claimed by the plaintiff and that was headed by the court.

On 12/3/83, the defendant, on his part, said, ‘the plaintiff incurred Zero damage compared to the result from matching production and distribution expenses of the book with returns there from. Ruling to be declared by the court, therefore, should be made with the defendant’s loss taken in to account.

On the other hand, the plaintiff, on his counter reply on 1/4/83, explained ‘in an interview with journalists, the defendant confessed for mistakenly cheapening the selling price of the book innocent of the just worth of the book, the defendant should bear the consequences thereof. Unopposed by the defendant, on the other hand, the plaintiff’s estimate of the book’s worth- including the net gain form of 10 birr/per copy – is right and should be the basis of ruling. The defendant’s cost projections were also unreasonable because, other things quitted, if it were the plaintiff who distributed the book, he would follow a lower cost to distribute strategy.

‘The lower price and higher cost reports of the defendant were owing to his arbitrary decisions which fall short of proper appraisal to market condition, labor exhorted in bearing the book, and the literary standard of the book this is where the plaintiff’s stand and understanding diametrically opposed with the defendant’s. In nut shell, seeing the unrealistic assumptions behind the defendant’s cost estimate, the court may declare judgment on restitution amount in light of the plaintiff’s request.’ 

The most prevalent issues, apparent form the foregoing debate, in need of answer were:

1. Would a net profit of 100,000 birr begotten from hitherto published copies had it not been for the defendant’s cheapening of the book’s selling price?
2. For cultivating undeserved reputation, should the defendant be retaliated with a repayment of birr 400,000? 

First, we investigated whether the plaintiff’s claim to a net gain birr 100,000 from till now published pieces is right. Counting on the literary, righteousness of the work and the defendant’s admission in an interview with reporters of his mistaken underestimate of the book’s selling price, the plaintiff demanded the damage amount mentioned. Art 2091 of the Civil Code, on the other hand, states, ‘the damages due by the person declared to be liable shall be equal to the damage caused to the victim by the act giving rise to the liability.’  In accordance with that provision the defendant shall redeem the plaintiff to the amount of loss the latter suffered. 

The problem to propagate here is however: how much is the loss? The author of many articles on various aspects of non-contractual legal issues in Ethiopian, Professor George Czechunovich, in his thesis on the requirements in restitution such similar cases, pointed out four parameters:

1. the damage must be suffered by the suitor; 

2. the damage suffered must be due to unlawful doings;

3. the damage must be reasonably certain to occur, and

4. the damage must be directly caused by the defendant’s wrong doing.

In the case at trial, the previous court understood that the defendant’s action had caused damage to the plaintiff: he benefited by publishing the draft of the plaintiff’s work. A controversial scenario in this regard is the damage-estimate claimed by the plaintiff with a presumption of higher than currently fixed by the defendant price of the book. This should be evaluated in terms of the 3rd criteria: the damage must be reasonably certain to occur. 

The accused admitted that he had published the plaintiff’s work and sold it at 3.25 birr each; none to be doubt all the copies were not sold out, however. By contrast, the plaintiff argued that since the book could be sold at a net income birr 10 individually, the total damage he incurred was birr 10,000.Now the issue is whether this a reasonably certain damage? In fact, even at a lower rate of birr 3.25 only part of the 10,000 copies were sold. On top of this, it was not a widely accepted and demanded work. Under this circumstance what concrete evidence might augment the plaintiff’s claim of a 10 birr per piece net profit or a gross worth of 15 birr each? 

The plaintiff named out the following three premises:

1. the literary value of the book, 

2. the defendant’s confession in his interview, and

3.  the price of other similar books. 

More often than not, the price of a literary work is calculated on cost-plus basis (i.e. cost of production and distribution plus required profit) rather than in the basis of its literary quality. If literary quality is a ramification to work’s worth, it is a post commercialization affair: the audience’s demand for the work, or publishers’ acceptance of it for its salability. Otherwise, no such principle as higher price for high quality and lower price for lower quality works in fixing the price of a literary work. Also, the defendant’s confession of his mistakenly cheapening the price of the book cannot be a logical proof to the conclusion that the book’s true price is greater than the one currently fixed by the defendant in accordance with its own production and placement cost, nor it by comparing it with the plaintiff’s work, it is no proof worth deducing that compared with similar works the price of the book would be higher than 3.25 birr. 

In general, the plaintiff did not back up his claim for a 100,000 net profit as the true worth of his work with persuading evidence. Hence, this claim of the plaintiff is declined and in lieu of that we ordered so that the defendant would pay the plaintiff of the balance form sales minus costs already obtained and to be obtained.

Next, we examined the plaintiff’s claim of birr 400,000 demanded as compensation for the reputation cultivated by the defendant through the publication of the said work.

Does our law provide a means converting reputation in to comparable monetary value with which payment can be made?

A soul’s reputation gained by creating or doing something got no monetary term. Yes it can’t be denied that a reputation might bring about awarded and mien enable an author to profit a big return from his forth coming works. In the realm of literature people of high reputation are awarded about 400,000 dollar from the international Nobel prize;  even in some nations money prizes of up to 50,000 dollar for literatures of great reputation is the norm seen in view of this reputation might deliverer a monetary benefit only when it come with a prize.

On the other hand, even reputation never awarded of a prize may amount to some difficult to estimate benefits: it may promote job opportunities, may render easy acceptance of future works, and so on. 

Weighed with the above reasoning, what does the plaintiff’s claim looks like? 

In the words of the plaintiff the defendant cultivated a reputation worth 400,000 birr, which is as much as a Nobel Prize winning reputation in the literary world. Under the context of Ethiopia, this much worth of reputation is just fictitious, a fabulous one. Even be that the case, prize must follow reputation. On top of that, the said work is a derivative and not an ‘original’, in the real sense of the term, since it is a work of translation. If to get a prize its revelries are translated works, it would not compete with the totally original literary works. In time ahead it might get a prize but as it would be after this ruling is passed still the beneficiary will be the plaintiff. In conclusion, the defendant was charged merely for robbing the plaintiff’s work and cultivation of reputation there through. The plaintiff failed to defend how that wrong dong of the defendant made himself beneficiary and the plaintiff a loser. So, the claim for a 400,000 birr compensation for a lost reputation by the plaintiff fall short of legal and testimonial support; hence, it is declined.

The defendant hinted that the plaintiff’s claim for reputation might have affinity with the so called “Moral damage” provided in the Civil Code. The court taking this as a stepping stone, examined the point as follows.

Two kinds of damage are recognized under the Ethiopian civil code: moral damage and material damage. Obviously, what a physical person feels, when he is made to suffer by the actions of another person, is a moral damage. According to Art 1674/2/ of the Civil Code, a person who was pirated his literary work has the right to demand remuneration for moral damage.

In the very case, it is strongly believed that the plaintiff, as his literary work robbed and published in the name of a person other than him, might suffer psychic turmoil and moral damage. A moral damage, though difficult to express in monetary unit, would be restituted with a restitution amount ranging between 0 and 1000 birr, as per the country’s Civil Code. Important to note here is the restitution can’t exceed the 1000 boundary, according to Art 2116/3/ of the Code.

To pay the plaintiff, in the case at hand, through the ruling of this trial, would not have his work back, the upper limit of the restitution permitted by the Civil Code is a bit unjust. Within the frame of the work that upper limit would be issued in case where the wrongful act results in taking of life. Compared to unrecoverable losses, such as losing one’s beloved baby through death, the plaintiff’s loss is by far less. Hence it is decided that the defendant would restitute the plaintiff with 750 birr for the infringement he has done on the latter.

To be acknowledged as the author of his work, we believe, would make the plaintiff’s moral damage diminish. To that end it is ordered that at the defendant’s expense that the author’s right of paternity would be acknowledged on “Adis Zemen” gazette.

As to the court fee, the defendant is ordered to enter the commensurate amount to the internal revenue. For the loss and expenses and time spent by the plaintiff, the defendant is ruled over to pay the former a birr amount of 2000.

        Order
To be written to internal revenue authority that the authority is ordered to follow up the defendant to enter the amount he was decided to pay to the authority. 
                                         ********
                                                                                                File no. 2302/84 
Date: Sene 28, 1992 

Judge: Dareskedar Beyene 

Plaintiff: W/o Nigatua Kelkay (Not present) 

Defendants: 1. Ato Zemikael G/Meskel (Not present)

                    2. Ato Zelalem Fisceha

                    3. W/O Shiguta Tadesse (Not present)

                    3. Ato Yirga Dubale 

                                                   Ruling passed

In a statement of claim dated 10/10/84, the plaintiff, arraigning the 3rd defendant and ‘Z music recording enterprize’ in charge of infringing her incorporeal right, claimed that she had been entitled to copyright ownership on the literary works, namely, “Kibret Alem,” and “Sewenetua”. The plaintiff contended that she previously had been playing the mentioned musical works in public gatherings. Moreover, she has also stated that in 1948 the works were recorded and released to the public. Proceeding into her complaint, she said, ‘in December of 1984, Z music recording produced and distributed a cassette, in the name of Fasil recording of Gondar, in which my two songs were included. The act is claimed to be performed in an arrangement made with Graphics recording, which had also made the duplication, and vocalists, who played the songs are Yirga Dubale and W/o Shiguta Tadesse. W/o Shiguta Tadesse played the song entitled “Kibret Alem” which is indicated in No. 2 under part ‘A’ of the cassette. The work is said to be performed in full imitation, without the permission of the author, now, the plaintiff. On top of this, the lyrics entitled “Sewnetu” was also copied under a new title “Yagere Lij.” 

Pressing her being the author of the two artistic works, the plaintiff requested the defendants to refrain from infringing her right, to destroy the copies which exist in their possession, and to ameliorate her for the moral damage she suffered from their infringement. As regards the amount of  damage, she said, ‘…without considering the blessings form, including, the plaintiff’s literary reputation and her eminent works in the cassette and their positive impact on the number of copies sold, the defendants’ are estimated to have sold 20,000 copies. Each copy returning a profit net of 5 birr, then the defendants’ total benefits amounts 100,000 birr (i.e. 5x20000). As per article1674 of the Civil Code, then the defendants owed the plaintiff for a restitution amount of birr 23,000. Added to this, they are expected to settle me for court proceeding expense that I incurred in this trial.”

The plaintiff asked the court to exclude the 4th defendant from the plaint. However, the trial seated on 14/5/85 ruled over her request.

Requesting for his exclusion from the suit, which the court rejected, the 1st defendant called on the court to hear the testimonial of Fasil recording, who, he said, was the main reproducer of the cassette. The court on 12/7/86 diagnosed the case and ruled over Fasil recording to involve and defend itself on the case, according to 40/2/ of the Civil Procedure Code.

The plaintiff presented a revised letter of accusation dated 28/10/86 with amendments that sue the 1st and 2nd defendants as owners of the Z recording and Fasil recording respectively, added there under. 

Intended to supplement her side, the following evidences were counted by the plaintiff they were:

1. Evidences meant to testify the plaintiff’s authoring of the melodies and lyrics of the two songs and her playing of the songs for more than 40 years under this are:

a) Disc and cassette copies of which are found under the custody of MOF, who will submit them to the court up on the latter’s order.

b) A letter of recommendation, declared by MOF up on the court’s order, testifying the prosecutor’s copyright Ownership right on the two songs 

c) Testimonial to be delivered by the head of Ethiopian singer association on the order of the court 

2. Advertisements and posters printed by the Graphics publishing enterprise which has the picture of Ato Yirga Dubale and W/ro Shigute Tadese indicating the 1st defendant as a main publisher and the 2nd as a representative distributor in Addis Ababa, which can be presented up on court order.
3. Their quantity to be explained, on the order of the court, by Grafics publishing, cassette coverage papers published by Grafice publishing.

4. Original copies of the songs-those played by the plaintiff and those by the infringers readily available for the court’s listening are at the plaintiff’s hand.

On a writer reply dated 19/6/88 the 1st defendant pleaded that he had not permitted and authorized the production of cassette at his firm- Z. recordings. Regarding proposed evidences he declaimed, ‘they merely reveal that Fasil recording was the employer of the production. No other proof was presented to witness my consent to distribute the copies by Z. music recording, nor to verify my addressing to Graphics publishing and others to collaborate in the alleged course. It is the other party, Fasil recording, who for intentions of his own, printed Z music recording as a distributing agent. I had not endorsed attachment of agency with the other part, and should not be questioned for responsibility of any kind, hence I need to be released free of the alleged charge with proper coverage for expenses.

As a preliminary defence, the 2nd defendant, by referring to No. 19(1), and 22(1) of the civil procedure said, “As this court belongs to region 14, it possesses no authority to see case of the 2nd defendant- who got no business branch in the region and above all whose domicile and business are found in the Debre Tabor Awraja, Gonder Zone of region 3. The law does not provide to try the case of a person from another region.”

However the 2nd defendant was not without a proposal for a point of reconciliation as to the case at hand. He said, ‘the players of the songs, who behaved as authors of the works in question, passed on to me a contractual right based on which I accomplished the production of the cassette.

On how to resolve the main subject matter of the case, the 2nd defendant forwarded an alternative scenario. he says ‘as the players of the songs appeared as authors of the songs and whereby they provoked me to produce the cassette, they should bear responsibilities due from that as implied under the civil code’s provisions Art. 2281 and Art. 2282. In rotation with that, the 2nd defendant need to be declared free from the charge after holding the players of the songs into bearing testimony, as prevailed under 1664 and 2882 of the civil code. In other words, he requested for the accusation to be transferred in to the players of the songs. He also had not hidden his grievance on the court for summoning him for answer without being supplied the necessary grounds and evidences to use. In fact he recommended the court to summon him for defence only after those necessities are delivered by the plaintiff. Lastly, he has spread out written contractual agreement concluded between him and the 3rd and 4th defendants (the players) for the production of the cassette; and he fingered to the two defendants to give testimonial regarding the prosecutor’s ownership of the literary works at stake.

Then the plaintiff set forth a counter reply after which the debate between the 2nd defendant and the plaintiff went on. The court thereafter gathered what are deemed to be the evidences requested by the 2nd defendant and accordingly summoned the 2nd defendant to defend dated 24/8/89. A reply letter which denounced these later evidences as unsupportive of the claim was submitted by the 2nd defendant.

This time the 1st defendant kept silent for he had already replied all what he had to say on 18/6/98 when the necessary grounds for his claim were set out. A counter reply intended against the 2nd defendant’s answer was purported by the plaintiff with a letter dated 04/10/88. The plaintiff there in demanded ruling without amendments done on the accusation. 

Here the court was convinced that as implied under Art. 40(2) of the Civil Code, the two defendants Ato Yirga Dubale and W/o Shigute Tadesse, need to be added to the domain of the defendants. They were the people whom the 2nd defendant charged of behaving as authors of the works while inviting him to conclude the contract of producing the cassette was decided by the court on 08/05/92 after a rigorous investigation was conducted on the matter. To that end, the plaintiff was told to amend her statement of claim by including the two people in the list of the defendants.

In accordance with the above ruling, the plaintiff presented a statement of claim dated 22/6/92. Despite being sent summon along with the statement, the 3rd defendant did not appear on the first date of the trial. He was posted a notice in the court compound to present himself for defense once more but he was not available for defense, so the court seated on 08/10/92 decided to see his case in his absence.  

Summon to the 4th defendant, on the other hand, was responded by a letter of defense dated 07/10/92. The 4th defendant through his statement of defense denied playing the songs in question. Telling the court that she had not made the plaintiff to sustain damage by producing, duplication, and distributing the works and benefiting there from, the 4th defendant requested to be set free of the action with adequate coverage for losses and expenses he has suffered because of the cause of action. 

The plaintiff, once again, has opted ruling to be decided with no written replies of her to the 4th defendant. Considering the arguments of the two sides against relevant legal provisions, the court examined the file as the follows.

In a letter of recommendation written by Ministry of culture and sport, the Ministry explained that in the period since 1969 during which it has been operating with the recognition of the law, it found no artistic work registered in the plaintiff’s name.

However, the plaintiff claimed for playing the songs for more than 40 years. And the letter sent by Ethiopian singers Association on 10/1/86 recognized the prosecutor for originating the works by her own intellect. Moreover, none of the 1st, 3rd and 4th defendants argued against the plaintiff’s ownership right on the artistic works in question. Even the 2nd defendant was unable to pickup any evidence which denies the plaintiff’s authorship of the works. He merely confessed that the 3rd and 4th defendants had scorned him for their authorship of the songs and invoked him to concede to the production of the cassette. He was charged for, in fact, their telling of him what they pretend to be. Thus, his act would not amount to a prove that kissed the plaintiff’s ownership right good bye. The 4th defendant, though he denied playing the works, enacted no defence against the plaintiff’s copyright on the songs. In contrast, the plaintiff, W/o Nigatua Kelkay, testified with evidences her incorporeal right on the plays. Hence, the court observed that, as provided by Art 1647 of the Civil Code, the plaintiff is the owner of the songs of interest which, according to the mentioned legal provision, are her brainchildren comber in her own mind.

Then as owner of the works, the prosecutor has the privilege to request cessation of infringement on her protected literary works, to obtain the law’s enforcement to destroy the infringing copies which contain unusually adapted, mutilated and /or fully imitated works of hers.

The 1st defendant, who rebutted the plaintiff’s request for cessation of infringement and for commensurate restitution, said that he had not produced or duplicated the said copies and therefore both the accusation and responsibilities from there did not concern him. On his part, the 2nd defendant refuted same claim of the prosecutor as unfair as he was made to produce the works owing to the words given to him by the 3rd and 4th defendants whom he trusted their claim as authors of the works. The 3rd defendant’s case, as indicated above, would be seen in her absence for she did not present herself for defense. The 4th defendant denied the charge that he had played the said songs, and his defense as such was not counter-replied by the plaintiff. 

The court, having these in mind, assessed each defendant’s responsibilities as put next:

The 4th defendant, who was not accused of playing her songs by the statement dated 10/10/84 presented by the plaintiff,  summoned by the court for defense only after the 2nd defendant charged him of behaving as author of the works. The latter produced and called on the 3rd defendant and him into bearing testimonial, had just denied playing the alleged works and, of course, he complained not to the arraignment on him for playing the songs even though the said cassette incorporated the 3rd and 4th defendants’ plays (vocal performance). There were not evidences presented to attest the latter’s selling of himself as an author and owner of the works on which the accusation is presented. And the 2nd defendant’s appeal to transfer testimonial responsibility in to the 4th defendant was also not buttressed by evidential poof. The 4th defendant, therefore, is not infringer and is declared free of the action lodged against him. In spite of its previous ruling to the inclusion of the 4th defendant in to the suit, the court yet remained wanting of evidences to testify the claim on him; and hence it hereby ruled the resignation of the charge on him and his release of free of responsibilities that are attached with the charge.

The 3rd defendant was sued for counterfeit playing of the prosecutor’s literary works under the title “Kibret Alem” indicated by No 2 of part ‘A’- and Yagere Lig”- a newer title for “Sewnetu” indexed at No 4 of part ‘B’. She was accused of acting and offering herself as author of the literary works at hand by the 2nd defendant that she had in fact controverted not. Thus, the court ruled out that the 3rd defendant with the accomplice of the 2nd defendant had copied and sold the literary works of the plaintiff and made her suffer a damage for which the 3rd defendant owed the responsibility as provided under Art. 2027-2028(1) and 2035(1) of the Civil Code.

The 2nd defendant, though he denied the plaintiff’s ownership of the songs, evidences stood out in support of the opposite that the plaintiff is the owner of these literary works. The plaintiff had requested for the cessation of the prejudice on her intangible right. The 2nd defendant by fixing the songs and producing them had taken part in the infringement so as to make him liable for the magnitude of responsibilities to be assessed by the court.

Yet to be decided, the quantum of responsibility for damage that the 2nd defendant owed to the plaintiff as claimed by the latter is shown below.

The 2nd defendant violated the plaintiff’s right by producing and distributing her literary works without her permission to it. He ascribed his action to the 3rd and 4th defendants’ presentation of themselves as authors of the works. However, he did the infringement without, making sure the originality of the works on that. This is unexpected from a person of his position especially of a music recording company owner. So he, one way or the other has caused the damage suffered by the plaintiff, while that would not be the case if he took the necessary precaution. More his guilty in as long a time as the original songs were in listen, he had the most possibility to easily check the non-originality  of the counterfeited ones. Hence it can be deduced that he produced the songs while he know they were not original. On the other hand, promised however to the 3rd and 4th defendants to get them registration at ESA and copyright for the works-whereby he might do away with the infringement he did nothing to that end before or after the release of the cassette. The 2nd defendant, in general, is responsible for the damage incurred by the plaintiff as a result of his infringing actions which were done with no regard to rules and regulation in the realm of music recording and distribution and, also, by his failure to carry out his duties in the arena of the production and distribution of literary works; or may be by his negligence.  

If it is about the 1st defendant, he, in the first place, is only a distributing agent to the 2nd defendant. As per Art. 2189(1) of the civil code the 1st defendant’s actions which are under the scope of the power bestowed up on him through agency are recognized as the actions of the principal (2nd defendant). So, the 1st defendant, just distributing copies produced by the 2nd defendant in Addis Ababa, can’t be liable for distribution in and out of Addis Ababa. This is the responsibility of the 2nd defendant (principal). On this ground, the court bound him a release free-of alleged charges.

All in all as pointed out above the 2nd and 3rd defendants in joint responsibility incorporated the intellectual properties of W/o Nigatua Kelkay (i.e. “Kibret Alem”-No.2 under part ‘A’ and Yagera Lig’ No. 4 under part ’B’) in the cassette which W/o Shigute Taddesse and Ato Yirga Dubale played together in and was released in 1984, without the permission of the author (now the plaintiff). Hence they caused and are responsible for the damage suffered by the plaintiff, here the court ruled over them to cease the reproduction of the infringing copies and to destroy those of them left in their possession.

The defendants did not oppose the amount of damage claimed by the plaintiff. The calculus of the damage amount claimed by the plaintiff is stated in the following terms. Assuming at least 20,000 copies have been sold yet, then the total net benefit from the sale, if each piece of copy has returned 5 birr net profit, would be 100,000 birr, of which the amount implied under Art. 216 of the Civil Procedure code are deducted to result the restitution amount of birr 23,000 due to the material and moral damage incurred by the plaintiff.

Having observed the trouble of assessing the exact amount that the defendants benefited, the court decided the loss amount, as provided under Art. 2102(1) of the Civil Code, by taking in to consideration of the precision in the plaintiff’s estimate and with the assumption of the principle of ‘under normal circumstances’.

Not debated against by the defendants, the plaintiff’s estimate of the No. of till sold copies as 20,000 was taken pe rse. To serve as a sprinting point for the court’s ruling A 5 birr profit per sale of copy was also taken 100,000 birr benefit collected by the alleged wrong doers, as portrayed by the plaintiff. At this point, the plaintiff argued that she deserved this last amount (100,000) as restitution even if she has claimed only 23,000 birr. But the court replied her that this held true if the cassette contained only her literary works; i.e. if all the songs incorporated in the copy were hers. In the latter case that would be the amount that she could claim and deserved. In lieu of that the court divided the 100,000 birr benefit to the number of songs incorporated in the cassette. (Nine songs were there, for that matter). Accordingly, the plaintiff’s share with her two songs being there was computed about 22,222.22 birr to which 1,000 birr as restitution for moral damage was added. 

The moral damage included the defendants’ unlawful copying of the plaintiff’s protected works and their incorporation into the cassette of the artistic works of the plaintiff whereby they undeservedly benefited from the plaintiff’s elegant artisanship and reputation in the literary realm. Hence the total restitution the plaintiff was entitled amounted to 23,222.22. Of this amount, the court decided, according to No. 216 of the Civil Procedure Code, only 23,000 birr, which the plaintiff has claimed in her statement of claim. This amount is ordered to be paid by the 2nd and 3rd defendants in joint and several liabilities. Additional to the principal sum mentioned above, the defendants are ordered to pay an interest rate of 9% annually whose computation begins from 22/6/92 when the revised statement of claim was submitted and ends when the final settlement is paid.

The 1st and 4th defendants are made to cover their own expenses for legal proceedings. To the plaintiff’s losses and expenses for court are ruled to be covered by the 2nd & 3rd defendants when the list is presented by the plaintiff in accordance with Art. 463 & 464 of the Civil Procedure Code.

                                           *******************
C. Nominal Damages 

Nominal damages is usually awarded, in cases where no serious harm is caused, and only the establishment of a right is involved. It is just there not to let the wrong doer escape the blame, no matter how insignificant amount of money is ordered to be paid as compensation. Sometimes, the victim of an infringing act may not want to get monetary compensation. In such a case, what he needs most is the recognition of the existence of the violation. In some other circumstances, the court may be convinced that there is an infringing act but no sufficient evidence is produced to show the extent of losses incurred by the victim. In these cases, nominal damages will become the right way of redressing harms. In line to this, Art 2104 of the civil code provides:
2104 – Nominal Damages 

      Damages of a purely nominal amount may be awarded 
      where the action has been brought solely with a view
     to establishing that a right of the plaintiff has been infringed,
     or that a liability has been incurred by the defendant. 

Our law is not clear as to extent of damages to be awarded. It just states that it should be “of a purely nominal amount”. Dear learner, what is “nominal” for you? In the case between Fantahun Engda and Tessema Nigussie & the ETV, the court awarded the plaintiff nominal damages of 30,000 birr. It seems an unduly excessive award to be granted as nominal damages for violation of the plaintiff’s right without prove of actual damage. How do you see the court’s judgment? In this regard, Minzer, J.M Nates, C.D leimball, D.T Alex Rod, and R.P Goldstein, in their book entitled “Damages in Tort Actions”, has stated that; 
      They [i.e. nominal damages] … consist of small trivial
      or inconsiderable sums. 

In the absence of a fixed amount quoted by the law it is important to consider all the relevant factors in the determination of nominal damages. This, in fact, must be done within the content of the law. 

Dear learner let us windup this sub-topic with an invitation to consider the rulings of the court in the above mentioned court case. 

As noted above, civil remedies are, by their very nature, compensatory. Once the wronged person has been fairly compensated that will be end of the matter as far as he is concerned. Nevertheless, since copyright involves a public interest, as far as the society is concerned, there is a desire to deter the commission of similar acts on the part of offenders. Thus, the law provides criminal prosecution. This will be the next point of discussion. 

6.4.2 Criminal Prosecution 

Punishing offenders criminally has become common due to the societal gain that accrues by having a copyright law. In support of this view, M.A Khan, in his book entitled “Principles and perspectives of copyright” sated what follows: 
    “… infringement is linked to theft of the intellectual 
     property involved and the sanctions, as all criminal 
     sanctions are intended to have a different effect. 

As noted form the very outset of this material, as far as copyright is concerned, it is not solely a matter of private individual to assert their private right. The state has interest in its protection. Dear learner, is this purpose achieved by our laws? Let us see!

Let us consider what is provided under the copy right proclamation in this regard. Here you go.
          Art 3. Criminal sanction 

(1) unless otherwise heavier penalty is provided for under         

     the criminal law; whosoever intentionally violates a 
     right protected under this law shall be punished with 
     rigorous imprisonment of a term not less than five years
     and not more than ten years. 
(2) Unless otherwise heavier penalty is provide for under
     the criminal law, whosoever by gross negligence violates
     a right protected under this law shall be punished with 
     rigorous imprisonment of a term not more than five years. 
(3) The penalty, where appropriate, shall include the  

     seizure, forfeiture and distraction of the infringing goods
     and of any materials and implements used in the commission
     of the offence. 
No doubt, technological advancement has made infringement of copyright so easy and immensely profitable. This, as we noted above, is against the interest of the public, as infringements discourage local creativity. In other words, the ultimate victim of these wrongful acts is the public itself. And that seems why the copy right proclamation, as indicated above, is dedicated to send the infringer to prison for up to ten years of imprisonment. In this regard, the public prosecutors are expected to do their homework with a better hand. 
6.4.3 Administrative Remedies 

In addition to the civil and criminal remedies available, public offices may take part in the protection of intellectual properties. This task may be achieved by the custom authorities at different gates of the country. In this regard, Art 35 of the copyright proclamation provides what follows:

35 – Boarder Measures 

· The customs authority shall, based on a  written 
     application of the owner of copyright or neighbouring
     rights, retain under its control the goods, which in the 
     opinion of the applicant constitutes infringed goods.
· The customs authority shall forth with inform the applicant
      or the owner of the good of the measure taken to retain
      the said goods.
· The measure to retain goods shall be lifted where the 
     applicant fails to provide with any justifiable evidence 
     within ten days beginning from the date of notification
     of retention of the goods
. 

· The  applicant shall be held responsible for the damage
     caused by the retention of goods, where the application is
     proved unfounded. 
· The custom authority may confiscate goods when ordered 
     by the court. 

Previously, we have noted that importation of a work of authorship is reserved for the right holder. Similarly, the owner of copyright may determine the areas of distribution of his works. Moreover, infringing copies made domestically may be distributed out side our territory. In these and other related cases, the custom authority may move to stop the dissemination of such works, of course, upon the request of the copyright owner. As indicated above, with the view of discouraging unfounded accusations, the law provides that the applicant is the person who is alleged to have the infringing copies where the latter is found with a clean hand. But the accused found up to the order of the court, is entitled to confiscate the infringing items. 

In sum, so far we noted the legally available remedies when an act is found infringing,. Obviously, a wrongful act may be committed intentionally or negligently. Dear learner, do you think that lack of intention can serve as a defence? You and I will be addressing this issue in the upcoming sub topic. 

6.5 Mental State of the Infringer 

We have just noted that, in addition to the administrative remedy, the law provides two types of remedial actions-civil and criminal – to redress infringement of copyrights. Intention of the infringer, as a material factor in the determination of liability, differs in those two types of actions. Therefore, there is a need to consider each separately. 

Civil action itself is of two types: contractual or extra-contractual liability. In the majority cases of copyright infringements, the civil action is of a tortuous action. This arises from the nature of the infringing act itself and the spirit of copy right laws. This is mainly because, almost always, copyright violators do not have contractual relations with the right holder. 

Art 2090 of the civil code provides that a tort may be committed either intentionally or negligently. Therefore, it can be said that ‘intention to infringer’ is not a material factor to establish the tortuous liability of the alleged infringer. In other words, it is not necessary for the author to show that the alleged infringer was at fault or acted intentionally in violating the author’s right. In support of this view, the American Jurisprudence 2nd states that: 
   … one may be held liable for infringement, which
    is unintentional or which was done unconsciously.
   Hence, it ordinarily is not a material on the point of 
   Liability of an infringer that in publishing a copyrighted
   story he was not aware that the story was protected by 
   copyright. 

This shows that irrespective of the fact that the infringer acted intentionally to do harm to the right holder, the law holds him pay for his act. 

As you have learnt from your law of contract course, a case is contractual where a contractual relation, say between the copyright owner and a publisher or a license, is breached. Here again, as the pertinent provisions of the civil code (see Art 1771 and the following) dictate us, intention to breach the contractual relation is not an element worth considering in the determination of the liability of the breaching contracting party. 

Consequently, an alleged innocence of the infringer is not a defence to civil actions brought against him. All what is expected of a concerned plaintiff is to prove that those rights were damaged as a result of the infringing acts committed by the named defendant. In brief, this means the mentality of the defendant is not a point to establish liability. Of course, it may have an impact in the determination of the extent of liability of the infringer. This stand of our law is, in fact, the safest position, as it is difficult to prove intention, a mental state that is beyond juristic observation. In the absence of admission, intention can only be proved by inferences. That is why our law, wisely, avoided intention in the establishment of liability in civil cases. 

Now, turn to the criminal proceedings. Art 3 of the copyright proclamation provides, as we noted, different treatments based on whether the acts are committed intentionally and negligently. Intention is made to be an element of sub-article (1) of the aforementioned legal provision, while gross negligence is noted under sub-article two of the same. Indeed, in these two cases the difference is just on the extent of sentence to be passed on the defendant who is found to be guilty of the said criminal act. 

Dear learner, What if the act is committed in simple negligence? Is the infringer going to escape criminal liability unless he acted intentionally or in gross negligence? In other words, may the mental state of the alleged offender serve as a good defence in criminal charges made against him? Try to address these issues in light of the knowledge you have acquired from your criminal law courses. 

6.6 Periods of Limitations 

Dear distance learner, previously in this work we have noted that an author enjoys rights that stem from his works during his entire life time and his protection extends to his heirs or legatees for additional fifty years. But, when do you think is that the time within which an action be brought before court of law? No matter how the right may survive for the life time of its author plus fifty years, it does not mean that a civil action may be brought any time during this period. So, when should it be instituted?
As the respective period of limitation is different in the two types of cases, once again, it is important to have a separate treatment of civil and criminal actions. 

In the absence of specific provision pertinent to the issue at hand the relevant general provision applies for the determination the appropriate time frame work within which an action needs to be instituted. As a result, if there is a breach of contractual relation, the action is to be instituted within ten years (See Art 1845 of the civil code). This ten years term will be counted as of the date on which the right holder may claim his entitlements. 

In all other civil cases, copyright infringement being a tortuous actions, the suit must be brought, in principle within two years from the occurrence of the wrongful act as per Art 2143 (1) of the civil code. Actually, the period of limitation fixed in the criminal code for a particular act may serve as a limitation for tortuous action, provided, however, that it prescribes a longer period (See Art 2143 (2) of the civil code). Let us see what is provided in the criminal law of Ethiopia. 
Dear leaner, I hope you do realize that, in criminal case the period of limitation is dependent upon the sentence to be imposed for a certain criminal act. It follows that the cumulative reading of the pertinent provisions of the copyright proclamation and the Ethiopian criminal code, reveals the period of limitation for criminal actions. Art 36 (1) of the copy right proclamation provides that an intentional infringement of copyright entails rigorous imprisonments of a term between five and ten years. Art 217 (1) (c) of the criminal code establishes that the period of limitation for acts punishable with five to ten years rigorous imprisonment is fifteen years. We have also noted that Art 3 (2) of the copyright proclamation states that of the mentality of the defendant is found to be in gross negligence, the imprisonment is found to be in gross negligence, the imprisonment to be imposed is between one and five years. The criminal code, in its part provides that for criminal acts punishable up to five years rigorous imprisonment, a court action must be presented within ten years as of the date of the comission of the act. These two specific periods of limitation, thanks to Art 2143(2), are applicable to tortious acts, where a single action is found to make liable the infringer both in the tort and criminal benches. 

All told, there is a need to distinguish between the two periods, which is the duration of protection of a copyrightable work and the time within whish a court action must be presented against a wrongful act. 
Chapter Seven

Neighbouring Rights
7.1. Introduction
Copyright is not extended to any right related to copyright. There are some rights which are recognized to have close relationship with copyright but can not be the subject matter of copyright law as such. These rights, for different reasons, deserve legal protection. That is why it is common, these a day, to see some provisions of recently issued copyright proclamations dedicated for the recognition and protection of these rights. Our copyright law is not an exception to this fact.

Since they are often closely associated with copyrights, any consideration of copyright laws has to take into account this associated rights. That is exactly why they are in order.

In this chapter the students will

(a) learn about the nature of neighbouring rights 

(b) distinguish the specific rights granted for the holders of 
          the   rights

(c) identify the relationship of copyright with the neighbouring rights

(d) appreciate the limitations imposed on neighbouring rights

7.2. Nature of Neighbouring Rights
Dear colleague, what is referred to as ‘neighbouring rights’?

‘Neighbouring rights’ are sometimes called ‘Related rights’. Though we, usually, use these terms interchangeably, some argue that there is a discrepancy as between these two expressive terms. For some, it is not just a discrepancy; rather it is a wide difference as the two words carry different tones. The tone that each word connotes manifests the proximity of the respective essence of the term involved to copyright. Therefore, it is wise, according to these people, to select one of the two terms in a manner which is not arbitrary.  As the writer of this material managed to witness, during the promulgation of the copyright proclamation, this issue had been an item of discussion. 

Dear learners, do you really think that there is a wide discrepancy as between the terms. ‘Neighbouring rights’ and ‘related rights’ which trigger a cautious selection? If at all it exists, is it that wide? What is the basis of that difference? Which one is more close to you a ‘neighbour’ or a ‘relative?’

As a reflection of the hot debates conducted during the promulgation process, the Amharic and the English version of the proclamation has come up with different terms. The Amharic version has preferred the term “tezamage” (which literacy means ‘related’) while ‘Neighbouring’ is used in the English version. No matter how differences they might reflect, the law maker wants to secure the protection of rights which are closer to copyrights. What are these rights?

The copyright proclamation, in its Art 2(14) states what follows:

               ‘Neighbouring rights’ means the rights of performers, producers 

                of sound recordings, broadcasting  organizations over their work.

 This legal provision tries to approach the rights from the perspective of the right holders. Obviously, in some circumstances, works of authorship may demand the involvement of others before they reach the eyes and ears of readers and listeners, respectively. As indicated above, performers, producers, and broadcasting agencies may serve as channels as between men of intellect and consumers. These persons, no doubt, deserve some sort of legal protection. In general, it is the rights enjoyed by these people what we call neighbouring rights.

7.3. Justifications for the protections of Neighbouring rights
We have been remarking that copyright subsists in works of authorship. It is only when a person creates a copyright table work that copyright laws extend protection to his creative effort. Sometimes, as indicated above, other persons’ contribution, in making of the works available to the public, may be necessary. Those people may act as intermediary between the author and the consumer of his work. However, his contribution may not be subject to copyright protection. We said that, no one contests about the need to protect that interest of these contributors.

 It is necessary to note that the rights of an author of a manuscript, for instance, are different from that of the actor who performs a role in a play. He does not have copyrights on the works he performed; rather he enjoys rights related to those rights of the author. In an attempt to justify the protection of neighbouring rights, the world intellectual property office, in an article it issued in 2003 entitled ‘collective management of copyrights and Neighbouring Rights’ stated what follows:

                      The proprietors of such rights are auxiliaries in the 

                      intellectual creation process since they extend their

                      assistance to the authors, in the communication of 

                      the author’s work to the public. 

In a certain Musical work, for instance, entirely the lyrics, the music and the arrangement may be created by a person or persons other than the person who sings the song. The latter has contributed just his voice. He has added no work of an authorship. Similarly, consider radio commentators, and actors who perform in a film or in a theatre scene. Each has his own contribution in affecting the feelings of the consumer’s of the respective works. At this stage let me remind you what the late his honour Dr. Haddis Alemayu said with respect to his famous work entitled ‘Fikir Eske Mekabir’. He said that ‘Wegayehu Negatu,’ a radio commentator and artist, ‘has breathed life into my work.’ This implies that their contribution is that much important. 

Nevertheless, even though their contribution is not insignificant, they are not blessed enough to be subjects of copyright laws. Apart from contributing their natural gifts and/or technological facilities, they may have invested their economic interests. No doubt, they also dedicate their time, a scarce extra-commercium resource. For these and other reasons, they have to be accorded with some sort of legal rights. In many jurisdictions their rights are recognized as “neighbouring rights” and enjoy the protection thereof. The laws secure for them exclusive rights with respect to their works.

Unfortunately enough, our civil code has failed to recognize the legal protection that is to be granted to the above-mentioned category of persons. Actually, the then French civil code, which was the major model   for our civil code, had ignored the need for the protection of these rights. The dedication of various provisions in our copyright proclamation for the preservation neighbouring rights may be taken as a significant progress in the history of Ethiopian intellectual property protection.

As any other domestic law, our copyright proclamation has identified its subjects. Therefore, the legal protection is there for the mentioned subjects of the law. In the light of what we have discussed in relation to the scope of copyright protection take a look in to what is provided in our law (Art 3(3) – (7)).

(3) The provisions of this proclamation on the protection of performers shall apply to:

a. performers who are national of Ethiopia;

b. performers who are not nationals of Ethiopia but

                               whose performances:

i. take place in the territory of Ethiopia;

ii. are incorporated in sound recordings that are protected

                                    under this proclamation; or

iii.   have not been fixed in a sound recording but are included

                               in broadcasts qualifying for protection under this proclamation 

(4) The provisions of this proclamation on the protection of 
sound recordings shall apply to:

a. sound recordings the producers of which are national
    of Ethiopia;
b. sound recordings first fixed in Ethiopia; and 

c. sound recordings first published in Ethiopia.

(5) The provisions of this proclamation on the protection of 
 broadcasts shall apply to:

a. broadcasts of broadcasting organizations the head
     quarters of which are situated in Ethiopia: and

b. broadcasts transmitted from transmitters situated in 
      Ethiopia

(6) The provisions of this proclamation shall also apply to 
 performers, producers of sound recordings and broad
casting organizations that are eligible for protection by virtue 
of and in accordance with any international convention
   or other international agreement to which  Ethiopia is party.

(7) The provisions of this proclamation concerning copyright
  or neighboring rights shall not extend to the ownership of the
   material object, which constitutes the work. 
7.4. Owners and scope of Neighbouring Rights
As indicated in the above-mentioned definitional legal provision (Art 2(14)) the major owners of neighbouring rights are the following:

i. performers

ii. producers of sound recordings, and 

iii. broad casting organizations

Dear distance learner, in the upcoming sub-topics, you and I will be discussing on each categories of owners, in turn. Here you go!

7.4.1. Performers’ right 
                Who is a performer?
The term ‘performer’ is refers to as a musician, an actor in a film or a theatre scene, a radio commentator, or etc. These persons, even if they are not exclusive owners of the works they performed, are endowed with privileges reserved beyond the reach of anyone else. In other words, the law without the consent of the right holders entails legal liability. This point is vividly enshrined in our copy right law as follows:

              26. Acts requiring authorization of performers 

· Without prejudice to the provision of Article 32 of 

            this proclamation, a performer shall have the exclusive right 

            to carry out or authorize:

the broadcasting or other communication to the public of 

      his performance, except where the broadcasting or the 

      other communication 

is made from a fixation of the performance which

                                 the performer has authorized to be made; or 

is a rebroadcasting made or authorized by the 

                                 organization initially broadcasting the performance;

the fixation of his unfixed performance, 

the reproduction of a fixation of his performance,

                         in any manner or form, 

making available the first fixation of his performance, or

                        copies thereof; 

rental or public lending of a fixation of his performance, 

or copies thereof irrespective of the ownership of the copy rented

 or lent; 

making his fixed performance available to the public by wire

 or wireless means, in such a way that members of the public may

 have access to them from a place or at a time individually chosen

 by them.

· The provisions of Sub-Article (1) of this Article shall not be 

     applicable where the performer has authorized the incorporation of

     his performance in a visual or audiovisual fixation.

· Notwithstanding the provision of Sub-Article (1) of this Article,

      the performer cannot forbid the reproduction and the communication

      to the public of his performance, if it is accessory to an event 

      constituting the principal subject of a scene, or of an audio-

      visual document.

· The performer independently of his economic rights or even after

      the transfer of this right shall have the right:

to be identified as the performer as regards his

                           live performances, the performances fixed in sound 

                           recordings, except where omission is dictated by the 

                          manner of the use of the performance.
Object to any distortion, mutilation or other modification of

   the performance that would be prejudicial to his reputation. 

The provision of Article 8 (2) and (3) shall apply 

    mutatis mutandis to the right of performers granted in this 

    Article. The right referred in this section shall be protected

    until the end of the fiftieth Calendar year, following the year 

    in which the performance was fixed in a sound recording or in
   the absence of such fixation, from the end of the year in which
   the performance took place.
As can be seen from the aforementioned legal provisions there are some exclusive rights granted for the performer. It follows that a performer, as any other property right owner, enjoys those reserved rights to the exclusion of every person including the government. Dear learner, do not forget the huge fact that the copyright owners of the works involved are not exempted from this exclusion. Another important factor, which is not to be over looked, is the impact of the fact that the preformed work was being fixed or broadcasted properly upon the authorization of the performer (see At 26 (1) (a) and (b) ).

The authorization to reduce the work he performed in some tangible form, the reproduction thereof, the distribution of the work involved including rental and public lending are of the economic rights legally reserved for the performer.

Apart from the economic rights, our law provides moral rights of the complete protection of the right holder. This includes the right of paternity and the right of integrity. As moral right, these rights are made to exist independently of the economic rights. That means they remain with the performer even after the transfer of economic right to third parties. By the reference made to Art 8 (2) and (3), these rights are made to be transmutable upon the death of the performer to his heirs or legatees. Moreover, the law recognizes their susceptibly to waiver of the performer, his heirs or his legatees. Dear learner, I hope you still remember what we have discussed while considering moral rights of the author. With that hope, there is a need to avoid unjustified redundancy by kindly requesting you to revisit that part f our study once again. Thank you!

With respect to the duration of protection, the law provides alternative terms to be applied two different situations. If the performance was fixed in sound recoding the protection lasts up to the expiry of the fifty years to be counted as of the date of fixation. But, where the performance has not been fixed the fifty years period will be calculated as of the end of the year in which the performance took place.

 The law is so clear, and therefore it does not leave a room for interpretation. But it raises, at least a question. What about a performance which was fixed very lately? Assume that performance was fixed up on the eve of the fiftieth year of the end of the year which the performance took place? When should the term begin to run? Discuss the matter with your colleagues in the light of knowledge you have acquired from your introduction to law course. Thank you once again!

7.4.2. Sound recording producers’ right 
Producers of sound recordings produce works of authors as performed by the performers. Since thier contribution is noted here in before, there is no need to waste time and energy in attempting to show them. Therefore, it is wise to take a look in to the pertinent provisions of the copyright proclamation. Arts 27-30 the proclamation provide what follows:

          27. Exclusive rights or producers of sound recordings

· Without prejudice to the provisions of Article 28 of

           this proclamation, a producer of a sound recording shall have

           the exclusive right to carry out or to authorize:

reproduction of his sound recordings, in any manner or

      form;

importation of copies of his sound recordings;

distribution to the public the original or copies of his 

      sound recordings, that have not already been subject to

     a distribution authorized by the producer, by sale or other 

     means of transfer of ownership.

rental or lending to the public a copy or the sound 

      recording, irrespective of the ownership of the copy rented or

      lent. 

Making available to the public of a sound recording, by wire

     or wireless means, in such a way that members of the public 

     may have access to it from a place or at a time individually

     chosen by them.  

· The right referred in Sub-Article (1) of this Article shall be 

      protected for the publication of the sound recording until the end 

      of 50 years from the end of year of publication, or when the

      sound recording has not been published until the expiry of 50 years

      from the end of the year of fixation.

Dear distance learner, although the self-explanatory nature of the above mentioned legal provisions deprive us form explaining them, we can make the following points.

As noted above, the right of the sound recording producer extends form recording up to monitoring the distribution the work involved.  The producer is entitled with the exclusive right of importation of his sound recordings. On top of this, the producer has the right make or authorizes the distribution of his sound recordings to the public. By the same token, he monitors the rental or lending of a copy of the sound recording to the public irrespective of the ownership of the copy rented or lent.

 Dear learner, how do you see the compatibility of these rights of produces with the exclusive right of the author or his assignee?  Can the rights of the producer be taken as limitations imposed up on the rights of the works of authorship?

 Dear colleague, if you have a clear idea of the distinction between copyright and neighbouring rights, you do not face a difficulty in addressing the above-mentioned issues. Now, allow me to advise you to rethink about the distinction of this two areas of rights.

In your attempt to answer the question, you need to have the right connotations of the key terms involved. At this stage, it may be reasonable to remark about implantation of terms like ‘producer’, ‘producer of sound recordings’, ‘sound recordings’ and ‘a published work’. The copyright proclamation’s definitionary article provides them as follows. Here you have.

              Art 2(20) ‘producer’ - is taken as a person that undertakes the

                              initiative and responsibility for the making of the 

                              audio visual works.

              Art 2(21) ‘producer of sound recordings’ is taken to refer to as 

                          a person that undertakes the initiative and responsibility

                          for the making a sound recording of works. 

              Art 2(28) - ‘sound recording’ -means an exclusively aural fixation
                             of sounds of a performance or other sounds of a 
                             presentation thereof, regardless of the method by which 
                             the sounds are fixed or the medium in which the sounds 
                             are embodied. However, it does not include the fixation
                             of sound and images such as the sound track of an audio
                             visual work; 

      Art 2(11) – Fixation –means the embodiment of works or images or 
                     sounds, or the representation thereof, from which they can
                     be perceived, reproduced or communicated through a 
                    device prepared for the  purpose
      Art 2(22)-published work means- a work or a sound recording 
                    tangible copies of which have been made available to the 
                     public in a reasonable quantity for sale, rental, public lending
                     or for other transfer of ownership or the possession of the 
                     copies, provided that in case of a work the making available 
                     to the public took place with the consent of the author or
                    other owner of copyright  and, in the case of sound recording 
                    with the consent of the producer the sound recording. 

In relation to the duration of protection, here again, two alternative terms are provided by our proclamation? However, unlike the case often a performer, the watershed as between these two alternative terms is not the existence or absence of fixation. For, the case of sound recording fixation is always exists unavoidably. This is mainly because of the fact that ‘recording’ cannot exist in the abstract. The term ‘recording’, by itself, implies ‘fixation’. This is mainly because of the fact that there can be no recording without reducing a work in some tangible form, a process which we technically call ‘fixation’. 

But neither fixation nor recording necessarily implies publication. Obviously, not all recorded works get the chance of publication-some may, some may not. Art 27 (2) reveals the intention of the law maker. No doubt, the framers of the proclamation want the better protection of published works as compared to the unpublished ones. It is established that the exclusive rights of sound recording producers will be protected for fifty years. If it is a published work the duration commences as of the date of end of the year of publication. But, where the work is not blessed of publication the landmark of the term of protection will be the date of fixation. 

Dear learner, what do you think the rationale behind this discriminatory, treatment? Obviously by such an arrangement the law tries to achieve nothing but promotion of publication. By extending better hands for published works, the law strives to motivate publication.

Once again, the arrangement of the aforementioned legal provision triggers the question we raised in relation to the right of the performer. What if the recorded work is published long time after its fixation?
In view of the nature of the provision, in such a case we will be forced to forget the moment of fixation and begin to count the term of protection as of the date of publication. Don’t you think so?

Another point which is worth considering is about consumers’ obligation to pay remuneration for the use of sound recordings. At this very out set, it is good to note that in order for the right holders claim for payment, the recording is to be made for commercial purpose and show all the notices indicated under Art 30 of the copyright proclamation. Up on the satisfaction of these legal requirements, any direct use by broadcasting organizations or any other communications to the public, including performing it publicly, entails the obligation to pay remuneration for the right holders. 

Dear learner, this implies that for some consumers, the cost of buying an original copy of a recorded work of authorship is not all what it costs to use a copyrighted work. It demands more than the market price of the item. But, who are these ‘some consumers’? 

The wording of the afore-mentioned legal provision implies that the obligation is imposed on those users of the work who address the public at large or, at least, in a public gathering. Obviously, this refers to public Medias, restaurants, bars, hotels business centres or organizers of public gatherings. These parties are not ordinary consumers, and as a result should not be put on a par with consumers who use the work for private purposes at home. These persons are expected to pay a single equitable remuneration in addition to the price they paid in purchasing the cassette or compact disk (CD).

Dear distance learner, how do you see the practical implementation of this legal provision? 

In the western world, where the right holders are well organized, this system is working. In this regard, of the relevant associations, the IRRD of the Switzerland is the primary in strength and activities. Some argue that in view of the current realities of Ethiopia, especially the lack of adequate protection of the basic rights of a copyright owner, the moment for implementation of such rights has not yet born. But let us hope that a time will come for it.

Another item of discussion is about the identity of the right holders. Who do you think can claim the said payment?

 The law provides that it is the performer and the sound recording producer who are entitled for the claim. But the payment is to be made not for the performer; rather it is to be paid for the producer. The latter collects the payments and let the former take half of the collected amount in the absence of a contrary agreement between the performer and the producer. 

Dear distance learner what about the extent of the obligation in this regard? How much is to be paid? 

As to the amount of remuneration to be paid, the law establishes a general guideline which invests the application of the Reasonable Man’s standard. Art 30(1) says that what is to be paid is ‘a single equitable remuneration’. How much is equitable?  What factors are to be taken in to account? The proclamation, regrettably, provides us with no indication. And, it is our hope that the council of ministers and the Ethiopian intellectual property office, in discharge of their legal obligation under Art 39 (1) & (2) respectively, will come up with helping indicators.

 7.4.3. Rights of Broadcasting Organizations 

Broad casting organizations are, no doubt, the major chancels of works in communicating the public. In recognition of this fact, the law affirms the protection of some exclusive rights to be granted for broadcasting agencies. It naturally follows that the unauthorized performance of the rights, on which the concerned broadcasting organization is given monopoly rights, is a pure case of transgression of legitimate interests. That means, it is no less a ground of court actions and there by a base for entitlement of compensation if any loss is sustained buy the victim.

Art 31 of the copyright proclamation provides those acts which can not be performed without the authorization of the involved broadcasting organization. Let us see the contents of the provision.  
            Art 31 Acts requiring authorization of broadcasting 

           Organization

 (1) A broadcasting organization shall have the exclusive right 

   to carry out or authorize
Rebroadcast  of its broadcasts 

Fixation of its broadcast 

Reproduction of a fixation of its broadcasts 

a.  The rights under this Article shall be protective from the moment

       the broadcast takes place until the expiry of 20 years following

       the year in which the broadcast took place.

As it is clearly expressed in the above mentioned legal provision, the law tries to discourage free riders. That means the law is against those who want to get benefit at the effort of others without paying a penny. In the affirmation of the competition between broadcasting organizations, the law requires other broadcasting organizations to secure the blessing of the organization which first broadcasted a certain work, if they want to rebroadcast it. It has also been indicated that the fixation, its broadcasts and the reproduction thereof is left to the concerned broad casting organization.

The term of protection, as any other related protections, is not eternal. It is limited by time.  It stays for twenty years following the year in which the broad cast took place. 

7.5. Limitations imposed on Neighbouring rights 

Neighbouring rights are not exceptions to the imposition of limitations on the right holders. Dear learner, at this level, to explain the nature and purpose of limitations can be justified on no ground. This is mainly because we had enough of it in our previous relevant topics. Therefore, now it is time just to indicate what is considered in the pertinent legal provision. Here it is.

             Art 32. Limitations of rights
                   The rights referred to in Articles 26-31 shall not apply to 

                       acts related to: 

i. Using short experts for reporting current events to

 the extent justified by the purpose of providing current 

 information   

ii. Reproduction solely for scientific research: 

iii. reproduction solely for the purpose of fact to face

                                      teaching activities, except for perforations and

                                      sound recordings as teaching or instructional materials:

iv. cases where, under part II, a work can be used without

      the authorization of the author or other owner

      of  copyright.

In general, the above-mentioned legal provisions share a single purpose, that is, the attainment of public interest. After having emphasized an  excuse of reproduction for educational and research purpose under provisions of (b) & (c), the afore-mentioned legal provision establishes that those limitations we noted here in before in relation to the rights of the author and his assignee, are also valid to limit the entitlement of owners of neighbouring rights on the works involved. The law, which limits the right of the author who is the original source of the work, for stronger reasons, restricts the rights of those who establish neighbouring on the items.  

Part three

Patent Rights
In the previous chapters, we have been discussing about intellectual property in general and copyrights in particular. We have identified the particular subject matters of copyright along with the pre-requisites that must be satisfied for the subsistence of the legal protection. Some part of the second part is also dedicated to point out the identity of copyright owners. The contents of the incorporeal rights coupled with their outer limits were also points of discussions. In all these topics, in one or another way, the issue raised are relevant to patent rights, mutatis mutandis.
As we have been remarking, copyrights share various aspects with patent rights. In other words, subject to the peculiar features of patentable creations, what has been said about copyrightable works is relevant to patentable works. The fact that both belong to the domain of intellectual properties will make them to share unavoidable common elements. The rights granted for their respective right holders and the limitations thereto are more or less identical in type if not in extent.  

It naturally follows that a detailed commentary, like the one we did in case of copyright, is not advisable to be made in relation to patents. This is just to avoid the unnecessary redundancy. However, apart from their similarly, it is undeniable that each has its own peculiar features worth mentioning. Thus, in the following chapters we will be discussing on these and other relevant issues.
Chapter Eight

Protection of patent rights

As we have indicated at various stages, a patent law is concerned with technological inventions. As a specific area of law, patent law has its own specific subject matters. To qualify to belong to this domain, the invention must reflect the required unique features. In addition to being a member of the domain, the law wants the invention to satisfy the measures of the legal requirements.

Here again, a technical invention may be conducted by the involvement of more than a single person. Similarly, an invention may be produced under a contract of employment. Whatever the manner of its creation may be, patent right involves a question of property ownership. The acquisition of this ownership right is not autonomic up on creation of the invention. There are the procedural requirements to go through. The satisfaction of these substantive and procedural requirements entails exclusive rights for the inventor or his assignee. Be sure, the rights are accompanied by limitations. We will be noting these and other important issues in the chapter at hand.

In this chapter the student will 

· identify the specific subject matter of patent laws

· distinguish the legal requirement for the existence of the protection of the law

· learn about the owners of patents

· identify the procedural demand of patent laws 

8.1. An overview of the purposes of patent law 

Like copyright laws, the primary purpose of patent law is to promote creativity. The role to bw played by patent laws for the creation of new inventions and thereby for the prosperity of industrialization is of immense value. In the one hand, patent law tries to promote outlets for human creations within the legal frame work. On the other hand, just like copyright laws, it is in the heart of patent laws that there is a need do facilitate the satisfaction of the needs of the consumers of the inventions. 

The Ethiopian patent law (proclamation) No 123 95) has stated the primary purpose of the very existence the law in its preamble. Dear distance learner, as you have learnt from your ‘introduction to law’ course, though statements made in preambles of a legal documents do not have mandatory aspect, they, definitely, shade their lights on the interpretation of the provision of the particular provisions of the legal document involved. The proclamation claims to be there to encourage local inventions and related activities thereby building up national technological capability.

The framers of the proclamation have also realized the importance of the need to encourage the transfer and adoption of foreign technology by creating conducive environment to assist national development efforts that are being under taken in the country. Though patent right is a type of property right, it is not there, merely, to provide monopoly rights for the right holder. In no different manner from the way copyright law tries to achieve, patent law dedicates part of it for the preservation of interests of the public. That seems why an attempt is made by the patent law to inter-relate protection of patents with the task of fulfilling the nation’s multi-dimensional demand for a harmonious scientific and technological progress to be used for the public benefits. 

8.2. Subject matters of patent law
The patent law, which is motivated by the above mentioned monumental vision, protects the fruits of intellectual labour. Simply put, patent law protects inventions. 

Dear learner, what is meant by ‘invention’ in the context of our patent law? The patent proclamation, in its Article 2(3), states what follows.

                “invention” means an idea of an inventor which permits

                 in practice the solution to a specific problem in the field 

                 of technology. 

This implies that invention presupposes a problem. On top of the existence of a problem, the invention must be a solution for that specific problem. The solution may be either of the following two ways. 

A. Either enabling man  do certain acts which are not naturally possible to him, for instance consider the invention of vessels which has led persons to cross over water bodies including the oceans, or 

B. Even if the doing of the act is naturally possible, an invention may enable individuals to do it in a better, cost-effective and safe way, for instance, consider the contribution of photocopiers and imagine how the machine made reproduction of literary works so easy in various aspects.

As we indicated here in before, patent law, unlike copyright law, is concerned with the contents of a work involved. We said that it has technology oriented creations as its subject matters. That means, to trigger the legal protection particular invention must have a vital role in the field of technology. 

Dear distance learner, as we have indicated it here in before the invention may take any of the following five forms:

1. product 

2. process

3. composition of matters

4. industrial designs, & 

5. improvements

Dear learner, you and I will be discussing on the nature of the categories on a case by case basis each.

Product, as the term itself indicates, is a finished good which is ready either for consumption purpose or for any other possible way of utilization. Obviously, products are ends by themselves. It follows that products are neither inputs nor ways for the attainment of a certain end result. The inventive idea, in case of products, will have a certain form of material representation. That must be why Arthur R. Miller and Michael H. Davis, in their book entitled ‘intellectual property’, have included the up-next statement: 

Products are physical entities-machine are the

                  most obvious…subjects of the category.

In this expression, the two writers have intended to interpose the idea that the basic feature of a product is its corporeality. Dear learner, do not forget the basic fact that what is still protected is not physical item, as such. As an intellectual property law, the concern of the patent law is the creativity which is enclosed in physical entity, which we call it, now, a product.

A process, on the other hand, is just the manner of conducting a certain action. No doubt, the action is being guided by the attainment of a specific and identified result. Essentially, it leads towards a certain end. Here again it is good to note that it must be a solution to an identifiable problem in the context we noted hereinabove.
The above cited writers have added the following in relation to a process:

A process can be defined as a means to an end……

In a sense, they are ways of getting somewhere else

 form where one starts … and they may be either a way

 of getting to something inventive or they may be an 

                       inventive way of something already known (or, at 

 least, something non inventive). 

A squeezed from this expression is that processes are not end results to be represented by a materially existing item. Briefly, they are just meanses towards a defined end. Another important aspect of processes is that the result of a certain process need not, always, be unknown to the public. It is not difficult to grasp the rational behind this view. It is mainly because of the fact that what is protected is not the end result, rather it is the process. Therefore, what is required, in here, is either a creative way of doing a new product or a different manner of creating an already known item.

A composition of matters, as the phrase speaks for itself, is the equilibrium of the merger of units with the view of coming up with a specific out come. This specific item of protection is not, unlike what we usually think, limited to the efforts of chemists in a chemical laboratory. In support of this view, Paul Gold stein, in his book entitled “copyrights, patent, trade mark, and related state doctrine” stated what follows:

    …a composition of matter describes what most people 

    imagine to be the goal of the typical laboratory inventor,

    since it is usually a new chemical invention, although it 

    can be any composition of materials, not limited solely

    to chemicals.

Therefore, if any composition of materials can result in a solution for a certain technological problem, then it will be accorded with legal protection. This holds true irrespective of the circumstance in which it is invented. 

What is fourthly indicated above is industrial design. Art 2 (2) of the patent proclamation is dedicated to define what an “industrial design” means. Let us see it.

      “industrial design” means any composition of lines or 

      colours of three dimensional form whether or not 

      associated with lines or colours, provided that

      such composition of form gives a special appearance

      to a product of industry or handicraft and can serve as 

     a pattern for a product of industry or hand craft.  

It follows that the term “industrial design” refers to as certain composition or form, which will be used as a pattern of production. Obviously, its industrial or domestic application triggers the legal protection. 

Finally, we have “improvements” as an item of protection. Briefly, any improvement of the abovementioned inventions entitles the person who takes the trouble of creating the improvement, a right of ownership upon his intellectual contribution. This arrangement of the law vividly manifests the purpose of patent law, which is, rewarding creativity.

At this juncture, we need to re-emphasize that in the protection of patent law, just like the case of copyrights, ideas per se are not safeguarded. Here again, there is no monopoly of ideas. Any contrary stipulation, as we have explained it, has a fatal effect on promotion of creativity. Our patent Law, which claims to stand for the prosperity of creativity, cannot limit the freedom to think, which has secured a constitutional sanctity. 

It is also important to note that patent Law, extends its protective hand only for the patentable items. This implies that not all inventions, no matter how creative they are, are legally protected. Therefore, it is necessary to distinguish the patentable form the non-patentable ones. Art 4 of the patent proclamation mentions the non-patentable.      

         Art 4. Non patentable inventions 
1. the following shall not be patentable

a. inventions contrary to public order on morality

b. plant or animal varieties or essentially biological 

       process for the production of plants or animals 

c. schemes, rules or methods for playing games or 

       performing commercial and industrial activities

       and computer programmes

d. discoveries, scientific theories, and mathematical 

methods

e. methods for treatment of the human or animal body

      by surgery or therapy, as well as diagnostic 

      methods practiced on the human or animal body.

f. Works not protected by copy right

2. the provision of sub-article (1) (e) of this article shall not 

      apply to products for use in any of the methods for treatment

      of the human or animal body by surgery or therapy, as well

      as diagnostic methods practiced on the human or animal body. 

Though the law has not denied the fact that the above-mentioned items are inventions (see the title of the aforementioned legal provision), as can be noted form the above cited legal provision, in the Ethiopian patent law system, protection is the principle. This is to mean that in principle, inventions are protectable, and, therefore, an invention will be denied of the legal safeguard only if it is expressly mentioned to belong to  the domain of the non-patentable ones.

Dear learner, do you think that the mere fact that an invention is not out-rightly excluded implies that it deserves the legal protection? This will be the next point of discussion. 

8.3. The Prerequisites for Patent Law Protection
As noted before, an invention which provides a solution for a specific problem in the field of technology is a subject matter of the patent law. However, even if a certain intellectual labour has resulted in the invention of a product, a process, a composition   of matters, an industrial design, or an improvement of any of these it may not necessarily qualify to enjoy the protection of the Law. In other words, an item which belongs to any of the above-noted domains may be outside the ambit of the safeguard of our patent Law.

Our patent Law demands the satisfaction of some legal requirements. These qualification factors are stipulated under Art 3 of the patent proclamation. Let us see what is stated there-under:

     Art 3(1) - An invention is patentable if it is new, involves

      an inventive step and is industrially applicable. 

Dear distance learner, have you grasped the three necessary and cumulative requirements of the provision? 

It is the cumulative existence of these requirements that qualify an invention to belong to the domain of the patentable. It naturally follows that the absence of any of the three disqualifies a work form the legal protection. Therefore, the Law wants to see the following three requirements exist conjointly. These are:

a) Novelty,

b) inventive step or non-obviousness, and 

c) industrial applicability 

As can be seen from this indication the primary legal requirement is novelty. The invention must be a novel one. When is it that an invention is said to be novel? An invention will be considered as a novel one when it is new to the public. Art 3(2) of the patent proclamation states it as follows:

      Art 3(2)- An invention shall be considered new if it is

      not anticipated by prior art. Prior art shall consist of every

     thing disclosed to the public, anywhere in the world 

     by publication in tangible form or by oral disclosure, by  

      use or in any other way, prior to the filling or where 

     appropriate, the priority date, of the application claiming

     the invention. 

Obviously, an inventor is expected to come up with something new. This evaluation is not just at a national level rather it requires a global investigation. Therefore, if someone, in any part of the world, has disclosed it or used it, the novelty of the invention is being eroded and therefore the ‘inventor’ cannot claim for the protection of the Law. However, sub-Article (3) of the abovementioned legal provision provides the tolerance for some forms of disclosure. It states that:

     Art 3(3) – Notwithstanding the provisions of sub-Article

      (27) of this article the disclosure to the public of the intention

      shall not be taken into consideration if it is occurred within 

      12 months preceding the filling date, or where applicable,

       the priority date of the application, and if it was by reason 

       or in consequence of an fact committed by the applicant or

      his predecessor in title or an abuse committed by a third

      party with regard to the applicant or his predecessor in title.

This provision provides exceptional circumstances in which even if the invention is not completely new to the public, the Law extends its protective hand. What is to be tolerated is not every type of disclosure. The Law expressly mentions the acts of the applicant or his predecessor in title or a transgression committed by third parties against these persons. It is good to note that the applicant, in order to benefit from this exceptional circumstance, is expected to act within twelve months preceding the filling date. 

The second prerequisite for the subsistence of patent protection is the manifestation of an inventive step. The idea reflected in the creative effort need to make the persons who claim to get a monopoly right on the said creation an ‘inventor’. An invention is said to emit an inventive step if it satisfies the requirements of Art 3 (4) of the proclamation, which provides:-

   Art 3 (4) – An invention shall be deemed as involving

   an inventive step if having regard to the prior art relevant 

   to the application as defined in sub-article (2) her in above,

   it would not have been obvious to a person having ordinary

   skill in the art.

This is to mean that the invention must be “non-obvious” which means that the invention must be a significant improvement to existing technology. In other words, simply changes to previously known devices do not comprise a patentable invention. Seen from another perspective, this legal provision requires that the invention, to qualify for the legal protection, the inventive idea need not be easily known to those who are in the stream involved.

Finally, the proposed invention must be “industrially applicable”. At the very outset of this chapter we said that a patentable invention is expected to solve a specified problem in the field of technology. Simply put, the invention must be useful. Art 3(5) of the patent proclamation explains them in the following terms.

       Art 3(5) – An invention shall be considered as 

       industrially applicable where  it can be made or

      used in handicraft, agriculture, fishery, social services 

      and any other sectors.

Thanks to the last words of this provision which say, “… any other sector”, if it is found to be useful in any field, it qualifies for the protection of the Law. In other words,  a non-useful invention is not patentable. Inventions which can only be used for harmful practices or activities are generally denied of the legal safeguard. 

Dear distance learner, how should we interpret the “term” useful? Have you noticed the fact that everything in this world is potentially dangerous? Many argue that what matters most is the extent of the use. Take even pharmaceutical products, if a person takes beyond the medical prescriptions or the dose ordered by the medical practitioner, it will have a killing effect. 

If so, how can we generally conclude that a certain invention is harmful or not. Especially, we have to inter-relate this provision with the contents of Art 4 (1) of the patent proclamation, which excludes inventions that are contrary to public order or morality, what can be said against public peace? What is public morality? For instance, assume a person who invents armaments, is the law going to deny or award the legal protection? Are armaments useful to maintain peace and order, or to disturb it? The thing depends up on your sense of peace and order, and appreciation of realities. Therefore, it is better to let you discuss on these issues with your colleagues.

8.4. Patents of Foreign Origin 
As a domestic Law, our patent Law has our own nationals as its principal subjects.  However, this does not mean that it is limited to the citizens only. Dear learner, I hope, you still remember what we have noted about the fate of foreign national in relation to copyright protection. The civil code generally assimilates foreigners to Ethiopians so far as enjoyments of civil rights are concerned. The only exception, as we noted, is participation in administration of the government. Besides this general assimilation, the patent proclamation provides: 

         Art 5- Rights of foreign nationals
         subject to the principle reciprocity, or, where applicable,
         in accordance with any treaty that Ethiopia may be party
        to, foreign nationals shall have the same rights and obligations

         as Ethiopians.
As any membership to an international organization or treaty entails, Ethiopia’s membership entitles the nationals of the member states the legal protection where the concerned international instruments provides so. 
Dear learner, I think you are informed that our country has already joined the World Intellectual Property Office and also she is in her way to accede to the World Trade Organization. Even in the absence of a treaty based obligation, the proclamation says that the principle of reciprocity plays its role. This means that if inventions of Ethiopian nationals are accorded with legal protection without any further preconditions in a certain foreign territory, the Ethiopian law will extend the same protection under the same circumstances.  

Our law takes patent to refer to as, a title to be granted. It follows that, as we have indicated ownership is not automatic up on creation. An application for the grant of the title must be made to the appropriate government authority in the appropriate manner. 

Who is the concerned body? What are the procedures of applications? These will be the gist of the up-next sub-topic.

8.5. Ownership and transfer of patents 
Dear learner, as we have discussed herein before, a copyright owner is not expected to make application for the recognition of his right of ownership on the fruit of his creative effort. Copyright ownership is automatic upon fixation of an original work. On the contrary, an inventor of a patentable item needs to secure the grant of a concerned government office.

        Who is to apply?  No doubt, it must be the would-be patentee. 

As the goal of the patent system is to encourage inventors to advance the state of technology by awarding them special rights to benefit from their inventions, the Law has made inventors the original owners of a patent right. Similarly, where two or more persons are involved in the invention of a certain patentable item, a joint ownership right is granted to them. While noting issues related to copyright, we said that ownership of a copyrightable work made for a hire goes to the employer, provided, of course, there is no contrary agreement. Art 7 (3) of the patent proclamation is framed in exact same way. That means the employer is proffered to be accorded with the right of ownership unless the parties stipulate the reverse. This does not means that an employer is going to be a person of title under every circumstance. An invention created without utilizing the resources of the employer and independent to an employment obligation, belongs to the employee. Moreover, if the invention is the result of combination of the resources of the employer and the employee, a case of joint ownership will be established. These points are stated under Art 7 of the proclamation in the following manner. 

          Art 7- Right to Patent 

· The right to a patent shall belong to the inventor.
· If  two or more persons have jointly made an invention the

       right to the patent shall belong to them jointly. 

· In the absence of an agreement to the contrary, the right to a
 patent for an invention made in the execution of a 
contract or employment shall belong to the person having 
commission ed the work or the employer.

· the invention made without any relation to an employment

 or service contract and without the use of employer’s resources,

 data, means, materials or equipment shall belong solely to

 the employee or the person commissioned.

5. In the absence of an express term to the contrary inventions 

made by the employee or person commissioned which do

 not come within  sub art 3 of this article and which result

 from both the personal contribution  of the author and the

 resources, data, means,  materials or equipment of the employer 

 shall be owned jointly in equal share.

As can be seen from the wording of the aforementioned legal provisions patent Law primary aims at the encouragement of creativity by letting the inventor to be the beneficiary of the fruits that accrue out of his creative efforts. At the same time, in fact, the Law tries to give due attention for those who commissioned the work. No doubt, these people have economic interests in the use and protection of the invention involved.

We have noted that patent law grants for the right holder the exclusive right to make, use and sell an invention for a specified number of years. As any property right, patent right may become a subject matter of contract of transfer. By virtue of Art 6 of the patent proclamation, any patent or even an application for a patent may be transferred by sale or inheritance or any other means in accordance with the law. The law requires the registration of such transfer as a validity factor of the act of transfer. 

8.6. Application and examination of patents 
The abovementioned interested persons, with the view of getting the grant of the title to patent are required to submit their application to the Ethiopian Intellectual Property Office. Art 9(2) of the patent proclamation demands the application to be made in writing. An application, at a time, should relate to one invention only. However, where two or more inventions, belonging to a single general concept, may be filed in a single application.

With respect to the content of application Art 9(3) and 9(4) provide what follows,

Art 9)3) - Application shall contain a request for the grant of

     a patent, and include a description of the invention, one 

     or more claims, an abstract and where necessary drawing 

Art 9(4) In accordance with sub article (3) of this article 

(1) The request shall contain a petition to the effect that a 

    patent be granted, the name and other presented data

    concerning the applicant, the inventor and the agent, if any,

     and the title of the invention where the applicant is not 

    inventor, the application shall contain a statement justifying 

    the applicant’s right to the patent.

(2) The description shall disclose the invention in a

      manner sufficiently clear & complete for inveation to 

      be carried out by a person having ordinary skill in the

     art, & shall in particular indicate at least one mode known 

     to the applicant for carrying out the invention. The 

     description may be used to interprete the claims 

(3) The claim or claims shall defined clearly & concisely

     the matter for which protection is sought. The claim or

     claims shall be fully supported by the description.

(4) The abstract shall merely serve the purpose of 

      technical information, however, it shall not be

     taken in to account for the purpose of interpreting

     the scope of protection.

The Ethiopian Intellectual Property Office will not proceed to further steps without satisfying with these formality requirements. The content of the application will be the major inputs in the determination of the extent of the exclusive right to be granted for the applicant. If the office finds any thing missing in the application, provided that it is a material factor, it shall invite the applicant to file the required correction. But, if the applicant failed to act as to the request of the office, the application shall be treated as if it had not been filed. 

Up on the satisfaction of the formality requirements the office proceeds to consider the next step. At this step, the office is concerned with the substantive examination. Dear learner, I hope you still remember the prerequisites that we remarked for the substance of patent protection. In the substantive examination the office checks whether the invention on which the application is filled is novel, involves an inventive step and has industrial application. As we noted, these are cumulative requirements. The joint satisfaction of the formality requirements along with the substantive ones is what entitles the applicant to get the title to the patent. 

Even if it may occur very seldom, if two or more persons who have independently made the same invention separately file applications for patent on the same subject matter, the right to the patent shall belong to the person who filed the first application. In short, first come, best protected. 

To mention one instance, this has happened during the invention of telephone. In relation to copyright protection, we have noted that, independent efforts are protected. For copyright protection, “time of creation” is not a material factor. There, what is all required is the absence of copying and, therefore, no matter how so many similar works are issued prior to a certain work; the work no less deserves the protection of the law. The thing is different in case of patent l-aw. As indicated above, even if the second inventor is totally unaware of the fact that someone has invited it before, Art 11(1) denies him the protection of the law. Therefore, fraction of minutes in moments of applications may have their own impact on the right ownership of the applicant.

Once a patent title is granted, the right holder enjoys the exclusive right to make the patented item. This coupled with the above mentioned priority right, according to some, may lead us to conclude that, in a way, patent Law cannot be said “fully promotes creativity”. Do you agree with this?

Where both the formality and the substantive requirements are met, the office shall notify the application by its official gazette. By this publication the office gives the chance to lodge an objection, if any, to the application. If no one appeared with objection within sixty days of the application, the office grants the title. These points are enshrined under Art 14 of the patent proclamation.   

     Art 14 - Grant of a patent
A patent should be granted to an applicant up on fulfilment

       of the requirements of this proclamation and the regulations

       issued there under. 

When a patent is granted, the commission shall.

· publish a reference to  the grant of the patent in an 

      official gazette 

· issue to the applicant a certificate of the grant of the

     patent and a copy of the copy of the patent 

· record the patent: and 

· make available copies of the patent to any person on 

     payment of the presented fees 

The commission shall, upon the request of the owner of the

       patent, make changes in the text or drawings of the patent

       in order to limit the extent of the protection conferred 

       thereby, provided that the change may not result in the 

       disclosure contained in the patent going beyond the 

       disclosure contained in the initial application on the basis

       of which the patent was granted. 

Patent, as we said it time and again, is a type of property right. The patentee enjoys reclusive rights. Therefore, the title to be granted shows the exclusive rights reserved for the patentee and other relevant factors. 

Patent right, though it is a monopoly right, is not an absolute right. Here again we do have so many limitations to satisfy nothing but public purposes. In particular, the protection is time bounded. As per Art 16 a patentee shall be granted for an initial period of fifteen years commencing from the date of filling of the application for protection. If the invention has got a wide application in Ethiopia, the office may extend the term of protection for additional five years. The extension of the safeguard is not automatic; rather it is upon the application of the right holder. As compared to the duration of copyright protection patent law provided a relatively shorter term. 

   8.7. Patent of introduction 
In view of facilitating transfer of technology, our patent Law protects patents of introduction. Such a patent is issued to an invention which has been patented abroad. Moreover, the duration of protection of the invention involved in the foreign country, is expected not to expire at the time of application for the grant of patent of introduction. The applicants must be courageous enough to take full responsibility. Requirements and conditions for patent of introduction are more or less similar with the material factors of patent application.

Subject to the obligation to prove the working of the invention each year as from the third year after it has been granted and to pay the relevant annual fees, the protection of patent of introduction stays only for a maximum of ten years. This shows that the office may determine the exact duration of protection up to ten years up on the grant of patent of introduction. That means, the longest term is a term of ten-year duration. As the many of inventions have foreign origin, this legal management motivates the importation of technologies from abroad to our country. 

What are the specific rights and obligations reserved to a patentee? This will be the point of discussion of our last chapter.

Chapter Nine
Rights and obligations of a patentee
9.1. Introduction 
An inventor, who has invented a patentable invention, is entitled to enjoy the inherent rights of ownership subject to the peculiar features of patent rights. Here again, patent ownership shares so many common factors with copyright ownership. Therefore, for those reasons we mentioned before, in this chapter we just give the highlight of intellectual property ownership.

A fact which we always have to bear in mind when it comes to rights is that there is no right which is not bounded by limitation. It follows that patent right, too, is decorated with legal outer limits. Besides, the limitations of the patent Law imposes obligations up on the patentee for a contentious enjoyment of his patent right. 

Dear distance learner, in this chapter we will discuss on the two inseparable facts-rights and obligations. 

In this chapter the students will 

· Identify the rights and obligations of a patentee 

· Learn about the outer limits of right of patent 

· Determine the causes & effects of termination of right of a patent 

· Learn about the circumstance of invalidation of a patent 

· Identify case of invalidation and the available remedies there to.

9.2. Rights of a patentee 
The patent Law gives patent owners some exclusive rights. We have said that, in general terms, the patent right bolder enjoys the exclusive right to make, use, and sell an invention within the duration of the protection. Art 22 of the patent proclamation provides the particular rights of the patentee. 

          Art 22- Rights of a patentee 

(1) a patentee shall have the exclusive right to make, use or

      otherwise exploit the patented invention. A third party 

      cannot exploit the patented invention without securing the 

      Patentee’s consent.

(2) the patentee shall not have import monopoly right over the

      products of the patented invention in Ethiopia 

No need to add further explanation as the provision itself is self explanatory. All what the law tries to remark is that everyone can not establish a right on the patented invention except the right holder. Government is not an exception to this huge principle. That is why Art 23 of the proclamation states that the exclusive rights are required and are binding on third parties up on the grant of a patent.

As noted before, a patentee is not just a right holder; his right is accompanied by specific obligations. The obligation of the patentee begins by the payment of annual fees, which is necessary for the preservation of the patent right (see Art 17). The failure to pay an annual fee entails the presumption that the application is withdrawn or the patent is lapsed. The patentee is also obliged to work the patented invention or to authorize other persons to do the same in Ethiopia. Since, the primary objective of patent laws is to promote the creation of useful inventions; the law wants to make sure the practical application of the patented invention. It is with this in mind the patent law included its Art 27(1). It is good to note that what is required is not just an application, rather it is an application in a scale which is adequate and reasonable in the circumstances. Here, as well, we apply the reasonable man’s standard. Thanks to the reference made under Art 28 of the proclamation similar rights and obligations are extended to the patent right holder of a patent of introduction.
9.3. Limitations imposed on patents 

We have seen why and how limitations are imposed on intellectual properties in general and copyright in particular. In almost same circumstances and for almost same reasons, we noted in case of copyrights, the patent law imposes some particular limitations upon the rights of the patentee. To save time and energy let us just indicate what is provided in our law.

             Art 25 – Limitation of rights 

· The Rights of the patentee shall not extend to: 

· acts done for non-commercial purposes; 

· the use of the patented invention solely for the purposes

        of scientific research and experimentation 

· acts in respect of patented Articles which have been put on

         the market in Ethiopia, by the owner of the patent or with

        his consent, or 

· the use of patented Articles on aircraft, land vehicles or 

        vessels of other countries within air space, territory, or 
        waters of Ethiopia

· Where the public interest, in particular, national security,

      nutrition, health or the development of other vital sectors

    of the national economy, so requires the commission may 

   decide that even without the agreement of the patentee, a 

    government agency or a third person designated by the 

    commission to exploit the invention subject to the payment of

    an equitable remuneration to the patentee. The decision of

    the commission with regard to the remuneration may be subject
    to appeal before the court.

As can be seen from the aforementioned legal provision, the patentee can not object acts performed for extra-commercium purposes. This implies that the purpose of a use, as we noted in case copyright, distinguishes an infringing use form a legitimate one. This limitation traces its base on the idea that, such uses can not jeopardize the economic interests of the patentee. In addition to non-commercial uses, our patent Law permits the use of patented works for such purposes as scientific researches and experimentation. No doubt, this limitation is motivated by the need to facilitate the prosperity of creativity. The Law is trying its best to let new inventors to use the inventions of the predecessors in invention as stepping stone for further inventions.

Once the patentee put the patented items on the channel of commerce, he will have no say on the acts performed in respect of such items. This, by no means, meant that the buyers of the articles will be placed in the shoe of the registered patentee. Therefore, what is recognized under Art 25 (1) (c) of the patent proclamation is just the limitation to control the use of sold items. 

As we noted in case of copyright transfer, a copyright owner, up on transfer of his exclusive rights, may restrict the time, place and condition of the use of the right transferred. A patentee, as an owner of a type of property, enjoys exact same rights. For instance, the patent right holder may reserve the enjoyment of the assigned rights in a certain foreign territory say, for two years. The transferee, in such a case, cannot legitimately use the patented invention outside the time and territory specified in the contract. Moreover, an exceptional circumstance is provided under Art 25 (1) (d) of the patent proclamation. By virtue of this legal provision short or incidental importation of the patented invention into the Ethiopian territory is made to be tolerable.

We have been emphasizing the fact that the rationale behind the limitations is the attainment of public interest. In fact this purpose may be found to be remote and indirect sometimes, while in others it is vivid and so overt. Of the latter category, Art 25 (2) is noticeable. It introduces the concept of compulsory license. The license is made to be granted where it is found to be important for preservation of public interest in general and national security and economic reasons in particular. This use, like the case of compulsory licence on copyrights, is not provided for free. The Law allows third parties to use the patented works without having to regulate a license with the patent owner up on payment of a royalty. The royalty amount may be set by the concerned office. Both parties are accorded with the right to lodge an appeal against the royalty set by the office, where they found it dissatisfying.

Apart from the direct interests of the public, section seven of the proclamation provides various ground and conditions of compulsory licences. Let us see what it has.

                   Art 29 Application for a compulsory license

The patentee whose invention cannot be worked 

effectively without the invention patented earlier may apply

 for a compulsory license to use the earlier invention.
The earlier patentee whose invention cannot be worked 

    effectively without the latter invention may apply for a

   compulsory license to use the latter invention.

Any person who is capable of working a patented 
  invention may apply for a compulsory license, where the
  patentee fails, without legitimate  reason to justify his 

  inaction, to work his invention in Ethiopia, after the 

 expiration of three years from the date of grant of the patent 

 or four years from the date of filling or the patent application

 whichever expires last. 

Dear colleague, how do you see the compatibility of the provision of 
Art 29 (1) with the requirement of industrial applicability?

We emphasized that an ‘invention’ which does not have an industrial application is not legible for the protection of the law. Sometimes, an invention may have an application but its efficiency may demand the use of an invention patented earlier in time. In such a case, the law reasonably establishes the claim for a compulsory license. The same is true for an invention the full utilization of its potential costs the use of a later invention.

A patentee who sleeps on his right is alarmed by the provision of Art 29 (3). Unless his passiveness is backed up by legitimate reasons, a patentee who failed to work his invention in Ethiopia will be made vulnerable for compulsory license.

As we all know, compulsory licence reduces the exclusive right of ownership of the patentee to right of royalty. Depending on the weight of the proof provided by the applicant the office may either grant or deny the license. Where the office thinks that there is satisfactory circumstance, it grants the licence for a payment of a royalty. Even in this circumstance the law wants to maintain, at least partially, the freedom of contract of the parties. The amount under the conditions set by section seven is left to the parties’ common agreement. Where they failed to come to common terms, the office will step in and determines the royalty to be paid. This exceptional circumstance, no doubt, also covers the situation where the applicant could not find the patent after having made a reasonable search. 

The licensee is not going to be a man of exclusive title in respect to the invention on which he acquired the license. And, therefore, the grant of a compulsory license cannot stop the patentee from enjoying his inherent rights of ownership. In particular, the licensee may not authorize exploitation of the licensed invention by third parties. From this we can conclude that compulsory license is personal. On top of this, the exploitation of the invention by the patentee is limited by the terms of the instrument establishing the license. Of the limitations imposed on the rights of a licensee by the Law itself, and which cannot be altered by the licensing office is about the territory of exploitation of the licensed invention. It rationally provides that the licensee exploits his rights in Ethiopia.

A still further limitation imposed up on the right of a patentee is the right of prior users as recognized under Art 26 of the proclamation. 

          Art 26- prior users 

1)  any person who, in good faith, has been using the 

    invention covered by an application for protection on 

    prior the  filling date or, where priority is claimed, the

    priority date of application, has a personal right to continue

     to use the a invention despite the existence of the patent.

2) The right of prior users referred to in sub-article (1)         hereinabove may be transferred only, to gether with

      the enterprise or business, or with that part of the enterprise

       or business, in which the use or the preparations for use 

       have been made.

This provision implies that there may be a person or persons who have been using a patentable invention prior to the claim for a monopoly right by an applicant for patent.  This legal provision is recognizing claims more than the continuous use of prior users or just denial of the patentee’s privilege to stop them.  The thing is really far-more than that! It, unavoidably, raises a question of consistency. Dear distance learner, I hope you do remember that in the previous chapter we said that, of the qualifying factors for the legal protection, the primary one is novelty. In relation to this, we have emphasized that an invention is regarded to be novel or new where it is not anticipated by prior art. Prior art, as clearly indicated in our law, consists any disclosure to the public including an oral disclosure. If so, that law, which creates the impression that it is intolerant to an oral disclosure let alone a practical utilization, how can remain consistent with itself by recognizing prior use just as a limitation to the rights of the patentee? In other words, if a work has prior users how can it qualify the requirement of novelty? Or, if the invention is not new, how is it possible to accord it with the legal protection?

To avoid the inconsistency, the easy way may be reserving the application of Art 26 for the exceptional circumstances envisaged under sub-article (3) of Art 3 of the patent protection. Dear learner, I don’t think that you and I are looking for an easy escaping window. Yes, we have to find the right and justified way, of course, to an extent possible.

One of such ways may be interpreting the term “public” in the qualifying legal provision. Who is the “public”? Does the awareness of a single person constitutes a “public disclosure” and there by disqualify the invention form the legal protection. Experience, at least in the case of telephone invention, has dictated us that it does not. This is mainly because of the fact that Alexander Graham Bell was not deprived of the legal protection on the ground that his competent has appeared to the concerned office with an application for protection on the same subject. No reasonable man can contest the fact that the other person was aware of the invention. From this, and mainly from and logic, we may drive that a single person is not a “public.” What about two, three, ten, one hundred ……… or in general, can we explain the term “public” in terms of numerical values? One may say that it cannot refer to few individuals. In fact it may not be, but how much is few? 

Dear learner, since you are in law school, where individuals should exercise their freedom of thought and expression to its fullest extent, it is better to wind up this section by reminding you to take the chance.

9.4 Termination and Invalidation of a patent      

Obviously, patent right is not an eternal right. As we have emphasized it before, it is limited by time. Therefore, the protection ceases to exist upon the expiry of the duration of protection. It follows that time limit is one of the causes of the termination of a patent. To add some important justifications for the imposition of time limitation as a ground of termination, let us see what the famous philosopher and writer, Ayn Rand, stated in one of her widely distributed book entitled “capitalism: The unknown ideal”, 

‘The right to intellectual property cannot be exercised in perpetuity. Intellectual property represents a claim, not on material objects, but on the idea they embody, which means; not merely on exaction wealth, but on wealth yet to be produced-a claim to payment for the inventor’s or author’s work. No debt can be extended into infinity. Material property represents a static amount of wealth already produced. It can be left to heirs, but it cannot remain in their effortless possession in perpetuity the heirs can consume it or must earn its continued possession by their own productive work. The greater the value of property, the greater the effort demanded of the heir. In a free, competitive society, no one could long retain the ownership of a factory or a tract of land without exercising a commensurate effort.

But the intellectual property cannot be consumed. If it were held in perpetuity, it would lead to the opposite of the very principle on which it is based! It would lead, not to the earned reward of achievement, but to the unearned support of parasitism. If would become accumulative lien on the production of unborn generations, which would ultimately paralyze them. Consider what would happen if, in producing an automobile, we had to pay royalties to the descendants of all the inventors involved, starting with the inventor of the wheel and on up. Apart from the impossibility of keeping such records, consider the accidental status of such descendants and the unreality of their un earned claims. The inheritance of material property represents a dynamic claim on a static amount of wealth; the inheritance of intellectual property represents a static claim on a dynamic process of production. 

Intellectual achievement cannot be in fact, transferred, just as insentience, ability, or any other personal virtue cannot be transferred. 

All that can be transferred is the material results of achievement, in the form of actually produced wealth. By the very nature of the right on which intellectual property is based-a man’s right to the product of his mind-that right ends with him. He cannot dispose of that which he cannot know or judge: the yet-un produced, indirect, potential results of his achievement for generations- or for centuries- later.

Expiry of the duration of protection is not the only ground of termination of a patent. For different reasons, a patent right may fade away prematurely. In this regard, our patent proclamation provides two grounds of premature termination of a patent. The first being the volitional act of the patentee, while the second counts on his failure to discharge his obligation. 

Art 34(1) of the patent proclamation states that a written declaration made by the patentee and addressed to the concerned office to surrender his patent shall terminate his patent right. This is what we call termination of a patent up on the initiation of the patentee himself. In this chapter, we have also remarked that one of the obligations enshrined in our patent law is the obligation to pay annual fees. As per Art 34(2), failure to pay annual fee in due time is another ground of premature termination of a patent. No need to explain the need to punish a disobeying inventor because the legal system should not lend its protective hand for the one who turns his face against the demands of the law.

A point to be considered at this stage is that the surrender of the patent, total or partial. That means, the patentee may submit part only of his claims on the invention and still claim exclusive rights on the remnants. It is also good to note that an act of surrender may even make up on a patented invention which has been made a subject matter of a license. However, it can affect the interest of the licensee only if the registered licensee consented to the surrender. This is provided just to protect innocent third parties from unwarranted acts of a patentee. Therefore, we need it for the maintenance of smooth trade relationships. 

Another perspective which takes away the legal protection is invalidation of a patent. Invalidation, as the term implies, is a consequence of non-fulfilment of either the substantive or the procedural requirements of the law. In this regard Art 36 provided what follows. 

                         Art 36- Invalidation of a patent 
a) a patent shall be invalidated in whole or in part by the court upon request by an interested party if it is proved that:

(1) the subject matter of the patent is not patentable according, to articles 3 and 4 of this proclamation 

(2) the description does not disclose the invention in a manner sufficiently clear and complete for it to be carried out by a person stilled in the are

b) Any invalidated patent in whole or in part shall be deemed void form the date of grant of the patent. 

As indicated above, the invalidation decision is left to the court. And, an application for invalidation is to be made by any “interested party.” Who do you think can be referred to as an “interested third party”? As you have met this question in your various courses in stay at law school it must refer to any one the economic or moral interests of which have any relationship with the existence or non-existence of the patent.

Since invalidation is a consequence of establishment oriented problem, the fate of a defective patent is nullification ab-initio. That means, it will be void from the date of the grant of the patent. Dear learner, from your experience of the Law of contracts, it is my hope that you do distinguish the cause and effects of a void and avoidable juridical acts. Acts which are regarded merely voidable may be enforced in some instances. On top of this, any effect realized prior to the act of nullification may remain intact. Void acts on the other hand, will not be given a chance to have any effect. Therefore, when a patent grant is invalidated, it will be deemed as if no patent was granted with respect to the invention concerned. It is stated under Art 36 of the proclamation that the invalidation may be either in part or in whole. 

9.5. Infringement and Remedies  

Dear learner, here again the notions of infringement and remedies are more or less similar with the one we noted in case of copyright infringement. Therefore, I hope it is sympathetic to give the highlight with specific reference to the features of a patent right.

We have emphasized, time and again that patent right is a property right. And, as a property right it is an exclusive right. From this it follows that any one who makes, uses or sells a patented invention without the permission of the patent holder is guilty of infringement. The person holding the patent, called the patentee, may sue the infringer in a court that has jurisdiction to recover damages. The patentee may also obtain an injunction requiring the infringer to refrain from committing future acts of infringement.

The accused infringer may argue in a court that his act is never an act of infringement. Such arguments may trace their base either on the idea that his act belongs to one of the legally recognized as limitations or the patent should never have been granted in the first place. If the accused infringer raises such arguments the court will determine whether the act has secured the blessing of the Law or whether the patent is valid or invalid. An important defence against claim of infringement is the “first use” doctrine. Under this principle, prior users can not be stopped from using the invention as a result of recognition of monopoly right at a later stage. Similarly, once the patentee sells a particular item, the purchaser of that item may use it or resell it without being considered as an infringer.

Finally, it is good to note that both copyright and patent lawsuits are to be filed in a federal High court or in regional supreme courts in their representative capacity. This may be taken as a reflection of the complexity of the issues related to intellectual properties. In a way, it shows the wish of our law makers for the entertainment of cases involving disputes related intellectual properties may be with ‘better hands’.       
Part-Four     

Chapter-Ten-Trade Mark Law
Introduction 

In the ancient times traders applied marks and symbols to indicate ownership their item. For example, Egyptians, around 2000 BC, used to brand their cattle, and marked their sheep as a way of identifying their livestock. Similarly, merchants also marked their goods. To specify the source of the goods, the original function of trademark, therefore, was simply to indicate the source or the owner of the goods or animals.

An important change to the traditional role of trademark occurred around the beginning of the 20th century. In this period, trademarks shifted from being merely indicators of origin to valuable assets in their own right. Thus, trademarks became instrumental to build consumer goodwill. Indeed, the mark itself (accompanied by advertising) gave rise to a desire for product that was distinct from a desire based on a belief that the product would be of a particular quality. As such, the trademark serves more as a marketing tool, and less as a means of identifying a product’s source.

Nowadays, trademark is taking new characters. While the traditional and the modern notion of trade make functions to identify source and build commercial reputation, recent developments demonstrate that trade mark extends beyond a mark or a symbol to encompass the personality, style, or aura associated with a particular product. A typical example of this is the coca-cola, which is perceived as more than a product, a reputation for a quality and a mark. Instead, it is an image and a way of life that is instituted through the presentation, marketing, advertising and packing as well as the production of the product.

Objectives

After going through the Unit, you will be able to:

· Understand the basic notions of  trademarks law

· Explain the justification for trademarks law

· State the procedures for registration of trade marks

· Analyze the grounds for refusal of trademarks registration

· Discuss issues related to infringement and enforcement of trademarks

· State the basic features of international conventions on trademarks

10.1 Definition of Trademarks                                                   

Trademark is a broad subject matter. At the general level, custom and positive law defines the notion of trademark as any sign or mark that distinguishes the origin of one product from another. Of course, even in our days, the meaning of a mark or sign is not adequately established. As such, although trademark owners welcome the open-ended notion of a trademark, some notorious problem has occurred in relation to registrability of certain marks. In particular, it had been endlessly argued whether the shape of goods and “sensory marks” such as smell and sounds are marks eligible to trademark registration. Be that as it may, the notion of marks or sign is ever increasingly expanding.

The extended notion of trademark can be observed by looking at the trademark statutes of different countries. The British trade act of 1994, for example, defines trademark as: 

“Any sign capable of being represented graphically, and which is capable of distinguishing goods or services of one undertaking from those of others. A trade mark may, in particular, consist of words including personal names, design, letters, numeral, or the shape of goods or their packaging”


According to the above definition, for a trade mark to be validly registered, it is necessary to show that it consists of a sign. Indeed, no statutory definition is given as to what is meant by this term. However, it is construed that the non-exhaustive lists of trademark under the definition potentially allows other things that are capable of distinguishing the origin of one product from another. While not mentioned under the definition, it was held that colors are prima facie registrable where they are used as a trademark, the main problem being showing that the mark is distinctive. It was also contended that sensory marks are eligible for trademark registration.

Similar to the British 1994-trademark act, the TRIPS provide that.

           “Any sign or any combination of signs capable of distinguishing the goods or services of one undertaking from other undertaking shall be capable of constituting a trademark. Such sign, in particular words including personal names, letters, numerals, figurative elements and combination of such sign shall be eligible for registration as trademark”          

Perhaps, the above definition is the most comprehensive definition of trademark. Unlike, the British 1994 trademark act, the TRIPS explicitly makes combination of colors as sign eligible to trademark registration. 
When we look at our trademark law, the proclamation No 501/2006 for trademark registration and protection defines trademark as:

“Any visible sign capable of distinguishing goods or services of one person from those of other persons. It includes design, letters, numerals, colors or the shape of goods or their packaging or the combinations thereof”

Comparatively the above definition seems to be narrow in scope. Unlike the TRIPS and the British 1994 trademark Act, it requires that the sign must be visible. Its Consequence is that it excludes non-visible marks such as signs, smells and sounds.

10.2 Basic Features of Trademark              
Trademark is wieldy known by its two related features: sign and distinctiveness. While the registrability of marks varies from one jurisdiction to another, it is required under any jurisdiction, that it must be a sign that is capable of distinguishing one undertaking from another. Deep inside, the bound of ‘sign’ is always ill determined. In many jurisdictions, it is an open-ended bundle that potentially represents anything, object, color or sense that is capable of distinguishing the origin of one product from another. There are few exceptions to the open-ended notion of the term ‘sign’. The most typical examples of such exceptions is found under our Trademark Registration and Protection Proclamation that excludes non-visible signs such as sound, smells, and possibly tests.
The other fundamental features of trademark is “distinctiveness” which represents the phrase ‘---capable of distinguishing one undertaking from those of other undertakings.’ Naturally, a trademark must be distinctive if it is to serve its function of identifying the origin of goods and services. As such modern trademark law is founded on the principle that trademarks function to guarantee to the consumer or end-user the identity or origin of the product to which it is applied. Hence, if a trademark is to protect consumers from deception or confusion over what they are purchasing, then the trademark must be identifiable and different from other marks.
In the course of transaction, distinctive marks don’t only serve to identify the origin of products but also they become instrumental in building commercial reputation. As such, to the owner of the mark, trademarks serve as a marketing tool in its own right. Having regard to the role it plays, trademark is invariably bound to be distinctive. The jurisprudential question rather converges on what is not distinctive mark.
The jurisprudential debate that surrounds the character or nature of distinctiveness is not over. However, it is often said that marks that describe (hence descriptive mark) the nature, quality or, quantity or type of a product are straightforward non-distinctive marks. For example, ‘soap’ for soap is frequently mentioned as typical descriptive term. Similarly, orange for orange would serve only to confuse the consumer, for it would tell nothing about the different origins of a selection of oranges produced by different producers.

The most distinctive marks are arbitrary or fanciful marks. Arbitrary and fanciful marks are naturally unrelated marks to the goods they are applied to. As such, they convey nothing about the nature of the product except through knowledge of the market. For example, the numeral symbol B29 conveys nothing about soap except to those knowledgeable about that trade. 

However, it must be noted that an originally descriptive mark may turn to be distinctive at market place through the use of the mark by buyers for a relatively longer period of time. For instance, the mark “red” would be descriptive of apples, and then, ineligible for trade mark registration. However, if a producer effectively markets his apples with the term ‘red’ and if after a while consumers immediately associate the mark “red” with only one producer or apples, the consumer identification makes the mark eligible for trademark registration. A ‘Red’ apple, under the example, connotes a certain producer, and not colors at all. The second meaning that a mark acquires through its continuous use by buyers is known as secondary meaning.

Secondary meaning is acquired rather than inherent and is developed in the   market place through use that makes the mark distinctive of the owner’s goods or service. It essentially implies that an otherwise descriptive mark has been used so long as it has come to be synonymous with the goods or service with which it is connected, at least with respect to the contents of the particular trade and with respect to the consumers with the market.

At least theoretically, proof of secondary meaning is difficult to establish. Under the United States trademark, there is an established practice that requires the applicant to demonstrate five continuous years use of the mark in the market. Hence, a user of the mark who shows that he has used the mark for five continuous years may benefit from the presumption despite the fact that the mark is facially descriptive or non distinctive.

10.3 Trademarks Vis -A -Vis Related Concepts

a) Trademarks as distinguished from patent and copyright
Before we expose the difference between trademarks, and patent and copy right, it would be helpful to explain how they are related to each other. Or what similar features do they share? It is long established that trademark, patent and copyright are the major subject matters of intellectual property law. In simple parlance, intellectual property law regulates the creation and exploitation of intellectual assets. Even in the jurisprudence of intellectual property law, the term “intellectual asset” is broadly construed to include ideas, expression of ideas, sign/mark, or design etc. Broadly classified, patent protects ideas (or inventive thought) that brings a specific solution to a problem in the field of technology, copy right protects expressions, and trademarks protect marks or signs that are capable of distinguishing the origin of one product from another. Thus, trademark is related to patent and copy right because it deals with protection of intangible assets that do not have material existence in their own right. In other words, trademarks, patent and copyright are related to each other because they share the incorporeal nature and character of intellectual property law.
Apart from being the subject matters of intellectual property, largely, trademarks, patent and copyright are distinguished from each other both in purpose, and content. Trademark protects marks or signs that indicate the commercial source of goods or services. However, trademark cannot be used to stop others from copying the goods or service to which the mark is applied. This is not, however, the case with patent and copy right. Both patent and copyright prohibit unauthorized copying of goods by third parties.

Furthermore, the arguments that are used to justify patent, and copyright, which focus on the protection of labor and personality (whether as recognition of a right or as a reward) are difficult to apply to trademarks. For example, while patent law requires that the inventor must demonstrate a novel thought that is never anticipated before, a trade mark may consist a personal name, or numerals or shape or a word that is already known and in use in the public domain matters.  Similarly, copyright law requires that a work must be original, i.e. a work must be the author’s own creation. However, it is immaterial under a trademark law that a mark is original, or known. As long as a mark is capable of distinguishing the origin of one producer from those of other products, it would be eligible for trademark registration.

b) Trade name-Vs- trademark

Consumers are sometimes confused on the difference between trademarks and trade names. However, even if they appear to be similar, they are different in that a trademark is attached on goods, whereas trade name is simply a business name. As such, trademark indicates the commercial source of goods, but a trade name is the name by which a business is known by third parties and the state.

c) Trademarks and Goodwill 

The fundamental advance in the function of trademark in the late 20thc is that trademarks have become marketing instruments in their own right. By using a mark, traders have shifted their focus from indicating that the products originated from them to building a good will on their marks. Good will is the indescribable thing, the magnetism that leads customers to return to the same business or buy the same brand. In the IRC .V. Muller eˉCo’s Margarine, case it was stated that 

Goodwill is a good name or reputation that connects consumers with a business. It is the attractive force that brings in custom. It is the one thing that distinguishes an old-established business from a new. Goodwill is the benefit and advantage of the business at its first start. The goodwill of a business must emanate from a particular centre or source. However, widely or extended or diffused its influence may be, good will is worth nothing unless it has power of attraction sufficient to bring customers home to the source from which it emanates. Goodwill is composed of a variety of elements. It differs in its composition in different trades and in different businesses in the same trade- one element preponderate here and another element there.

As the above paragraph expounds, the goodwill must have a power of attraction sufficient to bring customers home to the source from which it emanates. Accordingly, the fact that a trader has started business does not necessarily mean that there will be goodwill. This is because customers might use the business; purchase the goods or service, because it is conveniently located or just because it is there. Rather, for goodwill to exist, customers must be buying the goods or using the services as a result of the reputation that they have developed. 

The manifestation of goodwill as described above seems to be envisaged under our Commercial Code. Art.130 provides that “the goodwill results from the creation and operation of a business and is a value that may vary according to the problem or possible relations between a trader and third parties who may acquire from him goods or services.”  As per this provision, for goodwill to be created, there is a business in operation. Moreover, there must be commercial relationship between the business and customers. The problem with this provision is that it does not explicitly envisage whether goodwill arises in relation to marks, name, sign or logo. The provision seems to imply that good will is associated more with trade name (i.e., business name) than trademark. However, despite the vagueness of Art.130, it will still be absurd to contend that goodwill is not concerned with marks. It is clear that goodwill is typically developed through the use of words such as Coca Cola, Nike, Abyssinia (spring water) that are understood as indicating that a product or service emanates from a particular trade source. Thus for the provision to make sense, the phrase ……..”from the creation and operation of a business…” must be construed flexibly to include marks as manifestation of goodwill.

10.4 Types of Marks
There are many types of marks that are capable of distinguishing the commercial source of one product from those of others. This section presents the most commonly known marks, namely, trademark, service mark, collective mark, certification marks.

Trade Marks and Service Marks
Originally, the term trademark was understood as referring to a mark or a sign that indicates origin of product or goods or services. However, conventionally, the reference to trade marks became narrow, representing only marks that applied or attached on goods, not services. As such trademarks that apply on goods are sometimes referred to as product trademarks. In essence, service marks are trademarks, and hence they are identical to trademarks in all respects, but they are different from trademarks in that they are used to indicate the source of services instead of goods. Under our trademark law, trademarks and service marks are regulated in the same way.

To constitute a service mark, a word, phrase, or device must be something more than simply the business name of an enterprise. This is no more than saying that the mark must identify and distinguish the service rendered, more than identifying the enterprise as a business organization.

 Certification marks

A certification mark is used in connection with goods or services to indicate that those products or services originated in a particular region, or that they are of a particular nature, quality, or characteristics or that they were produced by a member of a particular organization. The certification mark helps an organization to indicate that the goods or service meet certain quality or standard, thereby excluding all others from making the same claim with the same or similar marks that might cause confusion. However, it must be noted that the ownership of a mark does not convey what ordinarily are thought of as exclusive right. In particular, the owner of a certification mark cannot prohibit use of the mark to anyone who maintains the standard or characteristics of the mark. 

Generally, certification marks are subjects to the requirements for the registrability of trademark. However, unlike trademark that prohibits use of geographical names, a certification mark can be used to certify the geographic origin of goods or service.

The certification of mark does not seem to have entered into the body of our trademark law. It is not envisaged under the commercial code. And it does not seem to be suggested under the new trademark registration and protection proclamation, either. However, in other jurisdiction, it is as important as trademarks, and collective marks. The Lanham Act, in the USA, for example, provides for registration and protection of certification marks.

Collective marks

Collective marks generally provide a device by which a number of individuals can identify themselves as members of a particular group. It indicates that either goods or services are produced by members of a collective group or simply indicates membership in a particular group. There are two forms of collective marks: collective trade (or service) mark, and collective membership marks. Collective trademarks are conventional marks in the sense that they indicate the origin of the product or service, which is a member of the group. However, it does not confer ownership of the mark in the producer or provider, but in a group of which each producer or provider is a member. On the other hand, collective membership marks are used to indicate membership, not origin of goods or services. 

Under the new trade mark registration and protection proclamation, collective trade mark means ‘a trade mark distinguishing the goods or services of members of an organization, which is the owner of the trade mark.’ This provision underlines that collective trademark is used to distinguish the goods or services of members of an organization. And it provides that the ownership of the mark belongs to the organization, not individual members
10.5 Justifications for the Legal Protection of Trade Marks
A number of different rationales have been used to justify trade mark protection. The arguments which are used to justify copyright, designs, patents which focus on the protection of labor and personality are difficult to apply to trade marks. This is because while some trademarks may be invented, novelty or originality is not a prerequisite. Rather, the justification for trade mark protection relies on the capacity of the trademarks to supply information on the quality of the goods or services that the mark is applied and the ethical issues that govern fairness in business.

Information

Perhaps the most convincing arguments for the protection of trade signs is that they operate in the public interest insofar as they increase the supply of information to consumers and thereby increase the efficiency of the market. These arguments highlight the fact that trademarks are a short hand way of communicating information that purchasers need in order to make informed purchasing choices. By ‘preventing others from copying a source-identifying mark’ trademarks law reduces ‘ the customer’s cost of shopping and making purchasing decisions, for it quickly and easily assures a potential customer that this item-the item with this mark –is made by the same producer as other similarly marked items that he or she liked( or disliked) in the past.
The information provided by the mark is particularly important in relation to goods that a consumer cannot judge merely through inspection. Where the quality and/or the variety of goods is not readily apparent, trademarks enable consumers to choose the product with the desired features. Trademarks also encourage firms to maintain consistent quality and variety standards and to compete over a wide quality and variety. Consequently, it has been said that the    

“Primary reason for the existence and protection of trademarks is that they facilitate and enhance consumer decisions and… they create incentives for firms to produce products of desirable qualities even when these are not observable before purchase”.

Similar to the above assertion, our Trademark Registration and Protection Proclamation No.501/2007 under its preamble provides that ‘… trade mark …play an important role in guiding customers` choice and protecting their interests’. In here the trade mark registration and protection proclamation does not explicitly mention the function of trade mark registration as an incentive for the production of quality products. However, by emphasizing on the source identifying role of trade mark registration, it can be contended that our trade mark registration and protection proclamation as well encourages the production of quality products.

Ethical Justification

Ethical arguments have also been used to justify the trade mark regime. The main ethical ground for the protection of trademarks is based on the idea of fairness or justice. In particular, it is said that a person should not be permitted ‘to reap where they have not sown’. More specifically, it is said that by adopting ‘someone else’s mark, a person is taking advantage of the goodwill generated by the original trade mark owner’. Through this agricultural metaphor, the justification for protecting trademarks is linked to the broader arenas of the protection of traders against ‘unfair competition’ and ‘unjust enrichment’

While the classical cases where a trader uses someone else’s trademark on identical goods are clearly objectionable under the principle that a person should not reap what he has not sown, the principle has also been used to justify more extensive protection. For example, it is said that the objection to comparative advertising is that even though it does not confuse consumers, it takes advantage of the reputation that the earlier trade has built up. Similarly, the objections which are made to marks being used on dissimilar goods is that it takes advantage of the repute of earlier mark.

Other ethical arguments have also been used to justify trade mark protection. For example, it is sometimes argued that the protection of trademarks is justified by reference to moral norms which treat truth- telling as a core good (rather than as necessary for the maintenance of efficient markets). As such it is argued that the law ought to allow a person who suffers harm as a result of lying to bring an action against the liar. Misrepresentations as to the source of goods are equivalent to lying or deception and are simply wrong. While arguments of this sort would justify the law of trademark in some form, they would not appear to justify the protection of one trade mark owner against the innocent adopter of a mark, nor against uses which the public would not understand as indicating a business connection with the owner. As such, it would only support a very narrowly confined law of trademarks.

10.6 Acquisition of Rights and Registration of Trademark

         Acquisition of Rights 
It is asked how and when a person may acquire rights over trademark. In particular, it is asked if a person could obtain trademark right by attaching a mark over his goods or service or even by advertising his desire to use the mark in the future in connection to his products or services. Certainly, trademark right is not automatic to the use of the mark over goods or services. In many countries right in trademark emanates from prior use, and registration, or only from registration of the mark. 

 The concept of prior use has been hatched and developed in the common law trademark law. As such, prior use is understood as the actual use of a mark in the market place over a reasonably extended period of time. It has the same effect with registered trademarks. Thus, like an owner of trademark by registration, he (the prior user) can prohibit similar or identical use of the mark by others. However, while objecting to similar marks, the prior user assumes the burden of proving that his mark was actually in use in the market place for some reasonably longer time before the use of the mark by the defendant. 

The other most common acquisition of trademark is registration. According to this method, rights in trademark become effective only after a duly established authority registers it. In many countries, rights in trademark are acquired by registration. Our country is one of them. As per Art.4, a right in trademark is acquired and is binding on third parties upon the grant of a trademark registration. 

Registration of Trade Mark   

As discussed earlier, many countries require registration of trademarks as a validity requirement. Some authorities resist the registration system as complicated, expensive and unnecessary. However, it is thought that the advantages of the registration system outweigh its potential disadvantage. In particular, it is argued that the registration of trade mark would enable third parties to discover whether other traders had claimed the right to use a particular sign and, where necessary, to locate the proprietor of the sign. 

The registration process involves certain procedural steps. Under our trademark registration and protection proclamation, the registration process can be divided into four stages: a) filing of the application, b) examination, c) publication, opposition, and d) registration

a) Filing of the application

As per Article 8, an application for a trademark registration shall contain:

i. Request for registration, including the name and address of the applicant, in the form prescribed under the regulation.

ii. Statement of the goods and services for which the mark is to be registered.

iii. Three copies of a reproduction of the mark (a representation of the mark).

iv. Prescribed fee as may be determined by the regulation.

v. One trademark.

Some of the above requirements are self-explanatory. Thus, we shall discuss only those requirements that demand further explanation.
Listing of goods or services

To the trademark registrar, it is highly indispensable that the applicant precisely states goods/or services to which the trademark register applies. This is simply because the statement of the goods/services determines the scope of the mark. Art.8 (3) (b) requires not only listing of goods or services but also their international classification. Although there is no indication, the international classification referred to under this provision may perhaps mean the international classification of goods or services adopted in 1957 at Nice. Under the Nice international classification of goods /or services, there are thirty four classes of goods, and eight classes of services. The purpose of the classification process is mainly to facilitate the searching of earlier competing marks.
Representation or reproduction of a mark 
The trademark applicant is also required to deposit a representation of the mark. Among others, reproduction of the mark helps to define the scope of the trademark owners right and delineate exactly what sign is protected. It also helps to ensure that third parties are able to search the register and to ascertain things such as the scope of existing marks and to determine whether a fresh application conflicts with earlier marks. And finally, the reproduction of the mark requirement makes the bureaucracy dealing with the sign, its classification and comparison with other signs, more manageable.
Prohibition of series of marks 
Art.8 (2) provides that an application for registration shall cover only one trade mark. This is clearly a prohibition of a series of marks under one application i.e., one application for one mark. It is not clear why it prohibits register of a series of marks in a single registration. In other jurisdictions, say in the UK, an applicant is allowed to register a series of marks under a single registration. And its major purpose is to reduce bureaucracy, and other expenses. In registering a series of marks, the applicant is required to include a separate representation of each mark in the series. 

b) Examination   

Once the filing process is completed, the registrar further conducts a search for similar marks, and an examination of the application to ensure that the proposed mark does not cover the inadmissible marks envisaged under the trademark registration and protection proclamation. In particular, the registrar, investigates whether the proposed mark:

· Fulfills the formal requirement under Art.8

· Complies with the substantive requirements under Arts. 6 and 7 
c) Publication and opposition 

Once the registrar accepts an application, the next step will be publication of the mark. The purpose of the publication, as per Art. 12, is to allow third parties to oppose the registration of the mark. As per Art.12, the invitation for opposition may be published in the intellectual property Gazette or a newspaper having nationwide circulation at the cost of the applicant. This may also be supplemented by a radio or television broadcast or a website notice. However, while opposition, as per Art.12, occupies an important place in the registration process, it has made it costly. As per Art.13, opposition is not going to be for free. Thus to file opposition, the opposing party has to pay a prescribed fee. This requirement of opposition fee would discourage third parties from instituting their opposition. And, as such, the legislator does not seem to have contemplated that the opposing party could be residents (perhaps poor people) other than traders, as opposition of a mark on grounds of morality, for example, may invariably need the comment or opposition of residents. Thus, it does not sound fair to request the community to pay simply for challenging the registration of a mark.

d) Registration

Substantive requirements and the subsequent announcement for opposition registration of the mark come into picture. Thus as per Art.15, where the registrar is convinced that both formal and substantive requirements are fulfilled, it will register a trademark and issue to the applicant a certificate of registration upon payment of prescribed fee. As has been discussed, registration is not automatic to the filing of application, nor is it a very short process. It further involves examination by the registrar, and a hearing for opposition by third parties. Largely, due to the expansion of industries and commercial services, and the corresponding proliferation of marks, as well as the mass of exclusion to marks, there is no less probability that the applicant may fail. The registration, on the last day, would, therefore, make the applicant flourish or perish. After going through an examination of the mark in light of formal and substantive requirements, and the subsequent announcement for opposition, registration of the marks follows.  Art.15 provides that where no effective opposition is made, the registrar should register the mark. Notice of registration may be made in the same way to the notice for opposition. However, it should be noted that the decision of the registry could be appealed to the regular courts having jurisdiction. 

10.7 Eligibility of Trademarks for Registration  

Although the role of trademark is ever expanding beyond our imagination, primarily, it serves to indicate the origin of goods and/or services. Thus the standard for the eligibility of trademarks for registration is basically determined whether the mark is distinctive. Generally, a trademark shall be eligible for registration if it fulfills the following conditions:

a) It must be a sign as defined under Art.2 (12) which includes words, designs, letters, numbers, colors or the shape of goods or their packaging or the combination thereof;

b) It must be capable of being represented graphically as envisaged under Art.8(3)(a);

c) It must be capable of distinguishing goods or services of one person from those of others;

d) It must be used or proposed to be used in relation to goods and services;

e) The use must be for the purpose of indicating or so to indicate a connection in the course of trade between the goods or services, as the case may be, 

f) And some person having the right, either as proprietor or by way of permitted user, to use the mark.  

Trademarks ineligible for registration

Generally, trademarks are inadmissible for registration if they fail to meet one or more of the conditions for eligibility of trademarks for registration. In addition to the exclusion of marks that may be implied from the condition for trademark registration, our trademark law lists several grounds for inadmissibility of marks for trademark registration. For simplicity the grounds for exclusion of marks can be divided into: absolute ground, and relative grounds for refusal.

A) Absolute grounds for refusal

Absolute grounds for refusal refer to the exclusion of marks on the basis that they contravene with the substantive requirements. These include the following categories of trademarks:
i. Non-distinctive

ii. Descriptive marks

iii. Misdescriptive marks

iv. Marks contrary to public morality

Non-distinctive

Art.6 (1) (a) cum.Art.5, provide that trademarks that are not capable of distinguishing goods or services of a person from those of other persons shall not be eligible for registration. Putting this in other terms, marks that are devoid of any distinctive character are not eligible for registration. Thus, by ensuring that the only marks that are registered are those that are distinctive, the law helps to ensure that trademarks function as indicators of origin. Now, the most difficult question is what is not distinctive? Or, what does devoid of distinctive character imply?

The trademark registration and protection and protection proclamation does not explicitly provide lists of non-distinctive marks. However, from the inadmissible lists under Art.7, we can identify some typical examples of marks that are excluded nearly as non-distinctive. These include:

a. A trade mark consisting exclusively of signs or indications which have become customary in the current language use in relation to such goods or services for which the registration of a trademarks is applied or which have become customary in economic and business activities. 

b. A trademark that consists exclusively of the surname of the applicant

The first exclusion is founded on the basis that everyone should be allowed to use a sign or a mark that has become customary (or commonly used) in the current language.  This in a way prohibits monopoly over marks that are public domain. There is, however, an exception to such prohibition. This occurs, as per Art.6 (2), where it is shown that the trademarks have been used in Ethiopia as distinguishing the origin of a product that it applies to. This presupposes that there were no other people who have used the mark. So, if other people were also using the trademark, the mark would lose its distinctive quality, and hence the exception would not apply. 

As regards surname, it is thought that they lack distinctive quality. This is partly motivated by the inconvenience that the grant of right would have upon other traders who shared the same name. As such, third parties cannot be prohibited to use their name or, even the name of others that could be similar to other trademarks. Thus, where two or more people use the same surname or family name, consumers would not be able to assume that the name operates to indicate one particular supplier.

Descriptive marks   

The second absolute grounds for refusal of trademarks relate to descriptive marks. Art.6 excludes from registration trademarks which consist exclusively of sign or indications which may serve, in trade, to designate the: i) kind, quality, quantity, ii) intended purpose, iii) value, iv) geographical origin, v) the time of production of the goods or of the rendering of the services or vi) other characteristics of the goods or services.

Although, exclusion of descriptive marks which characterize goods or services is in part motivated by a desire to protect traders, the primary reason why the various marks are excluded is that they would not of themselves be taken or understood by customers to indicate the origin of goods.

 “The more apt a word is to describe the goods of a manufacturer, the less apt it is to distinguish them from the goods of others.”
Before looking at each of these subcategories in more detail, let’s make a general explanation on the idea of “exclusivity.”The exclusion under Art.6 (1) (e) applies where the trademark consist exclusively of signs which characterize the goods and services. This gives rise to the question of what is meant by ’exclusively’?
The term ‘exclusively’ is often construed as covering the whole of the mark. In other words, ‘exclusively’ means that the whole of the mark must be descriptive. This implies that if it can be shown that part of the mark is non-descriptive, and then it will fall outside the remit of Art.6 (1) (e), as long as that part is not significant or de minim is. Thus marks that are made up of descriptive and non-descriptive matter can be registered. For example, ZUM fruit could not be treated as being ‘exclusively’ descriptive of fruits because while fruit is descriptive, ZUM is an arbitrary term. However, it must be noted that a mark would not become registrable by the mere addition of trivialities, such as the addition of prefix or affix terms, or prepositions such as ‘The’. This is to say that for a trademark not to fall under Art.6 (1) (e), it is necessary that the additional element is fanciful, imaginative, unusual or peculiar. 
In effect, there must be some part of the mark (above and beyond the descriptive parts) that is distinctive. With these general points in mind, we now turn to look at the categories of descriptive marks excluded under Art.6 (1) (e).
i. Kind, quality or quantity

As per Art (1), marks, which exclusively serve to designate the kind, quality or quantity of goods and services, are excluded from trademark registration. For example, a mark that says “colligate”, for a colligate products is ineligible for trademark registration because the mark designates the kind or the type of goods as opposed to non-related terms. And similarly use of a mark, which reads ‘hair curl’ for an ointment that makes hair curl, would not be registered as it simply indicates the quality or the function of the goods to which the mark applies.

ii.  Intended purpose
 A mark that describes what the product does, or suggests what the consumer is to do with the product or outlines would not be registerable. Consequently, a phrase such as “Great excitement” would not be registerable for alcoholic beverages because competitors might wish to use the phrase when advertising their own products.
iii. Value      

Trademarks that consist exclusively of signs that refer to goods or services will not be eligible for trademark registration. The reason is that consumers are unlikely to treat references to value as indications of origin. It also ensures that other traders are free to use common words and expressions to refer to things such as price and value. 

iv. Geographical origin 

 The other exclusion envisaged under Art.6 (1)(e) pertains to the signs that consist of geographical names and places essentially, the bar against the geographically descriptive mark to prohibit monopoly of a term by one party that should be in the public domain.

‘Just as a manufacturer is not entitled to a monopoly of a laudatory or descriptive epithet, so he is not to claim his own territory, whether country, or town, which may in the future if not now, be the seat of the manufacture of goods similar to his own.’’

Many marks that consist of geographical names are ineligible for trademarks registration. However, it should not be assumed that there is a blanket prohibition on the registration of all geographical names. For example, if it is shown that consumers associate a geographical name with single sources for particular products, the mark could be eligible for trademarks registration. As such, the registrability of a mark should be determined with respect to the market and the goods of the applicant. Within the market test the inquiry would be whether the term conveys an immediate geographical sense to the consumer with respect to the particular product. If otherwise, geographical term conveys something rather than geographical significance, it is essentially arbitrary, because its relationship to the product is not natural but contrived and unrelated to any inherent meaning in the mark. 

Used marks 

So far we have discussed marks that are inherently ineligible for trademarks registration on the basis of non-distinctiveness. That is, we looked at the registrability of marks in their natural or unused state. This is to explain that it is possible to register otherwise ineligible marks by use. In this regard Art.6 (2) provides that “the provisions of Sub Arts. f and j (those trademarks excluded on the ground that they are non-distinctive, descriptive, or generic terms) of this article do not apply, if the trademark has as a result of its use become well known in Ethiopia”. The result of this provision is that even if a mark is inherently lacking distinctiveness, it is now possible to register a mark if it does in fact have become well known in Ethiopia.

Under the above provision, the test for registrability of otherwise non-registrable mark is that there must be actual use, and by virtue of its use, the mark must be well known in Ethiopia. These tests seem to suggest that the actual use of a mark and its popularity in Ethiopia must have made it distinctive for the mark to be registered. The next question that needs to be asked where a mark has been used is: Has the mark in fact acquired a distinctive character? 

The inquiry in relation to used marks is exclusively concerned with consumer perception: the needs of other traders are irrelevant. As a result, consumer recognition becomes the litmus test for whether a mark is registrable. The primary goal is to minimize consumer confusion by preventing other traders from using similar mark. To succeed in claim that a mark has become registrable through use, an applicant must be able to show that irrespective of how the mark was perceived in its natural state, the mark now operates as a trademark. That is, an applicant must be able to show that the primary significance of the word or sign indicates a source rather than, for example, merely, describing or praising the product. In this sense all that the law does is recognizing what already happened in practice.

In summary, if an otherwise descriptive trademark conveys something other than its natural connotation with the goods/or services it applies to, it is possibly eligible for trademark registration. The consumer, no one else, determines whether the trademark has acquired a new meaning other than its natural connotation. Although it is not settled as to how many consumers must certify the acquisition of new meaning, it is thought that it suffices that only a few consumers believe that the trademark indicates the origin of the product other than the original meaning of the term.
Deceptive Marks

As discussed earlier, the grand reason for exclusion of many marks lies in the distinctiveness of the mark. Needless to state, a mark that is devoid of distinctiveness is statutorily excluded from trademark registration. Under this section we will see exclusion of marks not for  being non--distinctive, but for their power to deceive the consumer on the quality of the goods/ or services for which the trademark is attached.

Art.6(1)(h) states that a “trade mark that is likely to mislead the public or the business community, in particular as regards the geographical origin of the goods or services concerned, or their nature or characteristics is inadmissible for trade mark registration”. This prohibition tends to be applied to marks that, though distinctive, contain some kind of suggestion or allusion that is inaccurate or false. Consequently, a trademark application would be refused if it relates to a sign that suggests that the goods are made of a particular material, and they are not. This is particularly the case where the material would be a significant factor for a purchaser.

The prohibition against deceptive marks is motivated by the need to protect consumers from confusion, mistake, or deception. Deceptive marks are usually applied to indicate that the goods or services come from a much known state or place, or town for the production of the goods or services, where it is not. Not surprisingly, the intention of the trader is to build goodwill by pretending that he produces goods or services in a place that the consumer regards as the most appropriate place for the production of the goods or services. Thus, prohibition against deceptive marks stands as a guard to the public from mistake, confusion or deception. The English trade mark registry, for example, refused an application to register “perfumes de Paris” for toiletries including perfumes on the ground that the mark created an expectation that the perfume would be manufactured in Paris, so that (if they were not) the trade mark would deceive the public not only as to the geographic origin of the goods but also as to their nature and quality.

Public order and Morality 

The other most obvious absolute grounds relate to trade marks that are repugnant to public order or morality. Art.6 (1) (d) provides that the trademark that is contrary to public order and /or morality shall be inadmissible for a trademark registration. In many respects, it will be very difficult to determine which marks contravene principles of morality or public order. To mention just a few, words or images that are racist or blasphemous, or provocative for conflict are more likely to fall under the prohibition. 

B) Relative Grounds for Refusal 

Largely, the absolute grounds for refusal stipulate that trademarks which are inherently non-distinctive, or distractive, or deceptive or repugnant to public order and morality shall not be registrable. As such, the absolute grounds for refusal aim at protecting the public from confusion, mistake, deception, disorder or embarrassment. While the absolute ground for refusal plays that way, the relative grounds for refusal regulate the non-registrability of trademarks that are identical or similar to pre-existing marks. The relative grounds for refusal help to ensure that the protection given to trade mark owners does not conflict with any pre-existing marks or with any right that exists in the mark. It does this by ensuring that a mark should not be registered if it is similar to a pre-existing mark or if it conflicts with any rights that exist in the mark. This is exactly what Art 7 (para-l) provides “a trademark shall not be registered because of third party priority rights”. When we closely inspect Art .7, we would be apt to raise two basics concerns: the value of the trademark, and its principal function. If a trader was able to gain protection over a mark that was already protected, it would undermine the value given to the earlier trademark. Also if protection was allowed in an identical or similar sign, etc., it would mean that trademarks would not be able to function to indicate origin. Thus, the relative ground for refusal enables the owner of an earlier mark to prevent the registration of a sign by another, where the use of the sign would infringe the rights of the earlier trademark owner. At this juncture, it should be noted that many of the infringement cases are connected to the relative grounds for refusal. Hence, it must be noted that the relative grounds for refusal demand investigation of infringement cases.

The relative grounds for refusal are envisaged under Art.7.  These provide that a trademark shall not be registered if, when compared with an earlier mark, it is found that;

i. The marks are identical and the goods or services are identical 

ii.  The marks are identical, and the goods or services are similar, and there is a likelihood of confusion, which includes the likelihood of association with the earlier mark

iii.  The marks are similar, and the goods or services are either identical or similar, and there is likelihood of confusion, which includes the likelihood of association between the marks

iv.  The marks are either identical or similar, and the goods or services are not similar, and where the earlier trademark has a reputation and use of the applicant’s trademark would take unfair advantage of, or be detrimental to the earlier trademark 

10.8 Exploitation and use of trademarks 

In its early days, a trademark was meant to indicate sources only. As such traders did not have a proprietary right over their marks. However, gradually, and largely due to the proliferation of commercial enterprises since the early 20th century, trademarks turned out to be assets in their own right. Now trademarks are treated as forms of property that can be used and exploited by the trademark owner. Like other intellectual property rights, trademark law provides both exclusive rights and limitations. Before we go to the detail, it would be indispensable to look at the proprietorships, and some problems related to co-ownership.

Proprietorship

As per Art.4 ownership right in trademark is acquired by registration. By implication, the owner of a trademark is the person who registers it. In contrast to patent law that creates proprietary right prior to the application for a patent; the trademark law does not recognize that a trademark may have a proprietary before an application is made. The only proprietor is the registered person.

Co-ownership

Two or more people can own a trademark. From this arises a potential problem as to whether one co-owner can utilize the trademark without the consent of other co-owners. Our trademark law does not as such provide how each co-owner may utilize their rights. However, it sounds to assume that if there is no contract between the co-owners of a trade mark, each of the co-owner is entitled to equal undivided share in the registered trade mark. This also implies that each owner is permitted to do for his own benefit and without the need to account to the other, any act which would otherwise amount to an infringement of the registered mark. As regards the assignment and licensing of trademarks, Art 28(3) provides  that “share in a trademark, which is subject of ownership, may not be transferred without the consent of all the co-owners.

Modes of exploitation

Trademarks can be exploited in different ways. The most common technique is for the owner to exploit the mark by himself. However, trademarks can also be exploited through assignment, license, succession or mortgage.
Self-exploitation

Often self-exploitation involves making the goods, applying the mark, and selling the goods. While a trademark owner may do all those acts by himself, he can use third parties. For example, a trademark owner may use goods manufactured by someone else, contract manufacture, to which they apply his marks. In these circumstances, the mark is not used to indicate that the goods were manufactured by the trademark owner. Instead, the mark indicates that the goods were selected and approved by the trademark owner.
Assignment

An assignment refers to a transfer of ownership of the trademark. As a result of an assignment, the assignee stands in the shoes of the assignor and is entitled to deal with the trademark as he or she pleases. Although the trademark owner enjoys a relative degree of freedom to assign his right in trademarks, any assignment of trademark is subject to substantive and procedural requirements. These requirements basically pertain to the consent of the co-owner, if any, and registration of the assignment by the registrar (office of intellectual property). In order for an assignment to be valid, the office must register it. It also seems that the registration of assignment of trademark is subject to notification requirements under Art 16. As such, the registration requirement serves a greater role in protecting consumers from confusion or mistake. It should also be noted that in situations where more than one party owns that trademark, each co-owner must consent to such an assignment. It follows that a full assignment of a mark would require the cooperation and signatures of all co-owners.
License

The other most common mode of exploitation of trademarks is licensing of the trademarks. In general, a license is an authorization to use a trademark that would otherwise be prohibited without the consent of the trademark owner. In other words, a license enables the licensee to use the trade make for specified goods or services without infringing. Thus, so long as the use falls within the terms of the license, the licensee is immune from an action by the trademark owner.

Usually, license takes two forms: exclusive and non-exclusive license. An exclusive license is an agreement according to which the trademark owner not only confers permission on the licensee to use the trademark, but also promises that he will not grant any other license. Moreover, an exclusive license bars the licensor from exploiting the trademark, unless the license contract allows the licensor to use the trademarks for himself. In effect, an exclusive license confers a right in respect of the trademark to the exclusion of all others including the licensor, as the case may be. Not arguably, the most important aspect of exclusive license is that it prevents others, and even the licensor from using the trademarks. From this arises, a question: Can the exclusive licensee sue infringers in his own name. In part, the issue boils down on whether the exclusive license contract creates effect on third parties. 

In contrast to assignment, registration is not a validity requirement to license contract. However, this does not mean that to a license contract would be effective forthwith on third parties. The last paragraph of Art 29 (2) provides “the license contract shall have no effect against third parties until so registered”. The consequence of this provision is that in situations where the exclusive license contract is registered, the licensor could not possibly have any recourse against third parties. From this, it simply follows that the exclusive license cannot sue third parties for infringement. Now the next related question is what if the exclusive license contract is registered. 

In many jurisdictions, the exclusive license is given the same rights as an assignee, and therefore has the right to bring proceedings in respect of any infringement that occurs after the date of the license agreement. However, the right to sue by the exclusive license is not explicitly provided under our trademark law. The right of license as per Art. 33, seems to be confined to the right to use the trademark during the duration of the license contract. However, there is not any established reason that prohibits the exclusive license from bringing proceeding against third parties. Undoubtedly, a registered exclusive license contract replaces the trademark owner. So it must be presumed that third parties associate the registered trademark not only with its owner, but also with the exclusive license.  

A non-exclusive license is merely a permission to use a trademark for certain duration. Its distinctive feature is that it does not prohibit the owner of the trademark from granting further licenses to third parties or from using the trade mark himself. But, like exclusive license, it must be made in writing. 
10.9 Duration and Renewal of registration of trade marks

According to Article 24, the registration of a trade mark remains valid for a period of seven years from the date of submission of the application for registration. However, this does not mean that the trade mark would be a public domain right after the seven years period. Unlike the patent system, the jurisprudence of the trademark law always allows for indefinite renewal of trade mark registration. In this regard, Article 25 provides that ‘registration of trademark may, upon request of the owner, be renewed for consecutive periods of seven years’. No provision under the trademark registration proclamation envisages a time limit for renewal of trademark registration. Thus, the trademark owner can in no way be discouraged by the initial shorter duration of his trade mark right.
The renewal of the trademark registration meets two related objectives. Primarily, it encourages the trade mark owner to maintain the quality of the goods or services to which the trade mark is attached. And secondly, the use of a trade mark by a single, particularly known trader or company enhances the experience of the consumer to identify the source of the product. As such, the purpose of the renewal of trademark registration is to recover rights which otherwise could have been expired upon the end of the seven years period. Thus, the applicant for renewal of trade mark registration cannot make changes in the trademark or in the list of goods or services in respect of which the trade mark is registered, except that certain goods or services may be eliminated from the list ( as per Article 25 para. 2 ).

Renunciation, invalidation and cancellation of right on a registered trade marks

In spite of the examination process, the trade mark register is not a guarantee of the validity of trade marks. As such, a registered trademark can always be removed from the register after registration. There are three reasons why a mark might be removed from the register. The first is if is renounced by the owner himself as set out under Article 34. The second is if it is held to be invalid. And the third reason why a mark might be removed from register is cancellation for non-use.
Renunciation of right

Article 34(1) provides that ‘ the owner of a registered mark, who wishes to renounce the registration of a mark either wholly or in respect of part of the goods or services for which the trade mark is registered, may submit his application to the office for cancellation of the registration of the trademark’. The clause ‘...Who wishes to renounce…’ indicates that renunciation is a voluntary act. But this does not mean that the owner of a registered mark can renounce his right at home by saying that he does not want to use it. According to Article 34, the renunciation of right requires that the owner of a registered mark should apply for cancellation. And where the registered mark is under a license contract, the request for the renunciation of the right shall be accepted only upon the submission of a written declaration by which the licensee consents to the renunciation. The renunciation becomes effective only after the decision for cancellation has been entered into the register.

Invalidation

The other reason that removes a mark from registration is when the registration is held to be invalid. The grounds for invalidation are set under Articles 6 and 7. These provide that a mark may be declared invalid on the basis that it was registered in breach of one of the absolute or relative grounds for refusal. According to Article 36, the registration of a trade mark may be invalidated, by a written request of any interested person or by the office, in its own motion. Like the ordinary law of contract, the decision declaring invalidation of registration of a trademark is effective as of the date of registration. However, there is an exception to this retroactive effect of invalidation registered of trademark. The exception as envisaged under para.2 of Article 37 provides: When the trademark has been subjected to a license and the licensor has benefited from the license contract, the invalidation of the registration shall not enable the licensee to claim the repayment of money. 

Cancellation 

The most common reason why a trademark registration may be cancelled is on the basis of non- use. This reflects the notion that protection for marks is justified as a result of their use. As explained by a South African court, the general purpose of cancellation is:

To restrict the monopoly and protection conferred by registration to the proprietor’s legitimate and actual trade requirements and to avoid the inconvenience, cost, oppression, and interference with trade that would result from allowing trademarks to be registered with the intention, not of using them but merely of preventing other traders from using them.

As there are a finite number of useful or valuable marks, cancellation for non-use can also be explained on the basis that it helps to ensure that unused marks are recycled. The ground for cancellation of registered mark on the basis of non-use is limited by the relevant period of non-use. Article 35 (2) provides that a trademark may be cancelled on the basis that, during a continuous period of at least three years preceding the date of the request for cancellation of the trademark, it has not been put in Ethiopia, by the proprietor, or a licensee in respect of any of the goods or services for which it was registered. The only exception to this is when the owner or a licensee proves that the non-use of the trade mark was due to force majeure.

10.10 Infringement and Remedies

a) Infringement 

Indeed, one of the most important rights secured under the trademarks law is the right to proceed against identical or similar use of marks on the basis that there is a likelihood of confusion with the registered mark. While trademark infringement proceedings will normally be brought by the owner of the mark, it is possible for an action to be brought by an exclusive license. It should be noted that the rights of the proprietor are enforceable against third parties with regard to acts done after the date of registration. The rights continue for seven years, and may be renewed, possibly indefinitely, for further seven years. 

In order to determine whether a trademark has been infringed, it is necessary to compare the registered mark with the alleged infringing sign. The circumstances in which a mark may be infringed are stated under Art.7. These are where

· The marks are identical and the goods or services are identical 

· The marks are identical and the goods or services are similar and there is a likelihood of confusion, which includes the likelihood of association with the registered mark. 

· The marks are similar, and the goods or services are either identical or similar, and there is a likelihood of confusion, between the marks 

· The marks are either identical or similar, and the goods or services are not similar, and where the registered mark has a reputation and use of the defendant’s mark would take unfair advantage of, or be detrimental to the distinctive character or the repute of the registered trademark.

Obviously, the grounds for infringement are the same with relative grounds for refusal. The key difference between an action for infringement and the relative grounds for refusal is that to establish infringement, it is necessary to show that the mark was “used in the course of trade”. 

b)  Remedies 

The remedies for infringement under the trade mark registration and protection consists of provisional measures, civil remedies that include injunctive relief and an accounting for profits, and criminal sanctions.

i. Provisional measures

It is often said that ‘prevention is better than cure’. This medical axiom heavily purports for institutional mechanisms which are directed towards preventing damage or injuries from occurring. Substantially in a similar context, the trademark registration and protection proclamation seems to give adequate weight to the prevention mechanism (or provisional measure, as it stands under the proclamation). As such, Article 39(a) states that ‘a court shall order prompt and effective provisional measures to prevent an infringement of a right from occurring, in particular to prevent the entry into the channels of commerce of import and export goods after completing customs formalities. In addition to the preventive functions of provisional measures, Article 39(b) provides that provisional measure may be in order to preserve relevant evidence in regard to an alleged infringement of a right.

As Article 39 (a & b) envisages, a provisional measure needs to be prompt and effective. As such the procedure for adopting provisional measure should not allow the infringer to cause irreparable damage and/or conceal relevant evidence that may be used for establishing infringement. Accordingly, Article 39(2) allows the court to order provisional measures, without summoning the defendant, where it finds it appropriate. This is so, particularly, where any delay is likely to cause irreparable harm to the applicant or where there is a demonstrable risk of evidence being destroyed. According to Article 39(5) the provisional measure may take the form of search and seizure as provided under the civil procedure code and the criminal procedure code.

In deciding on an application for provisional measures, the court may in pursuant to Article 39(4) (a) consider if the threatened interest cannot be redressed by awarding damages; particularly, whether the threat is imminent, the prima facie strength of the action and the gravity of the prejudices a decision for or against may cause to either of the parties. The court may further undertake, as per Article 39(4) (c), a deeper investigation of the relative strength of the parties before granting the temporary injunction where the application of the criteria under Article 39(4) (a) puts the parties on equal position. The clause ‘where the application of the criteria under Article 39(4) (a) puts the parties on equal position’ is an important safeguard to the defendant in that it protects him from a surprise by a search and seizure court order. On the other hand, ‘deeper investigation’ by the court, which is for sure overtaken by other matters, may mean giving the defendant to infringe to the extent irreparable by awarding damage, or possibly it may give the defendant enough time to conceal or destroy relevant evidence.

ii. Civil remedies 

According to Article 40 the civil remedies take the form of permanent injunction and accounting of profits.

Permanent Injunction

A permanent injunction is granted, in favor of the plaintiff, after infringement of trade mark rights by the defendant is proved. Once ordered, permanent injunction prohibits the defendant from continuing the act of infringement. As such, permanent injunction guarantees the plaintiff from further infringement by the defendant. It also, though incidentally, protects the public from deception.

Accounting of profits

Article 40(1) (b) cum. Sub article (2) allows the plaintiff to recover profits gained from the use of the trademark, or alternatively the amount of royalty the defendant could have been charged had he used the trademark under the license contract. All the plaintiff has to demonstrate is the defendant’s gross income; the burden is upon the defendant to prove items of cost. In other words, the plaintiff is required to prove only the total amount of the defendant’s sales and need not worry about what portion of those gross sales are attributable to the cost of the items, advertising, administrative costs, and any other expenses that are deductible from gross amounts to determine profits. 

The whole of the net profit derived from the sale of the defendant’s goods or services in connection with the use of the trade mark shall be attributed to the use of the trade mark unless the defendant proves that part of the profit is attributive to other factors. Additionally, the plaintiff does not have to demonstrate that, had the defendant not made these sales, the consumers would have purchased from the plaintiff instead.

 Finally, it must be noted that the accounting for profit is a compensatory measure than a punitive standard. Hence the court must be certain that the accounting for profit does not yield a result that is so high as to work a punishment on the defendant rather than compensation to the plaintiff for any losses. The court should as well guard against the possibility that the accounting fails to consider factors that unfairly deprive the plaintiff of what is justly his.

c) Criminal Sanctions

In many countries, trade mark infringements are conventionally classified as civil matters. As such, the remedy for a trademark owner for infringement is to seek compensation, and/or injunction, and/or destruction of the infringing devices. However, mainly due to the insufficiency of the civil remedies to control the malady of piracy, some states have started to use the army of criminal sanction to strengthen the enforcement measures of trademarks rights. 

One of the substantial advances envisaged under the new trade mark registration and protection proclamation is the incorporation of criminal sanctions, in addition to provisional and civil remedies. The criminal sanctions apply not only to acts committed intentionally but also to those acts committed with gross negligence.  

The severity of the criminal sanction varies depending on the supposed degree of knowledge of the infringer. Where it is ascertained that the defendant has intentionally infringed rights protected under the trademark registration and protection proclamation, he would be punished with rigorous imprisonment of a term not less than 5 years and not more than 10 years. But, in the case of gross negligence, the punishment ranges from 1-5 years of gross negligence. However, it must be noted that the criminal sanctions under the trademark registration and protection proclamation are applicable only where the criminal code does not impose heavier penalty. 

Compare the severity of the criminal sanctions envisaged under the trade mark registration and protection proclamation with that of the new revised criminal code.
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